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PART I 


THE SECOND YEAR OF ADMINISTRATION OF THE 
LANHAM TRADE-MARK ACT OF 1946* 


Walter J. Derenbergt 


Introduction 


The experience of the Patent Office during the second year of administration 
of the Lanham Act fully bears out Judge Learned Hand’s recent observation that 
the new Act “indeed put federal trade-mark law upon a new footing” and “created 
rights uniform throughout the union.”* While both the Office and the courts are 
still feeling their way in determining the scope and meaning of the many new con- 
cepts first introduced by the Lanham Act, we can speak with considerably greater 
assurance about some of these concepts and developments than was possible at the 
meeting of this Section a year ago. In the report which follows, an attempt will 
be made briefly to review the more significant administrative and judicial develop- 
ments which have occurred since the fall of 1948. 

At the outset, it may be emphasized that through a series of recent decisions the 
Commissioner has developed a workable and, we suggest, correct theory of what 
constitutes a registrable trade-mark for the purpose of registration on the principal 
register of the new Act. While the present Office policy may in some respects 
appear stricter than that prevailing under the Act of 1905, these more rigid stand- 
ards are applied and appear justified in view of the broader substantive rights and 
ultimate incontestability which marks on the principal register may now enjoy. 

Let us first examine these current standards for registrability of trade-marks on 
the principal register. 


I. “Trade-Marks” on the Principal Register 


Since my report at last year’s meeting,” the Commissioner has in a series of 
decisions confirmed the views then expressed with regard to the registrability of 
mere trade-names and advertising slogans. In Ex parte Lyndale Farm,’ it was 
held that use of the words “Lyndale Farm, Floydada, Tex.,” on a crate for cattle 
did not constitute trade-mark use.* 


* A progress report submitted to the Section of Patent, Trade-Mark and Copyright Law of 
+ eee Bar Association at its Annual Convention at St. Louis, Missouri, September 3, 

+ Trade-Mark Counsel, U. S. Patent Office. 

1. S.C. Johnson & Son, Inc. v. Johnson, 81 U. S. P. Q. 509 (C. C. A. 2, 1949). 

2. “One Year of Experience under the Lanham Act in the Patent Office,” reprinted in Sum- 
mary of Proceedings of Patent Trade-Mark and Copyright Law Section at the Seattle Meeting, 
September 5-7, 1948, p. 32; 38 T. M. R. 831; pamphlet form by Bureau of National Affairs, 1948. 

3. 80 U. S. P. Q. 45 (C. P., 1948). 

4. The application was for registration of the notation “Lyndale Farm” as a trade-mark 
for “live cattle,” but the specimens submitted showed “Lyndale Farm, Floydada, Tex.,” used on 
shipping crates. 
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The first case decided under the new Act in which an advertising slogan was 
rejected was Ex parte Booth Bottling Company, Inc.,° which concerned the alleged 
registrability of the phrase “5 Full Glasses in Every Bottle.” More recently, the 
Commissioner held that the slogan “The Fate of a Fabric Hangs by a Thread” 
did not qualify for registration on the principal register.° The Commissioner there 
said: 

., It would appear that any function or identification in the mark presented re- 
sults from the use of the name “Enka” in the label, and that, unless used with that word 
or with applicant’s name, or otherwise associated with some other indication of a source 
or origin of the thread, the phrase in question would not serve as a means of identifica- 
tion of origin. As such it would not appear to distinguish the goods of applicant from the 
goods of others, and whether or not used in connection with “Enka” would simply stand 
as, and be recognized as, a truism, perhaps aptly stated, indicating the desirability that 

fabric be composed of good thread.’ . . . 


It should be noted that these decisions are based not so much on the fact that the 
alleged trade-mark consists of a series of words, but on the ground that they only 
serve a function of collateral advertising and, as such, are incapable of exclusive 
and ultimately incontestable rights. There can be no question that a combination 
of words may under proper circumstances be registered as a trade-mark on the 
principal register. But such a combination of words must always function as a 
trade-mark. As was well stated by Mr. Kerly in his authoritative treatise on 
Trade-Marks:* “A good trade-mark must not only enable a customer to recognize 
the goods which bear it, when he sees them, as those of a manufacturer or trader 
with whom he wishes to deal, but must also enable him to describe and call for 
them.” 


II. The Problem of Distinctiveness under Section 2(f) of the Act 


As was to be expected, applications under this new section have been very 
numerous and manifold too have been the problems facing the Office in administer- 
ing this section. There is no need to go into too much detail at this time since 
many of the problems were recently outlined in Commissioner Daniels’ address on 
“Trade-Marks from the Patent Office Point of View” before the Annual Meeting 
of the United States Trade-Mark Association.’ The following points and prob- 
lems have been determined by the Office during the current year: 

1. Where, in the opinion of the Examiner, an application submitted under 
Section 2(f) would qualify for the principal register without reliance on said 
section, the attention of the applicant will be called to this fact. Should the appli- 
cant then insist on filing under Section 2(f), the Office will accept the application 
under that section even though reliance thereon may be unnecessary. 

2. More frequent are, of course, the reverse cases in which, in the judgment 


5. 80 U. S. P. Q. 78 (C. P., 1949). 

6. Ex parte American Enka Corp., 81 U. S. P. Q. 476 (C. P., 1949). 

7. Id., at 477-478. 

8. Sixth edition, p. 154. 

9. Paper delivered before the 71st Annual Meeting of The United States Trade-Mark Asso- 
ciation, Waldorf-Astoria, New York, May 24, 1949. 
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of the Examiner, a mark qualifies only under Section 2(f), while in the applicant’s 
opinion the mark should be registered without reliance on that section. There is 
apparently a feeling among some members of the profession that a 2(f) registra- 


tion may have a certain stigma attached to it and for that reason some applicants 
will turn a deaf ear to the Office’s suggestion to amend the application so as to 
bring it under Section 2(f) but would rather await a final rejection and then try 
the issue on appeal. 

3. The proposed new rules, as published in the Federal Register of July 29, 
1949, will change the form of a 2(f) application in some minor respects. For in- 
stance, the new rules will permit the allegation of distinctiveness to be included in 
the statement rather than in the declaration. The present rule 8.1 provides for 
inclusion of that statement in the declaration. The proposed new rule also provides 
that in cases where the claim of distinctiveness is based on facts other than five 
years’ exclusive use, separate proof shculd be submitted and that the claim of dis- 
tinctiveness, if added to the statement subsequent to the filing of the application, 
must be verified by the applicant. 

4. As clearly pointed out in the Commissioner’s decision in Ex parte Stauffer 


10 


Chemical Company,” there are certain types of words which will be held inher- 
ently incapable of acquiring distinctiveness. The words involved in the Stauffer 
case were “Fleur de Soufre’”’ which in the Commissioner’s opinion constituted only 
the French words for a generic term. In cases of words or names of this character, 
it would make no difference that the word may have been registered under the 
Act of 1920. During the first period of administration of that Act, many marks 
which today would be found incapable of distinguishing were registered. It is a 
far cry, however, from “being capable of distinguishing” to “having become dis- 
tinctive.” The theory occasionally advanced by members of the profession that not 
even a generic word, name, or picture is inherently incapable of trade-mark sig- 
nificance has not been adopted by the Office; on the contrary, it is believed that 
there are certain words which no amount of proof would render registrable under 
Section 2(f) of the Act. 

5. The type of proof which the Office may require for a showing of distinc- 
tiveness varies according to the nature of the mark. Where a surname is involved, 
the Office will normally accept the applicant’s statement of five years’ exclusive use 
next preceding the filing date of the application without requiring any additional 
evidence. If, however, the mark sought to be registered is highly descriptive, con- 
siderable additional evidence of distinctiveness will be required. To quote from 
Commissioner Daniels’ above-mentioned paper : 


The burden of proving that the mark has become distinctive is on the applicant and 
I shall not attempt to tell counsel who are present the form such proof should take, but 
will state that we do not expect or desire elaborate or cumulative proofs or technical 
evidence such as might be required in a trial of unfair competition action or an application 
for preliminary injunction. We do expect, however, that affidavits of a factual nature 
sufficient to convince the examiner should be produced. Laudatory affidavits by adver- 


10. 81 U. S. P. Q. 255 (C. P., 1949). 
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tising men setting out their own high regard for their trade-mark in general language 
should not be sufficient. If, however, facts which indicate that it has actually been used 
exclusively by applicant as applied to the product involved and has through advertising 
or otherwise, become recognized by the public, it will be accepted. 


6. As pointed out elsewhere,” the Office will not consider registration under 
Section 2(f) unless the mark applied for falls within the definition of a “trade- 
mark.” For that reason labels, wrappers, packages, configurations, or advertising 
slogans and trade-names not functioning as trade-marks, will not be considered for 
the purpose of registration under Section 2(f). 


III. Service Marks 


While no case involving the registrability of service marks has yet reached 
the courts, or even the Commissioner on appeal, certain policies have been adopted 
by the Office during the last year which may serve as a guide to the profession. 

The four basic requirements for service marks referred to in last year’s re- 
port,’? must always be present before a mark qualifies for registration. These 
four requirements, it may be recalled, are these: (a) the applicant must be engaged 
in the business of rendering “a service;” (b) such service must be rendered “in 
commerce ;” (c) the applicant must be using a “mark” in commerce, and (d) the 
service must not be entirely incidental to the advertising or sale of merchandise. 
However, application of these four principles by the Office has in the meantime 
become more crystallized, although opinions still differ widely in the absence of 
any judicial guidance with regard to the exact scope of the rather liberal approach 
which the Office has recently adopted in the following specific situations: 

1. Hotel and restaurant names. Such names may be registered as service 
marks if they show the elements of a mark in addition to being merely the trade- 
name of the applicant and if the latter is engaged “in commerce.” A chain of 
hotels or restaurants will satisfy this latter requirement, while an individual estab- 
lishment within a state ordinarily would not.” 

2. Train names. Certain famous train names may qualify as service marks 
on the theory that they symbolize special service rather than any particular equip- 
ment which is being used to perform the service. This rule would, of course, not 
cover names of boats such as “Queen Mary,” nor would it cover the names of 
individual cars, but it might apply to designations such as “The Super Chief”’ or 
“The Trail Blazer.” 

3. Call letters of radio stations. These letters are not considered registrable 
since they are only licensed to the station by the Federal Communications Com- 
mission and are, therefore, not capable of exclusive rights. 


11. Supra, note 2, 38 T. M. R. 831 at 836 et seq. 
12. Id., at 843. 

13. It may be noted here in passing that, as of the present time, there are two conflicting 
court decisions with regard to the territorial —-_ of the new Act in infringement cases. In 
Cole of California v. Collette, 79 U. S. P. Q. 267 (D. C. Mass., 1948), Judge Wyzanski held 
a F ant local infringer liable under the Act on the ground that his local sales had an adverse 
effect on the registrant’s right to use the mark in commerce, while the opposite conclusion was 
‘DON. Pay oy” in C. B. Shane Corp. v. Peter Pan Style Shop, Inc., 84 F. Supp. 86 
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4. Sound marks are registrable as service marks if they function as such. In 
such cases, no drawing is required, but the mark will be described somewhat as 
follows: The Mark Comprises (description of mark) .........0+0000+ Within 
the very near future one such mark will be published. A proposed new rule, as 
published in the Federal Register of July 29, 1949, sets forth the specific require- 
ments for specimens in such cases pointing out, inter alia, that three single face 
unbreakable disk recordings will be accepted by the Office.” 

5. Entertainment has to some extent been recognized as a “service” so that in 
appropriate cases artists, orchestras, radio performers, radio stations and others 
may register marks used for entertainment purpose. It should be noted, however, 
that all other requirements for a service mark must be met in these cases. The 
applicant must be rendering entertainment service in commerce, and the name 
sought to be registered must qualify as a “mark.” Thus, the Official Gazette for 
July 19, 1949, shows publication of the mark ‘“‘National Symphony.””” In the issue 
of July 26, the mark “Duffy’s Tavern” is published “for advertising and entertain- 
ment services in the nature of a radio program.” This is believed to be the first 
such mark passed to publication by the Office. Of course, a title of a book or play 
which would not qualify for trade-mark protection or copyright protection can- 
not be made registrable as a service mark on the ground that the book or play is 
read or performed over the radio. It goes without saying too that in order to be 
registrable on the principal register as a service mark all other requirements of 
Section 2 of the Act have to be satisfied. 

6. Classification. Up to the present time, all service marks were put into one 
temporary class 55. According to the proposed new rules, rule 16.1 will be 
changed so as to establish eight subclasses for services."° Further subdivisions may 
be made as the Office gains more experience and information as to the type of 
service marks actually used. The proposed class “Miscellaneous” will still include 
a great variety of services, including so-called “collective membership” marks 
(see below, 7). The proposed subdivision will result in a separate fee require- 
ment for large organizations which may render financial services, transportation 
services and other types of services at the same time. Apart from that, the main 
reason for the proposed subdivision is, of course, a consideration of administrative 
convenience for Office purposes. 

7. Collective membership marks. It has been decided to accept for registra- 
tion emblems and marks used by organizations and groups whose activities extend 
beyond the boundaries of one state. Such marks as, for instance, fraternity marks, 





14. For further details, see proposed amendment to trade-mark rule 10.3. 

15. This symphony renders service in the District of Columbia and, therefore, satisfies the 
commerce requirement. 

16. These classes are: 


100 Miscellaneous 

101 Advertising and business 
102 Insurance and financial 

103 Construction and repair 

104 Communication 

105 Transportation and storage 
106 Material Treatment 

107 Education and entertainment 
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and the like, many of which were registered under the old Act under the guise of 
trade-marks for buttons or periodicals, are in reality collective marks and should 
be registered as such. However, under the existing definition of a “collective 
mark” in Section 45, such marks in order to be registrable must either be trade- 
marks or service marks and it would seem necessary, therefore, unless the Act 
is amended in this respect, to classify such marks within the broader category of 
service marks on the assumption that “membership services” may satisfy this 
definitional requirement. On the other hand, where such collective marks are not 


used to indicate membership but are used in connection with merchandise by the © 


members of an organization, the mark would be considered a collective trade-mark 
rather than a collective service mark. 

8. Slogans are not excluded from registration as service marks on the principal 
register but very few slogans have thus far been submitted which would seem to 
meet the requirements of Section 2 of the Act. Here, again, the test should not 
be the number of words, but the method in which the language is used to identify 
the services of the applicant. 

9. A mark may be registered as a trade-mark and as a service mark at the 
same time. The only limitation in this respect is found in the Act itself which 
would prohibit such simultaneous registration in cases where registration of the 
service mark would create a false impression that the registrant is the manufacturer 
of the particular goods involved. It would seem to follow that where he actually 
is the manufacturer of the merchandise, he may have a trade-mark and a service 
mark at the same time, provided he is engaged in a separate business of rendering 
service in commerce and the service is not merely incidental to the sale of his 
merchandise. Marks such as “Schrafft’s” or “Childs’” written in peculiar script 
might equally qualify as a trade-mark for candy and similar articles on the one 
hand, and for a restaurant service on the other. 

10. If the service mark sought to be registered is identical with or closely 
similar to a previously registered trade-mark, the latter will be cited as a reference 
against the service mark if, in the opinion of the Examiner, there may be a likeli- 
hood of confusion in the public mind between the two marks.” 


IV. Certification Marks 


The number of certification marks applied for under the new Act has been ex- 
tremely small. Thus far, only 19 such marks have been registered. The reasons 
for the apparent reluctance of the business community to take advantage of this 
mode of protection are twofold: (a) The standards set up in Section 14 for the 
requirements of a valid certification mark are extremely rigid. This is particularly 
true of the requirement that the owner of the mark must certify the goods or 


17. The Office must, of course, also consider court decisions passing on the scope of protec- 
tion to which certain names or designations may be entitled. Thus, in the recent case of Bene- 
ficial Industrial Loan Corp. v. Allenstein, 173 F. 2d 38 (C. C. A. 5, 1949), it was held that the 
words “Personal Loans, Inc.” were a generic term identifying a particular type of small loan 
business and incapable of exclusive adoption. In view of that decision, the Office will not ac- 
cept service mark applications which prominently use designations such as “Personal Finance” 
or “Personal Loans” or similar words as the main feature of the mark. Such marks may not 
even be registrable on the supplemental register. 








Fp Pata, 






+P UMOYES Heo 









































39 T. M. R. SECOND YEAR OF LANHAM ACT 657 


services of any person “who maintains the standards or conditions which such 
mark certifies.” If the owner “discriminately” refuses to certify the goods of 
such person, the mark is subject to cancellation at any time. This proviso may 
have serious implications in situations in which, for instance, the owner of a 
patented process licenses manufacturers to use his mark in connection with 
products manufactured in accordance with such process. While the concept of 
“compulsory licensing” is foreign to our patent system, it may make itself felt 
indirectly in a situation in which the patent owner would refuse to grant a license 
to an applicant who—to quote the language of Section 14 once more—maintains 
the “standards or conditions” under which other persons have been granted a 
license. Such refusal by the patent owner might under this section lead to a can- 
cellation of his mark—even if it were found originally to satisfy the requirements 
of a certification mark—upon petition by the allegedly injured party or by the 
Federal Trade Commission. Therefore, it would seem to be better business policy 
not to register such marks as certification marks but, wherever possible, as trade- 
marks or service marks used by related companies. 

(b) The other serious limitation with regard to certification marks is found 
in the requirement of Section 14(d) (2) which in effect prohibits the use of this 
method of protection by anyone who is simultaneously engaged in the production 
or marketing of goods or services to which the mark is applied. It has been the 
position of the Office that under this provision a manufacturer of, let us say, 
clothing or textile products may not register the marks used to designate such 
products as certification marks in cases where the mark is also used with the au- 
thorization of its owner on a finished product even though the latter be not manu- 
factured by the owner of the mark himself. In other words, the appearance of the 
mark on the finished product would still be deemed to perform only a trade-mark 
function by informing the public that the finished article consists of the trade- 
marked material but would not certify origin as required in the definition of a 
certification mark in Section 45. For this reason the owner of a trade-mark for 
shirting will not be permitted to register the same mark as a “certification mark” 
for finished shirts, even though he himself may not be in the business of manu- 
facturing shirts. He might, however, in situations such as that involved in the 
famous “Fruit of the Loom” case,”* register the mark as a trade-mark used by 
related companies, if the control requirements of Section 5 of the Act are satisfied. 


V. Labels, Packages, and “Configurations of Goods”; The Supplemental Register 


1. It is sometimes very difficult to distinguish between a trade-mark registrable 
on the principal register and a label which may be registered only on the supple- 
mental register or, if lacking in distinctiveness, not at all. The Office now follows 
the established practice not to register mere background designs which by repetition 
cover substantially the entire area of the package or container. Such designs have 
been held to be mere ornamentation and not subject to registration. It was so held 
by the Court of Customs and Patent Appeals in Jn re Burgess Battery Company” 


18. B. B. & R. Knight v. Milner, 283 Fed. 816 (1922). 
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under the Act of 1905 and there appears to be no reason why a different rule should 
apply under the 1946 Act. Therefore, a design which in effect is nothing but a 
corrugated surface is considered a mere structural feature of the goods and as such 
not registrable. The practice of the Office not to register on the principal register 
the entire ornamental or color design of a package recently found confirmation in 
the Third Circuit Court of Appeals’ decision in Campbell Soup Company v. 
Armour,” now pending before the Supreme Court on petition for certiorari. In 
holding the plaintiff’s red and white label not to be a valid trade-mark (even though 
it was registered under the Act of 1905), the court said: 


What the plaintiffs are really asking for, then, is a right to the exclusive use of labels 
which are half red and half white for food products. If they may thus monopolize red 
in all of its shades the next manufacturer may monopolize orange in all its shades and 
the next yellow in the same way. Obviously, the list of colors will soon run out.** 


2. It need hardly be stated that even as far as the supplemental register is con- 
cerned, a label, package, or bottle must be capable of distinguishing. Most bottles 
in ordinary use would not satisfy this requirement, but certain well-known perfume 
bottles were recently accepted for registration on this register. It may be noted 
here in passing that under the recently amended rules of the Copyright Office, 
such bottles may conceivably be copyrighted as “works or art.” The new copy- 
right rule as published in the Federal Register of December 29, 1948 includes in 
the definition of a work of art “works of artistic craftsmanship, insofar as form 
but not their mechanical or utilitarian aspects are concerned, such as artistic jewelry, 
enamels, glassware, and tapestries.’ Consequently, the manufacturer of an artis- 
tic bottle or container may conceivably have a three-fold choice to protect such 
item either under the design patent law, the copyright law, or—in rare cases—the 
new trade-mark act. In order to be registrable even on the supplemental register, 
the bottle must, of course, be unconventional and must not serve merely a utilitarian 
function. Where the device sought to be protected enhances the usefulness of an 
article or its general attractiveness to the consumer, no registration should, or will 
be, granted. Thus, the idea of having a window in a grocery package through 
which the contents can be eyed is no more registrable than the conventional use of 
a series of color stripes on luggage or the use of different colors on match tips. 

3. As far as so-called “configurations of goods” are concerned, none have to 
my knowledge been registered thus far. Most of the early applications filed under 
this heading involved matter clearly unregistrable on its face such as, for instance, 
peculiarly shaped pickles, brushes, blankets, and parts of machines. An applica- 
tion to register the shape of candy (chocolate turtles) was also rejected although 
the picture of the turtle has long been, and still is, validly registered under the Act 
of 1905 for the same product. 

4. The definition of marks registrable on the supplemental register includes 
“slogans.” But that does not mean that every advertising slogan automatically 


19. 46 U. S. P. 8 39. 
20. 81 U. S. P. Q. 430 (C. C. A. 3, 1949). 
21. Id., at 432. 
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qualifies for registration in this category. Here, again, the slogan must meet the 
minimum requirement of being “capable of distinguishing.” Language such as 
“One of America’s Great Drinks,” or “Tastes twice as good as before” and thou- 
sands of others would not satisfy this minimum requirement. Attention may be 
called in this connection to a recently published book entitled “American Slogans” 
by William Sunners which is described as “the world’s greatest collection of slogans 
and phrases (13,000) intended to aid advertisers and advertising agencies to de- 
termine the existence of slogans already in use; to assist in complying with the 
Lanham Act... .” It is believed that only a very small percentage of the slogans 
there published would qualify for registration even on the supplemental register. 

5. Where the mark sought to be registered on the supplemental register is 
entirely dominated by a separable generic word which the applicant refuses to re- 
move from the drawing, registration will be denied. The Commissioner so held in 
the so-called “Puddin’ Rice” case.” Moreover, it is the policy of the Office not 
to accept disclaimers in connection with registrations on the supplemental register ; 
it is believed that the disclaimer provision in Section 6 of the Act, although not 
specifically excluded in Section 24, is by its very nature not applicable to the sup- 
plemental register since the dominant feature of every mark sought to be regis- 
tered on that register would invariably be “non-registrable matter” under Section 6. 

6. Neither the Act of 1905 nor the new Act provides for the instituting of 
interference proceedings in cases of two conflicting supplemental register applica- 
tions. This has led to the somewhat unsatisfactory situation that the Office will 


register the mark of the party who first filed the application even though the sec- 
ond party’s application may show a date of first use prior to that of the first appli- 
cant. The only remedy now available to the first user would be a petition for can- 
cellation. 


VI. Likelihood of Confusion 


It has become increasingly clear, despite certain contrary observations of the 
court in the “Sunkist” case,” that the elimination of the “same descriptive prop- 
erties” rule will serve to encourage the application of equitable principles of unfair 
competition both by the Patent Office and the courts. If it is considered that in a 
recent case the Federal Trade Commission found it to be in the “public interest” 
to enjoin a manufacturer of cheap silverware from using the “Lady Esther” trade- 
mark on the ground of damage to the cosmetic manufacturer’s reputation,” the 
question may be asked whether the Patent Office should not, in appropriate cases, 
similarly protect a trade-mark owner against injury to his reputation or against 
“dilution” of his mark. It is believed, however, that such considerations may apply 
in only rare cases in ex parte proceedings, and should be ordinarily raised in 
inter partes cases in order to enable the Commissioner to decide such questions 
of confusion and unfair competition on the basis of an adequate record. Where, 


22. In re Southern Rice Sales Co.,77 U. S. P. Q. 328 (C. P., 1948). 

23. Supra, note 2; 38 T. M. R. 831 at 852 et seq. 

24. In the Matter of Ben Brande, an individual trading as Sales Stimulators, Docket No. 
4982 (1948) ; Derenberg, “The Patent Office as Guardian of the Public Interest in Trade-Mark 
Registration Proceedings,” (1949) 14 Law & Contemp. Prob. 288 at 300 et seq. 
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on the other hand, an applicant would appear guilty of an outright steal of some- 
body else’s famous trade-mark, including all the wording and designs, his applica- 
tion may be rejected even on an ex parte basis on the ground that the mark “falsely 
suggests a connection” with an individual or concern (Sec. 2(a)). But where, for 
instance, a party desires to register a name such as “Waterman’s” for blades, such 
mark should be published for opposition rather than rejected ex parte in order to 
afford an opportunity to the fountain pen manufacturer to establish a record tend- 
ing to show likelihood of confusion with regard to his goodwill and reputation. 

The Office in administering Section 2(d) will undoubtedly be guided by two 
recent court decisions of utmost importance. 

1. The first of these is the case of Safeway Stores, Inc. v. Dunnell.® In that 
case, the defeated applicant instituted an R. S. 4915 proceeding to compel registra- 
tion of his mark “Safeway” as used on toilet seat covers over the opposition of 
Safeway Stores, the well-known grocery chain. The Patent Office tribunals held 
that registration would result in likelihood of confusion with regard to the parties 
and their reputations. The District Court reversed the Commissioner’s decision, 
but its decision was in turn reversed by the Court of Appeals.” The decision of the 
Ninth Circuit Court of Appeals is highly important, not so much because of its 
holding that likelihood of confusion might result if the applicant were permitted to 
register the “Safeway” mark for toilet seat covers, but because of two other funda- 
mental points: 

(a) The court stressed the fact that an R. S. 4915 proceeding was in the na- 
ture of an application to set aside the action of a government agency and that the 
Patent Office ruling should be accepted as controlling upon all questions of fact 
raised in such proceeding “unless the contrary is established by testimony which 
in character and amount carries thorough conviction.” The court held the quoted 
language from the U. S. Supreme Court’s famous decision in Morgan v. Daniels™ 
to be applicable to trade-mark cases under R. S. 4915 and further ruled that the 
applicant’s evidence submitted to the lower court fell far short of the test of 
“thorough conviction” as laid down in the Morgan case. 

(b) The “Safeway” case is perhaps even more significant for the additional 
reason that the grocery chain had asked by way of counterclaim for injunctive 
relief against the applicant’s continued use of the mark “Safeway” on its products. 
The Court of Appeals (one judge dissenting) not only denied the applicant’s right 
to register, but granted a permanent injunction against his contiued use of the 
mark. It said: “Even assuming the absence of any competition between toilet tis- 
sues and Dunnell’s covers for protection of toilet users, Stores is entitled to its in- 
junction.” 

2. The other decision of far reaching importance, handed down only a few 
weeks ago, is the Second Circuit Court of Appeals’ decision in S. C. Johnson & 
Son, Inc. v. Johnson.” When that case had been before the same court a few years 


25. 80 U. S. P. Q. 115 (C. C. A. 9, 1949). 
26. The U. S. Supreme Court recently denied certiorari, 17 L. W. 3342 (May 17, 1949). 
27. 153 U. S. 120. 
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ago,” Judge Learned Hand pointed out in a well-known decision that the defend- 
ant Johnson could not at that late stage be enjoined absolutely from using his own 
name in business, since there was no actual market competition between the parties 
at that time and despite the fact that some confusion had developed. The plaintiff 
was held entitled only to a qualified injunction requiring the defendant to add a 
surface showing of his full name and address to the use of the Johnson mark. The 
plaintiff in the recent proceeding asked the court to reconsider the scope of the 
injunction on the ground that confusion had continued to exist and that under the 
new law it was entitled to a more effective and drastic injunction. A majority of 
the court held, however (Judge Clark dissenting), that even under the test of the 
new Act, the same considerations which had led to the issuance of a qualified in- 
junction still prevailed and that whatever confusion existed was still the result of 
the original weakness of the plaintiff’s mark and his passivity in having permitted 
the building up by the defendant of a reputation of his own in a related field. What 
makes the Johnson case so significant is not the majority’s actual holding, but 
Judge Learned Hand’s dictum that different considerations would apply if the case 
had involved a so-called “fabricated” mark. The following language from his 
opinion is worth quoting : 
. If Congress really meant to allow every first user of a mark so to stifle all ex- 
cursions into adjacent markets upon showing no more than that confusion would result, 
it seems to us that it would have said so more clearly. Jn the case of fabricated marks 
which have no significance, save as they denote a single source or origin of the goods to 
which they are attached, the first user's right may indeed go so far. The second user can 
then show no interest of his own; and if, as will then appear, his only purpose is to trade 
on the first user’s good-will, it is indeed time to intervene. That situation is polar to this, 


and we do not believe that both have been swept into a common condemnation by the lan- 
guage used to create the new federal right. (Emphasis added.) 


This language may well have an equally far reaching effect on Patent Office 
administration of Section 2(d) as had the same Judge’s famous decision in Yale 
Electric Corp. v. Robertson.” 

Thus far, the effect of the elimination of the same descriptive properties rule 
from Section 2(d) has made itself felt in Patent Office proceedings primarily in a 
procedural way. In cases still governed by the old Act, motions to dismiss opposi- 
tions have still been granted where the goods of the parties could not by any stretch 
of the imagination be held to have the same descriptive properties. Thus, the Com- 
missioner said in the recent case of Swift & Company v. B. & P. Swift, Ltd.,” 
in which the meat packing concern opposed registration of a mark comprising the 
word “Swift” for weighing scales: 


And there must come a point at which goods are so different that they cannot be con- 
sidered goods of the same descriptive properties as a matter of law.™ 


28. Pee a1n st ote OS 8. 

29. 116 F. 2d 429, 48 U. S. P. Q. 82 

30. 175 F. 2d 176, 180. 

31. 26 F. (2d) 972. We might also mention in passing the decision in Philco Corp. v. F. & 
B. Mfg. Co., 79 U. S. P. Q. 376 (C. C. A. 7, 1948). In that case, all relief was denied the well- 
known manufacturer of “Philco” equipment as against a defendant whose name was “Filco” 
and who had used his own name in connection with ignition repair parts. 

32. 80 U.S. P. Q. 594 (C. P., 1949). 

33. Id., at 596. 
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Consequently, the motion to dismiss the opposition was granted. This would 
probably no longer be true under the new law in most cases ; the owner of a famous 
name or mark will now be given an opportunity to prove possible damage to his 
reputation or goodwill even if the goods are entirely unrelated. In one such case, 
the Examiner of Interferences recently denied a motion to dismiss, although the 
goods involved were as far apart as raincoats on the one hand, and tobacco products 
on the other.* 

It has thus already become apparent that the Office will no longer be hamstrung 
by narrow concepts of “same descriptive properties” in either ex parte or inter 
partes proceedings. 

One more word about classification. It is, of course, important primarily as a 
tool of administrative convenience and has no substantive effect with regard to the 
issue of likelihood of confusion under Section 2(d). An important change in 
classification is suggested in the proposed amendments to the rules. The present 
rule 16.1 will be changed so as to subdivide the existing class 6 into three differ- 
ent classes covering chemicals, medicines and cosmetics respectively. The existing 
class 4 will also be subdivided into two new classes, to wit, class 4 covering abrasives 
and polishing materials, and class 52 covering detergents and soaps. 


VII. Use by Related Companies 


The definition of “related companies” in Section 45 of the Act would seem to 
permit registrations either in the name of a parent company or that of a subsidiary. 
It should not be assumed, however, that it is optional with the parties to register in 
the name of one or the other under all circumstances or that it would be possible 
under the new Act to secure more than one identical registration in the name of 
both. In order to apply for registration, the applicant has to be the owner of the 
mark ; a subsidiary company which seeks to register a mark adopted and previously 
used by the parent company cannot be considered the owner of the mark without an 
assignment of the parent company’s mark to it. For the purpose of administering 
the related company provisions of the Act, it is suggested that at least the follow- 
ing three basic types of situations should be distinguished: 

(a) A parent company adopts a mark which is initially to be used by one or 
more of the subsidiaries. In such a situation, which was present in the oft- 
quoted United States Steel case,* the use by the subsidiaries will now inure to the 
benefit of the parent company and the latter may secure registration of the mark 
as adopted and used by its related companies. The same rule might apply in case 
of a licensor or patent owner who has no commercial establishment of his own but 
whose mark is used solely by related companies under his supervision and control. 

(b) A different rule would govern where the parent company itself has used 
and previously registered the mark subsequently used by its subsidiaries. In sev- 
eral cases now before the Examiner, the subsidiary is seeking registration in its 
own name of the identical mark already registered for the principal. In such 


34. The Alligator Company v. Larus & Brothers, Opposition No. 27,915, motion to dismiss 
denied, Nov. 26, 1948. 
35. Ex parte U. S. Steel Co., 24 T. M. R. 598 (1934). 
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cases, the mark registered in the name of the parent company will be regarded as 
a proper reference and the subsidiary’s application will be rejected on that ground 
unless the parent were willing first to assign his own previous registration to the 
subsidiary corporation. If the parent company is not prepared to execute such 
an assignment, a new application should be filed in the name of the parent corpora- 
tion rather than in that of the subsidiary. 

(c) Occasionally applications are submitted to the Office in which the subsidiary 
corporation alleges first adoption and use of the mark by it but then continues to 
state that it in turn is a 100% controlled subsidiary of another concern. It is clear 
that such allegation would be mere surplusage and should be eliminated from the 
application unless the parent company also uses the mark. Since the subsidiary is 
in legal contemplation a separate legal entity, it may, of course, separately adopt 
and own a trade-mark and any further information about its corporate structure or 
affiliation is of no concern or interest to the Patent Office. 

Our present rule 7.8, which requires a statement of exceptions to the averment 
of an exclusive right in cases of marks used by related companies, applies only to 
the first of the three above-mentioned situations. As presently worded, that rule 
requires a statement of “the nature of such related companies and, if practicable, 
their names and addresses.” It is, however, not so much the nature of the com- 
panies as it is the nature of the relationship which is important for the determina- 
tion whether the requirements of Section 5 of the Act are satisfied. Consequently, 
one of the proposed changes of the trade-mark rules, as reported in the Federal 
Register of July 29, 1949, changes the present rule in this respect by requiring a 
statement as to the nature of the relationship rather than the nature of the related 
companies themselves. But it should be noted that even in the light of this proposed 
change, the Office adheres to the view that only one registration for the same or a 
confusingly similar mark should issue and that there is no room under the Lan- 
ham Agt for recognizing “joint ownership” of a mark (other than by a firm or 
partnership) or for plural registrations of the same mark by parent and subsidiary, 
or, in appropriate cases, by licensor and licensee(s). 


VIII. Concurrent Use Proceedings 


The number of concurrent use proceedings actually instituted up to August 1, 
1949 has been exceedingly small. Only 23 such proceedings are presently pend- 
ing. The most important reason for the relatively small number of such cases is 
a restriction found in the language of the statute itself. The question arose almost 
immediately after the effective date of the Act whether an applicant may be entitled 
to a concurrent registration in a case where his date of first use of the mark was 
subsequent to the filing date of a previous 1905 or 1881 registration. The Com- 
missioner has now held in the recent case of In re Stauffer Chemical Company” 
that Section 2(d) is limited to applications involving a concurrent use prior to the 
filing date of a preexisting 1905 or 1881 registration. In other words, the view 
has been adopted that the new Act does not recognize a awful concurrent use in 
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commerce if the applicant’s mark had been previously registered under the former 
acts. Any other result, it is believed, would expose the owners of existing 1905 
Act registrations to endless harassment with regard to the territorial scope of their 
marks. It should not be overlooked that neither the Supreme Court’s decision in 
the famous “Tea Rose” case nor that in the equally famous Rectanus case® in- 
volved the problem of the scope of federal registration under the Act of 1905. 
These decisions and almost all others in which concurrent rights in the same trade- 
mark by different persons in different territories were recognized involved a con- 
flict of several common law users rather than a conflict between the owner of a 
mark registered under the Act of 1905 and somebody else’s conflicting use in inter- 
state or foreign commerce. There is reason to fear that if any other rule were 
adopted it would have harmful rather than beneficial effects on preexisting rights. 
Whenever an application be rejected because of a 1905 or 1881 act reference, the 
applicant may attempt to—and in numerous instances has already tried to—counter- 
act such reference by a showing that the registrant never did, or no longer does, 
use the mark in commerce among certain of the 48 states and that, therefore, that 
part of the registration should be carved off in the form of a concurrent registra- 
tion on behalf of the new applicant. 

In one recent case, a district court in the Middle West forwarded to the Office 
a decree limiting the rights of a 1905 registrant so as to exclude the defendant’s 
territory which covered the State of Michigan. Under Section 37 of the new 
Act, the court has the authority to order cancellations or rectifications of the regis- 
ter with regard to any of the registrations involved in a pending action. The ques- 
tion has arisen, however, what action the Office should take in a situation where 
the court does not make a specific determination rectifying the register, but where 
the effect of the court decree amounts to a recognition of the defendant’s concur- 
rent rights in a particular area. It would seem that the Office would be authorized 
to enter an appropriate notation on the particular registration involved and may 
have to grant a concurrent registration to a defendant under such circumstances, 
provided the defendant’s rights are not limited to a purely intrastate use. It would 
seem rather doubtful, however, whether the Office could issue a concurrent regis- 
tration even in a case of this type, if the defendant’s use was subsequent to the 
filing date of plaintiff’s registration; as presently worded Section 2(d) provides 
that such concurrent registration may be similarly granted by the Commissioner 
as a result of a court decree. The word “similarly” would seem to imply that be- 
fore such registration could issue, the other requirements of Section 2(d) would 
have to be met. 


IX. Jurisdictional and Procedural Problems 


1. Declaratory judgment actions during pendency of opposition proceedings. 
In several recent cases, applicants have resorted to the practice of instituting an 
action for declaratory judgment in the federal courts in answer to the filing of a 
notice of opposition in the Patent Office. In at least one recent unreported case, 
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a federal court in Chicago denied a motion to dismiss the action for declaratory 
judgment ; other cases involving the same problem are still pending. On the other 
hand, in the recent case of Tuthill v. Wilsey,® involving a declaratory judgment 
suit for alleged invalidity of a patent, the court said that in order to justify the 
bringing of a declaratory judgment suit there must be more than “a mere possibility 
of a dispute.” 
The plaintiff must be charged to infringe or helping others to infringe. The allega- 
tions relied on in the pleadings in the Circuit Court are not to be construed as affirmative 


conduct on the part of the defendant which can be interpreted as a claim that its patents 
are being infringed by the plaintiff ... 


If a declaratory judgment suit may be brought at this stage of an opposition pro- 
ceeding, an opposer who is exercising an administrative statutory remedy may im- 
mediately find himself a defendant in a court action on the ground that the exercise 
of this remedy may impliedly constitute a “threat of infringement.” 

2. R. S. 4915 proceedings 

An extremely confused and unsatisfactory situation still exists with regard to 
the issue of the proper and necessary parties in such proceedings. In the case of 
Barron-Gray Packing Co. v. Kingsland,“ the Commissioner unsuccessfully argued 
that in a suit brought by an unsuccessful applicant the successful opposer should 
be considered an indispensable party even under the Act of 1905 and that the Com- 
missioner should not be called upon to appear on behalf of the public in a case 
primarily involving damage to the opposer’s right or, in some instances, centering 
around a priority dispute by two or more applicants. However, the Court of Ap- 
peals held in the Barron-Gray case that under the 1905 Act the opposer was only 
a proper, but not an indispensable, party and that the only necessary party was the 
Commissioner of Patents. The case was submitted on petition for certiorari to 
the United States Supreme Court, but the Court denied the petition.*® The Lan- 
ham Act now expressly provides in Section 21 that the Commissioner shall not 
be a necessary party to an inter partes proceeding under R. S. 4915, but shall have 
“the right to intervene in the action.” The clear intent of the new provision was 
to relieve the Commissioner of Patents from appearing in such cases unless in his 
judgment the case involved a consideration of the public interest. However, the 
opinion has already been expressed in some quarters that the Commissioner, while 
no longer an indispensable party, may still be considered a “proper” party with the 
result that all such proceedings could still be maintained against the Commissioner 
alone in the District of Columbia. The Office is of the opinion that such construc- _ 
tion of the section would make this provision of the Lanham Act completely illusory 
and that the Barron-Gray case cannot be considered a precedent for any case in the 
future which will require an application of Section 21 of the new Act. Moreover, 
it is well stated that a suit under Section 4915 R. S. is a de novo proceeding and 
not a “pending appeal” so that any such suits filed after the effective date of the 

. 81U.S. P. Q. 556 (D. C. N. D. Ill, 1949). 
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new Act should be governed by its provisions rather than by those applicable under 
the Act of 1905. 

3. The Federal Trade Commission’s Jurisdiction in Cancellation Proceedings 

Under the language of the proviso to Section 14(d), the jurisdiction of the 
Commission to institute cancellation proceedings extends only to marks “registered 
on the principal register established by this Act.” In the only cancellation pro- 
ceeding thus far instituted by the Commission, the mark sought to be cancelled is 
not originally registered under the Lanham Act, but is a 1905 Act mark repub- 
lished in accordance with Section 12(c) of the new Act. No determination has 
yet been made of the petition by the Examiner of Interferences. 

4. Jurisdiction of the Customs Authorities 

The Customs Regulations have been brought up to date during the last year 
and now conform to the provisions of the Lanham Act. As amended on February 
21, 1949, these regulations provide that certificates under the Act of 1920 or the 
supplemental register may not be filed with the Treasury Department and that in 
accordance with the Supreme Court’s decision in the famous case of Bourjois v. 
Katzel* importation of even genuine merchandise shall be considered a “copying” 
or “simulating” of a registered trade-mark if such importation occurs without the 
consent of, or for the account of, the owner of the registered mark. When the 
Lanham Act was enacted, it was apparently overlooked to amend Section 526 of 
the Tariff Act which limits the protection of that section to marks registered under 
the Act of 1905. An amendment has been proposed to include registrations under 
the Lanham Act within the scope of Section 526. 

5. Office Procedure 

Two changes in office practice of considerable importance to members of the 
bar and applicants for trade-marks may be briefly noted. 

(a) Under the existing trade-mark rule 6.7, pending applications are considered 
confidential. The result has been that even the most conscientious search could 
not reveal the existence of a pending application involving the same or a similar 
mark. Businessmen frequently, upon the advice of counsel after a careful search 
through Patent Office files, found themselves unexpectedly confronted with an ap- 
plication for the same mark published in the Official Gazette after the completion 
of their own search. In order to eliminate the resulting hardship, it is now pro- 
posed to have a separate search file available of pending applications which will 
reveal the applicant’s name and address as well as a description of the mark and 
the goods or services in connection with which it is used. It will also state the 
serial number of the application, but not the date of first use. The actual applica- 
tion file will only be open to inspection upon petition to the Commissioner. 

(b) Since the recent decision of the Commissioner in Celanese Corp. of America 
v. American Viscose Corp.,“ the Office has somewhat liberalized its practice with 
regard to taking notice of its own official records under the old rule 154(e). Under 
the old practice, it was not sufficient for a party to an inter partes proceeding to 
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refer to the official assignment records of the Office by liber and page in order 
to prove his title to the mark. Unless such party actually produced the documents 
relied upon at the final hearing, he was held to have failed in his proof of title. 
Under the new patent rule 282, which takes the place of the former rule 154(e), 
official records may be introduced in evidence by filing a notice to that effect before 
the closing of the time for the taking of testimony by such party. Such notice 
must specify the record, the page or pages thereof to be used, and should be ac- 
companied either by the record or an authenticated copy thereof which must be 
served on all other parties. 


THE PROBLEM OF STATE TRADE-MARK REGISTRATIONS* 
Sylvester J. Liddy} 


Mr. Chairman, Ladies, and Gentlemen: 


I am highly honored by the invitation to address this Annual Conference of 
the National Association of Secretaries of State on the subject of trade-marks and 
trade-mark registrations. 

With your permission, I should like to divide my talk into three parts. 

First, a very brief history of trade-marks ; 

Second, the theory on which trade-mark ownership is based in the United 


States, which includes the several States ; and 

Third, my ideas of what State registration statutes should contain and, equally 
important, what they should not contain. 

I know that in addressing this distinguished audience it will not be necessary 
for me—and I hope I avoid—the formula of repetition employed by a preacher 
who, when asked for the secret of his successful sermons, answered: 


First I tells em what I’m gonna tell em. 
Den I tells em. 
Den I tells em what I’se tole em. 


At the outset, I believe it is important that we define our terms. A trade-mark 
is a word, name, symbol, or device, or any combination thereof, adopted and used 
by a manufacturer or merchant to identify his goods and distinguish them from 
those manufactured and sold by others. 

Trade-marks, in a broad sense, are as old as history. Markings which may 
well have been trade-marks have been found on pottery in ancient Greece and 
Rome, but for practical purposes, trade-marks as we now understand them, did not 
evolve as such until comparatively recent times. In Britain, whence as you know 
we derived our basic concept of common law, the so-called “merchant’s and crafts- 
man’s marks” were the forerunners of the modern trade-mark. When piracy on 


* Paper delivered before the Annual Conference of the National Association of Secretaries 
of State at Portsmouth, N. H., September 13, 1949. 
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the high seas, as distinguished from our modern trade-mark piracy, was in vogue, 
and when shipwreck was common, it was often difficult when stolen goods were 
recovered or lost goods washed ashore, to identify these goods. As a consequence, 
merchants who entrusted their goods to the high seas and the perils of piracy and 
shipwreck, found it necessary to mark their goods with a distinguishing sign or 
symbol in order to identify those goods from the goods of all others. 

During the Middle Ages, when the Guild system was at its height, it was 
customary for each Guild to have its own symbol or mark to identify the output of 
its members and distinguish their wares from the output of other and neighboring 
Guilds. It is of some interest to note in this connection that each Guild kept to 
its own territory and opposed vigorously any invading Guilds. 

Since the work of the various members of the Guilds was highly specialized, a 
secondary mark of the individual craftsman was also required to be put on the 
finished article to indicate and fix responsibility for the article turned out by the 
particular craftsman. This secondary mark was in no sense an asset mark but, 
on the contrary, was a distinct liability to the craftsman if his work was not up to 
standard. 

As was bound to happen, certain craftsmen excelled in their work. As a 
consequence, their particular liability marks began to take on an added significance 
indicating work of exceptional merit. Purchasers, desiring a quality product, 
began to look for the mark of a particular craftsman whose work was known 
to be outstanding or whose work had theretofore been found highly satisfactory to 
the particular purchaser. Thus we have a metamorphosis from a liability mark to 
an asset mark. In this asset mark we have the true forerunner of our modern 
trade-mark. 

With the advent of the asset mark came the inevitable trade-mark pirate. It 
will, I believe, be of some interest to call attention to what is possibly the earliest 
advertisement of a trade-mark. The purpose of this advertisement, as we shall 
see, was not to boast about the excellence of the wares bearing the mark in ques- 
tion, but was to warn purchasers of the fact that the mark was being ingeniously 
pirated and infringed. If you will consult the London Gazette for May 24, 1703 
you will find the following interesting announcement: 

Whereas several Cutlers, in the disuse of their own Marks, do imitate the mark of 
Ephraim HOW, of Saffron-hill, which is the Heart and Crown, by stamping a playing 
Spade and a Crown, and also in Imitation of his Sirname they stamp NOW: Many hav- 
ing been deceived by this undermining Invention, all Persons who would buy Knives of 


his making, are desired to observe his Name and Mark narrowly, that they may not be 
imposed upon; for there is no Cutler whose name is NOW. 


Nine years later, How was still having trade-mark trouble with his competitors 
who were wishfully and prematurely reporting his death. In 1712 he advertised 
as follows in the Daily Courant: 

Whereas several persons who sell knives, for the better vending their bad wares 
spread reports that Ephraim How, Cutler of London is deceased. This is to certify that 
he is living, and keeps his business as formerly, with his son in partnership, as the Heart 


and Crown on Saffron Hill; there being divers imitations, you are desired to observe 
the mark, which is the Heart Crown and Dagger, with HOW under it. 
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All of the foregoing has a familiar ring, I know, to those of you who have had 
anything to do with the enforcement of trade-mark rights and the prevention of 
trade-mark infringement. Unfortunately, trade-mark pirates are still with us. 

So much for the history of trade-marks. 

I wish now to consider the theory on which trade-mark ownership is based. 

Reverting to our definition of a trade-mark, we note that its primary purpose 
is to indicate the source and origin of the products which bear the mark. A trade- 
mark has an additional and equally important function. It guarantees to the con- 
sumer that the goods in connection with which it is used emanate from the same 
source as certain other goods that have given the consumer satisfaction and that 
bore the same trade-mark. If I buy a pack of Chesterfields, Philip Morris or 
Lucky Strikes today, whichever may be my favorite cigarette, I know that I am 
getting the same cigarette that I secured when I asked for cigarettes yesterday 
under the same brand or brands. 

In our own times the trade-mark has become one of the greatest assets of every- 
day business. It is the calling card of the product. While it is a great asset it 
constitutes property, as we understand that term, only in a very limited sense. In 
and of itself and standing alone, it is nothing. As a symbol, however, of the good 
will of the business in connection with which it is used and to which it is appro- 
priated, it may be everything. In many instances it is the tail which wags the dog. 
You can test this for yourselves. If Messrs. Procter and Gamble were to offer 
you your choice of their plants and equipment, on the one hand, or their trade- 
mark “Ivory” coupled with its good will, on the other, which would you take? 
Now, like the Parson, I tell’s you, “Take the trade-mark.” 

It is very important that we understand the distinction between a naked trade- 
mark, on the one hand, and a trade-mark functioning as the symbol of the good 
will of a going business, on the other hand. The courts have repeatedly held that 
there are no trade-mark rights in gross. Now, what does this mean? It means 
merely that unless a trade-mark is used in connection with a commodity or com- 
modities of a going concern, it is meaningless. For example, I could spend days 
and weeks in devising a brand or trade-mark. I could then employ artists and 
advertising men to work out elaborate labels and containers showing the mark. 
However, if I did not use the mark I would have nothing because it would not yet 
have become the symbol of good will since it would not have been used in con- 
nection with my product. 

Too often, in this connection, we are tempted to liken a trade-mark to a patent 
or a copyright. Patents and copyrights are definitely monopolistic grants by the 
Government, and properly so. The right of ownership of a trade-mark, however, 
is not something that the Government, be it federal or state, gives you. It is a 
right which you must create for yourselves by use. 

It is a common experience among trade-mark lawyers to have clients drop into 
the office and say, “I want you to get me a trade-mark,” or frequently, “Get me 
a patent on a word,” or sometimes, “Copyright a name for me.” The answer is 
always the same—“You cannot patent a word. You cannot copyright a name. 
You will have to get your trade-mark for yourself by using it. Once you have 
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done that I may be able to secure a registration for you, if, of course, your pro- 
posed mark does not conflict with any mark or marks previously used by others.” 

I wish to make clear at this point that I do not minimize the value of trade- 
mark registration either federal or state. I merely wish to emphasize that although 
the act of registration furnishes presumptive evidence of ownership, the act of 
registration does not create the right of ownership of the mark. In the United 
States the right of ownership is created by priority of use. In the course of 
twenty-two years of practice in trade-mark law I have registered many marks in 
both the Patent Office and the several states. 

Registration creates highly important procedural rights. _In some foreign 
countries where the common law is unknown, the act of registration does deter- 
mine ownership of the mark. Such a system results in a race to the Registry Office 
and the rightful proprietor does not always win that race. Sometimes the pirate 
can run faster. 

Please bear in mind that ownership of a trade-mark, as I have endeavored to 
point out, does not create a monopoly in words as such. To follow an analogy I 
have used before, let us imagine Mr. Procter and Mr. Gamble walking down the 
street and overhearing me say to a friend, “I have just received a cigarette holder 
made of ivory.” Whereupon Mr. Procter politely taps me on the shoulder and 
says, “Excuse me, Mr. Liddy, but you have just used a word which belongs to me. 
The word ‘Ivory’ is my trade-mark and therefore my exclusive property. I am 
the owner of that word.” With equal politeness, I would advise Mr. Procter that 
he was talking through his hat, or, if you will, blowing bubbles with his Ivory 
soap. Neither Mr. Procter nor Mr. Gamble owns the word “Ivory” in that sense 
or in any sense except as the symbol of the good will attached to their soap which 
is sold under the “Ivory” brand. 

In Prestonettes, Inc. v. Coty (264 U. S. 359, at 368) the late Mr. Justice 
Holmes stated : 


Then what new rights does the trade-mark confer? It does not confer the right to 
prohibit the use of the word or words. It is not a copyright... . A trade-mark only 
gives the right to prohibit the use of it so far as to protect the owner’s good will against 
the sale of another’s product as his. . . .. When the mark is used in the way that does 
not deceive the public, we see no such sanctity in the word as to prevent its being used 
to tell the truth. It is not taboo. 


Now, if I may, I should like to come to the question of registration statutes in 
the several States and, perhaps, the possibility of securing a uniform State trade- 
mark statute which could be adopted in all the States. The trade-mark statutes in 
some States need revision. Without going too much into detail, I wish to point 
out that in a number of States there is no provision made for the cancellation of 
marks which have long since been abandoned. In some of these States, for all 
practical purposes, registration is perpetual. This tends to clutter the register 
with unused marks and prevents the registration of the same or similar marks by 
companies or individuals who are today the rightful owners of such marks by 
virtue of their exclusive use within the particular States. Several statutes are not 
tru trade-mark statutes or are limited to the protection of trade-marks in certain 
fields only. 
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State trade-mark statutes are the only means by which the owner of a trade- 
mark who is not engaged in interstate commerce may secure registration since 
Federal registration is available only to those who are engaged in interstate com- 
merce. 

Where a man is engaged in interstate commerce, he may have registered his 
mark under the Federal trade-mark statute. In such cases, it is my opinion that 
State registrations are unnecessary but if he wishes to register his mark in the 
several States as well, he should be at liberty to do so assuming, of course, that 
he is the first to use the trade-mark in question in the particular State or States. 
Under no circumstances, however, should anyone be compelled to register his mark 
in the several States. In my opinion, mandatory State registration is unthinkable! 
It would place an intolerable burden on small and big business alike. 

The case against compulsory State registration of trade-marks is well stated 
by former Governor Kirman of Nevada in his veto message of 1935 when he aptly 
said: 

This bill presents attractive revenue possibilities, but so far as I can see it has noth- 
ing else to recommend it, and the sole question is whether we will let that feature blind 

us to its manifest injuries and to its glaringly apparent possibilities of fraud. National 

concerns operating under registered trade-marks have spent millions of dollars in ad- 

vertising and establishing markets for their products and they have thus acquired prop- 
erty rights therein which it should be the policy of our laws to protect. This bill violates 
every principle back of the rule against taking property without due process of law. 

Then, too, by making any unregistered trade-marks public property which may then be 

registered as the property of and used by any persons, we open the doors to and encour- 

age the deception and defrauding of our citizens. If this bill is enacted into our law, our 
state will be flooded with inferior goods manufactured and marketed by unscruplous per- 
sons. However much the State of Nevada may be in need of additional revenue, we 
cannot afford to pay therefore the price which this bill will exact of us. The well-being 

of our citizens and the good name of Nevada requires the disapproval of this bill. For 

the foregoing reasons, this act is deposited without my approval thereon. 


While, as I have mentioned before, certain benefits flow therefrom, it is not a 
necessary prerequisite to the protection of trade-mark rights within the several 
States that such marks be registered in those States. There have been any number 
of court decisions to this effect in the different States. I shall mention only a few, 
but they are typical. 

In the case of Oakes v. St. Louis Candy Co., 48 S. W. 467, the Supreme Court 
of Missouri had this to say about a State registration : 


The recording of the claim had no effect whatever in giving it the quality of a trade- 
mark, if it was not already such, according to the principles of law governing this subject. 


In Filley v. Fassett, 44 Mo. 168, the Missouri Court, referring to a State regis- 
tration statute, stated: 


It was not designed in the slightest particular to weaken or abridge any existing rights, 
or any future right, to a trade-mark which might be acquired in the usual way, or to 
legalize in any form or measure piracy in trade-marks. Property in a trade-mark is ac- 
quired at common law only by appropriation and use. . 


In the State of Illinois, many years ago, a man named Fletcher registered four 
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trade-marks containing the words “Coca” and “Cola”—under the Illinois statute. 
He contended that inasmuch as the trade-mark “Coca-Cola” had not been registered 
there, anyone could register it and that the first person to do so would be the legal 
owner and entitled to its use. The Court rejected this proposition as follows: 








This, of course, is a mistaken view of the Illinois statute. Registration does not and 
cannot create or bestow the exclusive right to use a trade-mark, nor does the statute so 
provide. . 

Only the owner of a trade-mark has the right to register it. 

Registration cannot confer a title to a trade-mark if some other individual has ac- 
quired a prior right by adoption and use; nor can it vest a title in the registrant as 
against another’s common law title. (The Coca-Cola Co. v. Stevenson, 276 Fed. 1010.) 










In the Bayuk Cigar case, 1 Fed. Supp. 283, the Court speaking of the New 
Jersey law, said: 


The claim of counsel for the defendant that the law permits any person, under the 
provisions of the State law, to file a trade-mark and thereby adopt an advertising sym- 
bol, regardless of the prior use of the same mark by others, does not appeal to the Court’s 
reasoning. A reading of the Act demonstrated that the legislature intended that an 
applicant, under its provisions, must be entitled to the trade-mark at the time of filing the 
petition. If not so entitled at that time the filing was ineffective to give the applicant an 
exclusive right to its use. The statue did not alter the common law rule, .... The 
interpretation of the New Jersey statute does not sustain defendant’s contention, that under 
the terms of the statute the filing of the trade-mark is conclusive and controlling. 














In Pennsylvania, the legality of a State registration was considered by the 
Court in 1937 in Bisceglia Brothers Corporation v. Fruit Industries, Ltd., 35 U.S. 
Patent Quarterly, 498, with the following result: 


Trade-marks and the rights of the owners have always been recognized at common 
law, regardless of the existence or provisions of registration acts. The certificate of 
registration is proof of adoption but is not intended to be conclusive as to the validity 
of the mark and the fact of registration or non-registration does not affect the jurisdiction 
of the courts to determine the validity of the act of appropriation. . . . 

The exclusive ownership of a trade-mark exists only as an appurtenance to a particular 
business or trade with which it is connected, and is established by the use rather than 
by its mere adoption or registration. 













In no instance should registration be permitted on a declaration by the appli- 
cant claiming not that he has used the mark in the State in question, but merely 
that he intends to use the mark there. Such a practice would permit one to pre- 
empt many marks, some of which might already be owned elsewhere by others, 
and thus forestall the natural expansion of another’s trade. More important, such 
a practice would violate the basic concept of trade-mark ownership which, as we 
have seen, is and should be founded on priority of use and not mere intention to 
use. Above all, however, State registration statutes should contain the expressed 
statement which is already to be found in Sec. 15 of the New Hampshire statute, 


V1Z. : 












Nothing herein shall adversely affect the rights or the enforcement of rights in marks 
acquired in good faith at any time at common law. 


I have touched on what I believe are the most important points to be included 
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in a uniform State statute, and what are the most important pitfalls to be avoided. 
I believe that this is neither the time nor the place for a more detailed discussion 
of this subject, but if I can be of any service or assistance to your Committee in 
charge of this problem, I respectfully suggest that I shall be very happy to serve 
you. I might also suggest that a great deal of time and effort may be saved if, 
when a proposed uniform State statute is drafted, it be submitted for comment 
to the various Bar Associations or any other groups having Committees dealing 
with this subject, prior to its consideration by the Legislatures of the several States, 
or any of them. 

I know that it is your desire to receive the views of all who are genuinely and 
disinterestedly concerned with this problem, and that you wish a uniform law best 
suited to the needs of the business community. 

In conclusion, may I thank you for the opportunity you have afforded me to 
express my views. 


STATE TRADE-MARK REGISTRATION STATUTES* 


Victor D. Broman} 


The subject of state trade-mark registrations is not new—far from it. It’s 
been with us for years. Ken Perry, George McMillan and Fred Moeller have 
talked on this subject many times—and plenty of others. But it keeps coming up. 

The arguments pro and con have always been more or less the same and I’ve 
been wondering for some time if anything new could possibly be said. 

There are several rather amazing things that occur to me—First, the monoto- 
nous regularity with which bills come up in the states which would directly or in- 
directly have the effect of making registration in the states the sole or the decisive 
factor which would determine who is the owner of a trade-mark or which would 
deprive the rightful owner of his trade-mark for failure to register. 

Second, the astounding fact that these bills come up at all since they are con- 
trary to our long established principles of law and are unfair to the public and to 
business, small and large. 

Third, the fact that there are so remarkably few who favor such bills and, on 
the other hand, a vast preponderance of trade-mark owners, including both small 
and large businesses, state officials, leading authorities on the law of trade-marks, 
and others who are against them. 

Fourth, the untenable arguments used to support such bills. 

This story goes back at least twenty years. But, today, I shall mention only 
bills of more recent vintage. 

About twelve years ago bills which would have had the effect of compelling 
the registration of every trade-mark, name, label, slogan and other symbols of 
origin were occupying the attention of trade-mark owners and lawyers in all parts 


_ * Paper delivered before the 71st Annual Meeting of the United States Trade-Mark Asso- 
ciation on May 24, 1949 at the Waldorf-Astoria, New York City. 
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of the country. These bills were in Nevada, Kentucky, New Jersey, Maryland, 
New York, and other states. 

Two years ago similar bills came up in Ohio and Connecticut. 

This year came another deluge—this time in New Mexico, Washington, In- 
diana, Maryland, New Hampshire, Ohio, Florida, Missouri, and Wyoming. Many 
of these bills were of the same pattern. It might be said that not all of these bills 
were strictly mandatory registration bills. Maybe so. But they certainly were 
not calculated to protect the first user of a trade-mark as against the first regis- 
trant. On the contrary they favored the first registrant. 

Now, the registration of trade-marks is not a bad idea at all. Practically every- 
one agrees on that—provided registration is on the proper basis. But, the proper 
basis is not a system under which every business would be compelled to register 
every one of its trade-marks, names, labels, slogans, and an infinite number of 
other distinguishing indicia, in every one of the forty-eight states, or in any one of 
them, under pain of losing all rights if some one else registers first and in total dis- 
regard of the rights of the owner who invented or designed them and used them 
first. 

There are two systems of law under which a person can acquire a trade-mark. 
First, is the common law system, the system under which this country has operated 
ever since it was founded. That goes back more than a century and a half. Under 
this system the first person who uses a trade-mark on his goods is the owner of 
that mark for that kind of goods in the territory in which he uses it. And he 
can’t be deprived of his mark by an interloper who goes through the formality 
of obtaining a registration. 

The other system is the one followed from time to time in some foreign coun- 
tries, such as, Argentina, and some of the other Latin American countries, Ger- 
many and Japan. Under this system, a person becomes the owner of a trade-mark 
simply by paying a fee to the government and obtaining in return a sheet of 
paper by virtue of which the government grants the ownership. Of course, this 
is a system under which the devil takes the hindmost. It makes no difference who 
used the mark first, or how long he used it, or how widely he advertised it, or how 
many employees he has dependent upon the sale of his goods under that mark, or 
how much of an investment he has in it. It makes no difference that the public 
will be deceived if the government gives some one else the exclusive right to use 
that mark. If the first user failed to pay the fee and obtain a title deed from the 
government, he is out of luck, because under this system of law the first person 
to register is the owner. 

The hardships worked by such a system are obvious. American business people 
have been confronted with them in foreign countries and have complained of them 
any number of times through the years. Some years ago, for example, an enter- 
prising concern in Finland registered a number of well-known American trade- 
marks for typewriters. On another occasion, a wholesale lot of famous American 
marks for automobile tires fell prey to an individual in Portugal who took advan- 
tage of the registration law of that country. On still another occasion, a number 
of the best known marks for American automobiles were filed by a native in Japan 
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for automobile accessories. Individual cases of a similar nature have been in- 
numerable in foreign countries. 

All foreign countries do not follow that system. Even in those that do, there 
have been some indications that the trend is toward respecting the rights of the first 
user of a trade-mark. 

Now, who wants a system like that here—in each of the forty-eight states— 
and in the Territories of Alaska, Hawaii, and Puerto Rico, too? Certainly not 
American businessmen who have suffered such hardships in foreign countries and 
who would suffer greatly at home from such barriers to the free flow of interstate 
commerce. Certainly not the small business man who would have to pay additional 
taxes, which he could ill afford, for the privilege of using his own trade-marks and 
labels. Certainly not the public which would suffer from the use of well-known 
brand names on foods, drugs and other commodities put out not by the rightful 
owners of the trade-marks but by mere registrants who are not the rightful owners. 
Certainly not the states which naturally would not want to expose their citizens to 
such conditions and probably to similar retaliatory legislation in other states. In 
this connection let me say that the governors, secretaries of state and other state 
officials have generally been very alert to these dangers and have contributed 
greatly to prevent enactment of such laws. Certainly not foreign manufacturers 
who ship to this country and who would have to register their marks in forty-eight 
states or, perhaps, keep their goods out of certain states where their marks were 
registered by others. 

The only persons to whom such registration statutes in the forty-eight states 
could have any appeal would seem to fall into two classes. First, those who might 
like to become the owners of trade-marks by virtue of mere registration, upon 
payment of a small fee, in order to sell the registered trade-marks to the rightful 
owners. Secondly, those engaged in the business of registering trade-marks. 

Statements have been published through the years, sometimes in connection 
with offers of registration services, to the effect that a trade-mark owner has no 
protection unless he registers his mark under the state statutes. Quoting, now, 
from an article which appeared in Printers’ Ink twenty years ago—November 7, 
1929: 


They go so far as to assert that Federal trade-mark registration is practically worth- 
less and that, unless one secures State registration in practically all States, all his legal 
rights in the mark, including common law rights, are more than likely to go up the flue, 
or down the sink, or some other equally terrible destination. 


These claims have always been denied in the strongest terms by leading mem- 
bers of the legal profession. As far back as November 1929 the Association of 
The Bar of the City of New York published a bulletin condemning such claims. 
Other Bar associations have done likewise. Foremost authorities on the law of 
trade-marks, including, to mention only two, the late Mr. Edward S. Rogers and 
Mr. Harry D. Nims, have always taken the same position. 

It cannot be denied that the ownership of a trade-mark is created by use and 
not by mere registration. Nevertheless, these extraordinary claims to the contrary 
still continue with wearisome monotony. 
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To those in favor of state registrations the views of Bar Associations and other 
leading authorities on the subject apparently have not been very convincing. So, 
let us look at what the courts have said through the years with reference to the 
effect of state registrations. There have been any number of court decisions. I 
will mention only a few—in different states—but they are typical. 

Today, Missouri is a very good state to start with. So first, let us take a case 
in Missouri in 1898, involving a local registration of the words “What is It?” for 
candy. The Supreme Court of Missouri had this to say about the local registra- 
tion: 

The recording of the claim had no effect whatever in giving it the quality of a trade- 
mark if it was not already such, according to the principles of law governing this subject. 


In an earlier case in Missouri a man named Filley was using the trade-mark 
“Charter Oak” for cooking stoves. Another party made an attempt to appropriate 
the trade-mark to his own use by obtaining a local registration through which he 
claimed ownership of the mark. Filley had never obtained a registration. The 
Supreme Court of Missouri said: 


A glance at the statute, however, shows that it was intended for no such purpose. 
It was not designed in the slightest particular to weaken or abridge any existing rights, 
or any future right, to a trade-mark which might be acquired in the usual way, or to 
legalize, im any form or measure, piracy in trade-marks. Property in a trade-mark 
is acquired at common law only by appropriation and use, . . . ., The statute has no 
application to the facts of the present litigation. Nor will any fair construction of it 
warrant the appropriation by one party of an existing trade-mark, the title and owner- 
ship of which is in another party. 


Turning next to the neighboring state of Illinois, about thirty years ago a man 
named Fletcher registered four trade-marks containing the words “Coca and Cola’”’ 
—under the Illinois statute. He contended that inasmuch as the trade-mark “Coca- 
Cola” had not been registered there, anyone could register it and that the first 
person to do so would be the legal owner and entitled to its use.* The Court spoke 
in no uncertain language on this proposition in January 1920: 


This, of course, is a mistaken view of the Illinois statute. Registration does not and 
cannot create or bestow the exclusive right to use a trade-mark, nor does the statute so 
provide... . 

Only the owner of a trade-mark has the right to register it. 

Registration cannot confer a title to a trade-mark, if some other individual has ac- 
quired a prior right by adoption and use; nor can it vest a title in the registrant as against 
another’s common law title. 


Right next door, in Indiana, a similar situation arose in 1931. In this case 
the name “Pocahontas” had been registered under the Indiana statute by a man 
named Harvey and he claimed that this registration gave him the right to sell 


1. Oakes v. St. Louis Candy Co., et al., 48 S. W. 467 (Sup. Ct. of Mo., Dec. 6, 1898). 

2. Giles F. Filley v. Alonso D. Fassett, et al., 44 Mo. 168 (Sup. Ct. of Mo., 1869). 
- . —_ Co. v. Stevenson, et al., 11 T. M. R. 113; 276 F. 1010, (U. S. D. C., 
., Jan. ; 
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certain coal under that name.* Listen to what the Court said about this State 
registration : 


The Indiana registration could not withdraw from the producers and marketers of 
this coal the exclusive right they had long theretofore enjoyed to this trade-name as 
applied to coal of such properties and origin. If this were not so, one having valuable 
property in a trade-name might be readily deprived of it through ex parte registration 
of the name by another in some jurisdiction for a different product. 


The effect of the State registration statute in New Jersey was considered by 
the Court in the “Phillies” Cigar case in 1932.° The Court said in unmistakable 
words: 


The claim of counsel for the defendant that the law permits any person, under the 
provisions of the State law, to file a trade-mark and thereby adopt an advertising symbol, 
regardless of the prior use of the same mark by others, does not appeal to the Court’s 
reasoning. A reading of the Act demonstrated that the legislature intended that an ap- 
plicant, under its provisions, must be entitled to the trade-mark at the time of filing the 
petition. If not so entitled at that time the filing was ineffective to give the applicant an 
exclusive right to its use. The statute did not alter the common law rule... . The 
interpretation of the New Jersey statute does not sustain defendant’s contention, that 
under the terms of the statute the filing of the trade-mark is conclusive and controlling. 


Still traveling eastward, we reach New York and the case of the trade-mark 
“Guggenheimer” in 1934, involving a New York State registration.° The Court 
held the same view in this case, saying: 


The only registration of the name “Guggenheimer” is that made by one Morris 
Unger, in the State of New York. . . . The said Morris Unger never was in the busi- 
ness of selling whiskey under any trade-mark, therefore no rights accrue to him by virtue 
of the New York State registration. 


In Pennsylvania the effect of a state registration of the trade-mark “‘Greystone” 
for wines’ was considered by the Court, in 1937, with the following result: 


Trade-marks and the rights of the owners have always been recognized at common 
law, regardless of the existence or provisions of registration acts. The certificate of 
registration is proof of adoption but is not intended to be conclusive as to the validity of 
the mark, and the fact of registration or non-registration does not affect the jurisdiction 
of the courts to determine the validity of the act of appropriation. . . . 

The exclusive ownership of a trade-mark exists only as an appurtenance to a par- 
ticular business or trade with which it is connected, and is established by the use rather 
than by its mere adoption or registration. 


In Rhode Island the Court, in 1934, directed that a State registration of the 
trade-mark “Beauty Sleep” be cancelled because the Simmons Company had been 
using the trade-mark “Beautyrest” on mattresses since 1925.° 


4. George Harvey v. American Coal Co., et al., 21 T. M. R. 495; 10 U. S. P. Q. 26 (U.S. 
C. C. A. 7, June 27, 1931). 

5. Bayuk Cigars, Inc. v. Samuel Schwartz, doing business as Schwartz & Co., 22 T. M. R. 
400; 14 U. S. P. Q. 132 (U. S. D. C., N. J., July 29, 1932). 

6. Pennsylvania Distilling Co., Inc. v. Transamerica Wine & Liquor Corp., 22 U. S. P. Q. 
407 (U.S. D. C., E. D., N. Y., Aug. 9, 1934). 

7. Bisceglia Bros. Corp. v. Fruit Industries, Ltd., 28 T. M. R. 5; 35 U. S. P. Q. 498 (U. S. 
D. C., E. D., Pa., Sept. 17, 1937). 

8. Simmons Co. v. Diamond Mattress Co., Inc., 24 T. M. R. 155; 23 U. S. P. Q. 24 (U. S. 
D. C., E. D., R. L., April 16, 1934). 
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Let’s go west again and see what has happened in some other states. In Wis- 
consin the State Attorney General rendered an opinion some years ago from which 
I quote: 


Trade-mark rights do not exist separately from the goods, are acquired solely from 
actual use of the mark, cannot be assigned separately from the goods, and cease only 
by abandonment. And, finally, the registration statute is merely a codification of com- 
mon law rights, and adds nothing to them except the public record of such rights. . . . 

Bearing in mind the fact that a trade-mark must, both at common law and under the 
statute, result from actual use thereof, in connection with definite goods, it is obvious that 
one who registers without having a right to such mark, acquires nothing by the registra- 
tion. Anyone truly having a common law right to the mark could enjoin his use thereof; 
while the registrant assuredly could not enjoin the true owner from using it.® 





In this opinion of the Wisconsin Attorney General he brought out that the 
Supreme Court of Wisconsin has also spoken on this subject in deciding the ques- 
tion of the ownership of the trade-mark “Carbolineum” for a wood-preserving 
liquid. The Court said: 


The registration does not create nor destroy rights in a trade-mark.'® 





Now, lest anyone get the idea that I have been talking only of cases that hap- 
pened way back in the horse and buggy days, there is the very recent case of the 
“Toughie’s” trade-mark in Oklahoma.” This case was decided April 6, 1949 and 
the Court found as a fact that 





Long after plaintiff’s “Toughies” mark was established nationally, defendants effected 
registration of “Tuffies Out of the West” in a number of states wherein plaintiff had 
priority of use. 


The Court gave short shrift to these state registrations, saying in no uncertain 
words: 






Defendants’ state registrations of the infringing mark “Tuffies Out of the West” are 
invalid and of no legal force and effect. 






It is important to note that these decisions have been handed down by the courts 
during the very same period of time in which some few people have been advocat- 
ing state registrations as the best or only means of protecting trade-marks. It 
should also be kept in mind that there have been numerous other decisions of the 
same kind by the courts in numerous states. 

So much for the law up to the enactment of the new Federal trade-mark statute 
of 1946—known as The Lanham Act. Now let us see whether or not this new 
Federal statute changes the situation in any way. 

First of all, it is perfectly obvious that one of the main purposes of this new 
Federal act is to make clear that trade-marks used in interstate commerce cannot 
be interfered with by State registrations. Section 45 of The Lanham Act states 
























9. 21 Opinions of Atty. Gen., Wisc. 123, Feb. 4, 1932. 
10. Avenarius v. Kornely, 121 N. W. 336 (Sup. Ct. of Wisc., May 11, 1909). 

11. Goldstone Bros. v. Greenberg, et al., trading as Oklahoma Clothing Mfrs., et al., 39 
T. M. R. 428; 81 U. S. P. Q. 249 (U. S. D. C., W. D., Okla., April 6, 1949). 
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specifically that it is the intent of the Act to protect marks registered and used in 
commerce within the control of Congress from interference by State or territorial 
legislation. And this includes marks registered under the Acts of 1881 and 1905 
as well as those registered under the 1946 Act. 

Another clear indication of the strengthening of the rights afforded by regis- 
tration under the new Federal law is found in Section 22, which provides that 
registration shall be constructive notice of the registrant’s claim of ownership of 
the mark. And this, too, includes marks registered under the previous Acts of 
1881 and 1905, as well as those registered under The Lanham Act. This means 
that anyone who registers a mark after July 5, 1947 under any State law will not 
be able to claim that he did so in ignorance of prior rights existing under a Fed- 
eral registration owned by another person. 

Sections 15 and 33 of The Lanham Act recognize that a prior right to a mark 
may be acquired in a particular state but only on the basis of prior use of the mark 
in that state. Nowhere does the Federal act give recognition to a state registration 
as such and apart from rights acquired through prior use of the mark. 

Bills introduced from time to time in the several States usually provide for the 
registration of a multitude of things, some recognizable and others vague, includ- 
ing trade-marks, labels, brands, designs, devices, symbols, forms of advertise- 
ment, letters, numbers, ornaments, engravings, words, phrases, slogans, prints, 
wrappers, imprints, shapes, terms, descriptions, emblems, buttons, rosettes, badges, 
ribbons, tickets, and insignia. The compulsory registration of all these numerous 
things in every one of the forty-eight states, or in any one of them, would be an 
intolerable burden on business and on the free flow of interstate commerce. To 
illustrate the extent of this burden, about a half million trade-marks have been reg- 
istered in the Federal Patent Office at Washington. True, some of these registra- 
tions are no longer in force. But, if only half of these trade-marks had to be reg- 
istered in each of the forty-eight States, it would mean a total of approximately 
twelve million State registrations—and the total might run up to around twenty- 
four million. Add to this all of the labels, slogans, ornaments, prints, buttons, 
descriptions, tickets, and other symbols in use but which have not been registered 
under the Federal statute and the number of registrations in the States would be 
stupendous. 
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FAR EASTERN COMMISSION DECISION REGARDING POLICY 
TOWARD TRADE-MARKS, TRADE-NAMES AND MARKING 
OF MERCHANDISE IN JAPAN 


I. The Far Eastern Commission on July 28, 1949 approved a policy decision 
on trade-marks, trade-names and marking of merchandise in Japan. 

II. Pursuant to the Terms of Reference of the Far Eastern Commission a di- 
rective based upon this policy decision has been forwarded by the United States 
Government to the Supreme Commander for the Allied Powers for implementation. 


Summary 
The Far Eastern Commission decides as a matter of policy the following: 


1. Trade-mark rights in Japan which, at the date of the outbreak of hostilities 
between Japan and the country of the national concerned, belonged to nationals of 
countries at war with Japan should be restored upon request made within such 
reasonable period and in such manner as may be provided by the Supreme Com- 
mander. Restoration should be made without payment of any fees and should 
give the owners protection from the date of restoration for a period equivalent to 
the period of protection to which they were still entitled at the date of the out- 
break of hostilities. When, as a result of conditions growing out of World War 
II, trade-mark rights of the national of a country at war with Japan could not be 
exercised before the date of outbreak of hostilities between Japan and the country 
of the national concerned, such rights shall be restored in accordance with the 
principles of this paragraph for a period equivalent to the period of protection to 
which those nationals were still entitled at the date when their rights could not be 
exercised. 

2. Applications for trade-marks which were filed in Japan by nationals of 
countries at war with Japan prior to the date of the outbreak of hostilities, but 
final action on which had not been completed at the time of the outbreak of hos- 
tilities, should, on request of such nationals, be reinstated as pending applications 
under the original filing date. No fees should be required for reinstatement. 

3. A national of a country at war with Japan who had duly filed in any coun- 
try the first application for a trade-mark not earlier than six months before the 
effective date of loss of the right to file trade-mark applications in Japan, or the 
effective date of loss of opportunity to exercise that right as the result of condi- 
tions growing out of World War II, should be entitled, within twelve months after 
the date as determined by the Supreme Commander, on which such nationals are 
again permitted to apply for trade-marks in Japan and to obtain legal services nec- 
essary for this purpose, to apply for corresponding rights in Japan with a right of 
priority based upon the previous first filing of the application. 

4. The Japanese Government should adopt and enforce appropriate regulations 
to prevent registration in the future of marks which are confusingly similar to 
marks or names of foreign nationals which are used by such foreign nationals any- 
where and are well-known in Japan. 
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5. Nationals of countries members of the United Nations should be permitted, 
within a reasonable period to be established by SCAP, to apply to the Japanese 
Bureau of Patents for the cancellation of the registration of any trade-mark reg- 
istered in Japan which so resembles a trade-mark or trade-name previously used 
by the applicant and which is well-known in Japan as to be likely to cause confu- 
sion or mistake or to deceive purchasers. The Japanese Bureau of Patents should 
deal expeditiously with these applications and, if the facts presented by the ap- 
plicant are found to be correct, cancel registration of such trade-marks. 

6. Steps should be taken to assure that merchandise manufactured in Japan 
should not be marked or advertised so as to suggest that it is made elsewhere than 
in Japan. Before the war there was a serious problem in connection with Japanese 
copying of foreign designs and mismarking of goods. This included infringement 
of trade-mark rights of foreigners in Japan and in areas in which Japanese goods 
competed. There were various methods of misleading buyers into purchasing 
Japanese articles. The appearance of original models would be reproduced in min- 
ute detail. Goods would be sold under labels which were confusing facsimiles 
or outright counterfeits of well-known trade-marks. Factories sometimes adopted 
the name of a foreign country and marked their goods accordingly, “Made in 
Sweden,” etc. (Full advantage was taken of the fact that “USA” is the name of 
both a city and a county in Japan.) To attract Japanese consumers, established 
foreign trade-names were sometimes used by Japanese companies on their own 
labels, as if they were names of types or materials. 

7. Steps should also be taken to assure that goods exported from Japan are 
not so marked or otherwise described as to convey a false impression of their 
quantity, quality or content. (Under present occupation regulations, all export 
goods are marked “Made in Occupied Japan.”’) 

8. Trade-mark rights in Japan which now exist, or which are restored, or 
which are newly acquired during the period of occupation should be protected, 
except where the continued protection of such rights is in conflict with policies 
established in accordance with the Terms of Reference of the Far Eastern Com- 
mission. 

9. The foregoing provisions should apply, wherever applicable, to trade-names 
and to commercial or corporate names or marks. 


EE 
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THE COMPULSORY AFFIXATION OF TRADE-MARKS 
TO CERTAIN PRODUCTS IN IRAN? 


By Dr. Raphael Aghababian 











There has just been promulgated in Iran the new Decree of April 23, 1949 of 
the Council of Ministers,? making obligatory the affixing of trade-marks, duly 
registered in Iran, to products either imported or manufactured in the country, 
intended for consumption and those for direct use on the human body, such as 
pharmaceutical, medicinal and food products (sold in a wrapping under a particu- 
lar denomination), toilet accessories and cosmetics. 

This measure has been taken in order to put an end to infringements and 
counterfeits of the best known foreign trade-marks under which there were sold 
during the war, and there have been sold since the war, in countries of the orient, 
products of a quality not subject to control, both of local manufacture and ordered 
from abroad and wrapped and resold under the counterfeit mark, as the case may 
be, after importation or directly to the factory of some small country, which accepts 
the same. 

The deceived consumer, not having understood that he has used a falsified 
product, loses both his health and his confidence in the desired quality of the 





















1. Translation. 

2. Translation of Decree of the Council of Ministers, approved April 23, 1949 (The 3rd 
Ordibehecht 1328), and published May 1, 1949, concerning the compulsory affixing and regis- 
tration of the trade and commercial marks covering pharmaceuticals, foodstuffs, and toiletries: 

The Council of Ministers, upon the proposal of the Ministry of Justice, in agreement with 
the Ministry of National Economy and the Ministry of Public Health, in view of the note to 
Art. 1 of the Law concerning the Registration of Trade-Marks and Patents of the Ist tir, 1310, 
and paragraph “B” of Art. 249 of the Penal Code, modified the 22nd tir, 1310, in order to 
facilitate the control of the origin and manufacture of consumers’ goods and of goods intended 
to be directly applied to the human body, and in order to prevent infringements and imitations, 
approves the following articles: 

Art. 1: All the pharmaceutical and medicinal products and foodstuffs mentioned below, re- 
gardless of whether they are manufactured in Iran, or abroad and imported into Iran, 
must be provided with a registered trade or commercial mark, if they are placed on sale 
on the market under a special denomination appearing on the label. The following indi- 
cation must be specified on the label 
(a) Trade-name and address of the manufacturer with indication of the country of origin; 
(b) Number of the registration of the mark in Iran. 

Note: To these indications, there will have to be added, after it will have been announced 
by the Ministry of Public Health, number and date of the permits of manufacture 
and of sale in Iran. 

Art. 2: The mark and the indications mentioned above must be affixed to the imported 
products before they are placed on sale. 

Art. 3: A mark containing fanciful words or phrases chosen for products manufactured 
in Iran must be written in Persian. The use of a mark in a foreign language is per- 
mitted only if the same is written in smaller letters with the addition of words indicat- 
ing that the product is manufactured in Iran. 

Art. 4: In application of Art. 1, 2, and 3, laboratories, national or foreign factories domi- 
ciled in Iran, branch establishments, representatives of commercial firms, and manu- 
facturers and importers in general, are all obliged to affix visibly on the containers or 
wrappers of the products mentioned in Art. 5, before the goods leave their establishments, 
a label containing all the information mentioned in Art. 1. 

Six months after the publication of these Regulations, the sale and advertisement of 

products in respect to which the provisions of these Regulations may not have been com- 
plied with, will be prohibited. 
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original product. On the other hand, the foreign manufacturer, who has re- 
mained unaware of the detriment caused him, may not be informed by his repre- 
sentative. In a few cases, it was noted that the latter obtained the exclusive repre- 
sentation only to derive better profits from the fraud. Numerous well-known 
trade-marks have been and are still being registered in Iran by infringers who thus 
obtain both protection and exclusive rights. 

The Decree introduces the obligation, six months after publication thereof, 
upon the party who may wish to import into Iran one of the aforementioned prod- 
ucts, to place the trade-mark thereon, to register such mark in Iran and to men- 
tion on a label, if necessary, the date and number of the registration. It makes 
provision, for the future, whenever the Ministry of Public Hygiene may pro- 
claim the same, for preliminary authority to be given by the latter for the im- 
portation and sale in Iran of the product. After such an order is introduced and 
becomes effective, it will be necessary to apply for such permit and mention the 
number and date thereof on the same label. 

The label may be affixed to the wrapping of the product even in Iran, provided 
that this is done before the article is offered for sale. 

Parties who will register their trade-marks in Iran before the announcement 
that the Ministry of Public Hygiene will demand a special permit may have the 
same registered without filing such permit with the office. It is still not possible 
to predict whether after such Decree is rendered registration will not be sub- 
ordinated to the production of the import permit. 


Art. 5: The products to which these Regulations apply are the following: 

(a) Pharmaceutical specialties intended for medical or veterinary use which can be used 
with or without a doctor’s prescription. 

(b) Food products sold in wrappers or containers under a special denomination, food- 
stuffs, special flours, tea of all kinds, cocoa, chocolate, candies, cheese, milk, mar- 
malade, marinated products, butter, oils, of all kinds, etc. 

(c) Alcoholic or non-alcoholic beverages, mineral or carbonated waters, syrup, beer, 
fruit juice, or alcoholic essences intended for the manufacture of other beverages, 
sold under a special denomination and in a distinctive packing ; 

(d) Toilet and beauty accessories intended to be applied directly to the human body, such 
as: soaps, pastes, powders, lotions, perfumes, eau de cologne, and pomades. 

Note: Pharmaceutical specialties comprise all pharmaceutical or medicinal products in- 
tended for internal or external use by human beings or domestic animals. Their 
denominations, compositions, and definitions are other than the usual names for these 
products as used in the codex or the pharmacopeia approved by the Ministry of 
Public Health, and their true formula is not written on the label. They are sold in 
packages, envelopes, boxes or bottles. 

Art. 6: The products mentioned in Art. 5, if imported directly from abroad by special 
laboratories or distributors, are exempt from the obligation of depositing the mark in 
Iran and affixing the label, in the following cases: 

(a) a on which the word “Sample” is mentioned and the sale of which is pro- 

ibited. 

(b) Products intended for direct private use in quantities not exceeding personal con- 
sumption. 

Art. 7: The label mentioned in Art. 1 must be affixed in such a way that it cannot easily be 
removed from the packing or the container. Its layout must be in such a way that there 
can be clearly read the name of the country of origin, the name and address of the manu- 
facturer, the mark, the number of the permit of sale in Iran, as soon as this is announced 
by the Ministry of Public Health. All these indications may be in a foreign language on 
labels affixed to foreign products. The use of the Persian language is optional. 

Art. 8: The Ministry of Justice, the Ministry of National Economy, and the Ministry of 
Public Health, each within the limits of their functions, are obliged to apply the pro- 
visions of these Regulations. 
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An interesting innovation which could also be introduced to good effect in other 
countries using an alphabet other than the Latin, is the following rule established 
by this Decree: 


A trade-mark containing fanciful words or phrases chosen for products manufactured 
in Iran must be written in the Persian language. Use of the mark in a foreign language 
is permitted only if written in smaller letters, and with the addition of words indicating 
the product is manufactured in Iran. 


The reason which has caused the author of the draft to introduce this rule is 
dictated by his intention to put an end to the infringements of foreign word marks, 
reproduced with the change of a few letters, but in such a way that either visually 
or phonetically a purchaser not familiar with the foreign scripts may not catch 
the difference and take the counterfeit mark for the authentic one, and this may 
happen all the more easily due to the fact that the place of manufacture is not in- 
dicated, or manufacture in this country is presented as being of foreign origin. 
Numerous cases of frauds of this nature have been noted in Iran, as is probably 
the case in many other countries using Arabic or Chinese alphabets, etc., and 
judges, whose attention is drawn to the difference, rather than to the resemblance, 
and who examine the mark while having before them both the original and the 
counterfeit, are not sufficiently acquainted with the mentality of an average pur- 
chaser who is familiar only with Arabic script, and when buying a product does 
not have the genuine mark before him for purpose of comparison. 
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PART II 


ROTHMAN, er at. v. THE GREYHOUND CORP., er At. 
No. 5898—C. A. 4—July 21, 1949 


TraDE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—LACHES, ACQUIESCENCE 
AND ESTOPPEL 

Plaintiffs’ dismissal of prior suit, without prejudice and without exacting formal agree- 
ment from defendants not to resume infringement, held not to constitute acquiescence in de- 
fendants’ subsequent infringement. 

It has been held that mere delay will not bar injunction whether the infringer has been 
innocent or fraudulent; Courts have had to decide in each case, upon its own facts, as to 
whether greater equity lay in right of trade-mark owner to exclusive use or in recognition 
of substantial business that infringer may have built up relying on such owner’s inaction. 

Mere delay in seeking relief held no bar to injunction against deliberate infringement; on 
facts of record, plaintiffs held not to have forfeited right to prohibit future infringement. 


Appeal from District of Maryland. 

Trade-mark infringement and unfair competition suit by The Greyhound Cor- 
poration and Pennsylvania Greyhound Lines, Inc., against William H. Rothman, 
Irvin K. Edelstein, and Max Rothman, individually and as copartners trading as 
Greyhound Cab Company. Defendants appeal from judgment granting injunctive 
relief. Affirmed. 


Nathan Hamburger and Hilary W. Gans, of Baltimore, Md., for appellants. 
Joseph R. Byrnes (David P. Gordon and Levy, Byrnes & Gordon on the brief), 
of Baltimore, Md., for appellees. 


Before Parker, Chief Judge, and Soper and Dosir, Circuit Judges. 


Soper, C, J.: 


Greyhound Cab Company, a copartnership which operates a large fleet of taxi- 
cabs in Baltimore, appeals from a judgment of the District Court enjoining it 
from using the name “Greyhound” and the picture of a running greyhound dog, 
the trade-name and symbol used by the Greyhound Corporation and Pennsyl- 
vania Greyhound Lines, Inc., upon the motor buses which they operate on a 
national scale. It is conceded that the name and symbol constitute a valid trade- 
mark originated and owned by the Bus Company, and misappropriated by the 
Cab Company, and the only question for decision is whether the former has 
lost the right to injunctive relief in consequence of the latter’s wrongful conduct. 

The Greyhound Corporation, together with twenty-three subsidiaries and affili- 
ates, operates a nationwide motor bus service and has served the Baltimore area 
since 1928. Shortly after its formation in 1926, it painted its buses blue and 
white and displayed the name “Greyhound” and the dog symbol on all its buses, 
terminals, lunchrooms, uniforms, stationery and advertisements. By 1936 the 
business had become a unified transportation system, covering virtually the entire 
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United States, and today the buses are known under their familiar name and ap- 
pearance throughout the nation. 

The Greyhound name and symbol first appeared on taxicabs in Baltimore in 
1932 when one Ralph Adelman saw them on a Greyhound bus and appropriated 
them without authority for use on four taxicabs which he operated in the city. 
He sold his cabs and went out of business on December 31, 1933 and on January 
14, 1934, presumed to give to the defendant copartners the right to use the name 
in the corporate title of the Greyhound Cab Company, Inc., which they were 
then organizing. When Adelman first appropriated the trade-mark, the Bus 
Company was using seventy-four buses to service the Baltimore area, and in 1934 
it was maintaining forty-six regular schedules a day to and from the city. 

The Bus Company made no protest about the defendants’ use of the Grey- 
hound name and symbol until 1940. It then requested them to desist and, when 
they failed to comply, filed suit in the court below in February, 1941. While 
this suit was pending, the Cab Company was dissolved and its assets were trans- 
ferred to the defendants trading as a partnership under the name of Greyhound 
Cab Company. The Greyhound cabs were thereupon brought into the Diamond 
Cab system, a federation of independent owners organized in the interest of 
economy of operation and effectiveness of advertising. There were then seventy- 
four Greyhound cabs operating in Baltimore which constituted about 25 per cent 
of the total number of cabs in the Diamond federation. They were repainted in 
accordance with the Diamond system of decoration. The running dog symbol 
was eliminated and a conspicuous red diamond with the words “Diamond Cab” 
was painted on the rear doors. The only indicia of Greyhound ownership were the 
words “Greyhound Cab” which were painted in smaller black lettering on the froni 
doors in order to comply with the requirement of the Maryland Public Service 
Commission that a cab owner’s name be inscribed on the vehicle. 

As the result of this change, the Bus Company on January 29, 1942, entered 
a voluntary dismissal without prejudice of its suit in the District Court. It was 
not thought that the inconspicuous use of the word “Greyhound” on cabs identified 
in the public mind as Diamond would lead to confusion. In the fall of 1943, 
however, the Greyhound cabs were withdrawn from the Diamond system and the 
cabs were repainted and the Greyhound name and symbol were displayed as be- 
fore, except that the name “Greyhound” appeared on the sides of the cabs in larger 
letters than had been previously used. No protest was made about this renewed 
display of plaintiffs’ name and symbol until the summer of 1947, the delay, ac- 
cording to the plaintiffs, being due to the fact that the change was not called to the 
attention of top officials until that time, presumably because of the pressure of the 
war emergency. The present suit was brought on July 20, 1948. 

The defendants do not contest the conclusion of the District Judge that the 
Greyhound’s name and symbol are distinctive, and should be given a wide range 
of protection. See Greyhound Corporation v. Goberna, 5 Cir., 128 F. 2d 806 
[32 T. M. R. 333]. Nor do they seriously question his conclusion that they are 
guilty of infringement and that when they “began using the name ‘Greyhound’ and 
the running dog symbol, they were fully aware of the fact that the plaintiffs had 
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been using them for a number of years.” The defendants’ sole contention is that 
the plaintiff has been guilty of such acquiescence and laches as to be estopped from 
seeking injunctive relief. 

It is clear that the plaintiff's dismissal of the 1941 suit, without exacting a 
formal agreement from the Cab Company not to return to its previous use of the 
trade-mark, did not constitute acquiescence by the plaintiff in defendants’ sub- 
sequent infringement. The suit was dismissed after the use of the Greyhound 
symbol on the cabs had been abandoned and the inconspicuous use of the name was 
not deemed sufficiently prejudicial to warrant further court action. The fact that 
the dismissal was taken without prejudice indicates that the plaintiff did not ac- 
quiesce in a return to the original decoration of the cabs but reserved the right to 
take such further action as might become necessary. 

The only period which is material on the questions of laches and estoppel is 
the period from 1943 to 1947 when the plaintiff made its first protest against the 
renewed use of the name. We assume that during this time the plaintiff had 
notice of defendants’ new infringement since it is inconceivable that a fleet of 
seventy-five cabs operating twenty-four hours a day should go unnoticed by re- 
sponsible officials of the Bus Company. During this period the defendants in- 
creased their fleet from seventy-four to one hundred and fourteen cabs and spent 
more than $8,000 in advertising, and the Bus Company spent several times this 
amount on advertising in Baltimore. 

Notwithstanding the plaintiff's delay in making a protest, we agree with the 
conclusion of the District Judge that under the circumstances the plaintiff, which 
seeks no recovery for past infringement, did not forfeit the right to prohibit the 
continued misappropriation of its property in the future. It is settled that mere 
delay in seeking relief is no bar to an injunction when the infringer has had knowl- 
edge of the fact that he is infringing and has deliberately set out to capitalize on 
the good will of the owner. In Menendez v. Holt, 128 U.S. 514, 523-4, it was said: 


The intentional use of another’s trade-mark is a fraud; and when the excuse is that 
the owner permitted such use, that excuse is disposed of by affirmative action to put a 
stop to it. Persistence then in the use is not innocent; and the wrong is a continuing 
one, demanding restraint by judicial interposition when properly invoked. Mere delay or 
acquiescence cannot defeat the remedy by injunction in support of the legal right, unless 
it has been continued so long and under such circumstances as to defeat the right it- 
self... . 

So far as the act complained of is completed, acquiescence may defeat the remedy on 
the principle applicable when action is taken on the strength of encouragement to do it, 
but so far as the act is in progress and lies in the future, the right to the intervention of 
equity is not generally lost by previous delay, in respect to which the elements of an 
estoppel could rarely arise. At the same time, as it is in the exercise of discretionary 
jurisdiction that the doctrine of reasonable diligence is applied, and those who seek 
equity must do it, a court might hesitate as to the measure of relief, where the use, by 
others, for a long period, under assumed permission of the owner, had largely enhanced 
the reputation of a particular brand. 


The decisions have followed this pronouncement. Indeed it has been held 
that mere delay will not forfeit the right to injunction whether the infringer has 
been innocent or fraudulent, for the misuse of the owner’s property is the same 
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in either case and the infringer must show some good reason why he should not be 
stopped. Dwinnell-Wright Co. v. White House Milk Co., 2 Cir., 132 F. 2d 822 
[33 T. M. R. 2]. The contest has come at this point, and the courts have had to 
decide in each case upon its peculiar circumstances whether the greater equity lay 
in the enforcement of the right of the trade-mark owner to exclusive use of the 
name or in the recognition of the substantial business that the infringer may have 
built up in reliance upon the owner’s inaction. 

In the light of the authorities noted in the margin,* we are of opinion that the 
Bus Company is entitled to the protection of the courts under the circumstances 
of this case. The intention of the defendants from the beginning to infringe upon 
the plaintiffs’ rights is so clear, and their renewed misappropriation of the plain- 
tiffs’ property in 1943, after they had been formally warned by the institution of 
the first suit, was so flagrant and inexcusable that it would be unjust to award them 
a share of the plaintiffs’ property merely because the present suit was delayed. It 
was very plain to the defendants after this warning that they were building their 
business upon a fraud so far as the name was concerned, and this circumstance far 
outweighs the effect of any loss they may suffer from the enforcement of the 
injunctive order as well as the fact that their business was not in direct competi- 
tion with the plaintiffs’. (See Greyhound Corporation v. Goberna, 5 Cir., 128 F. 
2d 806 [32 T. M. R. 333]; cf. Restatement of Torts, §751, Comment d.). In- 
deed it is not clear that their loss will be very great. The changes of name from 
Greyhound to Diamond and back again to Greyhound do not seem to have ma- 


terially interfered with their growth and prosperity. The loss which they will sus- 
tain makes no appeal to the conscience of the court for it is attributable to their 
intentional fraud quite as much as to the plaintiffs’ delay. 

Affirmed. 


* Layton Pure Food Co. v. Church & Dwight Co., 8 Cir., 182 F. 35 (nine-year delay after 
notice of deliberate infringement, injunction granted but accounting denied) ; Thos. G. Carroll 
& Son v. McIlwaine & Baldwin, 171 F. 125, aff’d, 2 Cir., 183 F. 22 (innocent junior user built 
up extensive market outside senior user’s territory, twenty-four-year delay after notice of in- 
fringement, injunction denied) ; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 419 (“As 
to laches and acquiescence, it has been repeatdly held in cases where defendants acted fraudu- 
lently or with knowledge of plaintiff’s rights, that relief by injunction would be accorded al- 
though an accounting of profits should be denied”) ; Reid, Murdoch & Co. v. H. P. Coffee Co., 
8 Cir., 48 F. 2d 817 [21 T. M. R. 172] (deliberate infringement, five-year delay between notice 
and suit, no substantial expenditure for good will by infringer, injunction granted) ; Chapin- 
Sacks Mfg. Co. v. Hendler Creamery Co., 4 Cir., 254 F. 553 (expenditure with knowledge of 
plaintiff of large sum by deliberate infringer to develop good will in market outside plaintiff's 
territory, injunction denied as to this outside territory) ; Aunt Jemina Mills Co. v. Rigney, 2 
Cir., 247 F. 407 (deliberate infringement, non-competitive product but confusion of origin pos- 
sible, eight-year delay after notice of infringement, injunction granted) ; Fruit Industries, Ltd. 
v. Bisceglia, 3 Cir., 101 F. 2d 752 [29 T. M. R. 177] (innocent junior user built extensive dis- 
tant market, delay of three years after notice of infringement, injunction denied). See Restate- 
ment of Torts, § 751. 
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CONSUMERS PETROLEUM CO. v. CONSUMERS CO. 
Nos. 9859-9860—C. A. 7—July 19, 1949 


CourTs—FEDERAL APPELLATE PROCEDURE—EFFECT OF OPINION AND MANDATE 

Opinion of Appellate Court on prior appeal binds Court below and Court of Appeals. 

Decree adopted by District Court held not in conformity with opinion and mandate of 
Court of Appeals. 

Defendant’s proposed decree submitted to District Court held to conform with opinion 
and mandate of Court of Appeals; in making this observation, Court of Appeals does not 
intend to limit District Court to the precise phraseology of proposed decree. 

TRADE-NAMES AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Courts—CLASSIFICATION OF OPINION—PARTICULAR INSTANCES 

Opinion on prior appeal, taken as a whole, held to condemn as unfair competition only 
defendant’s use of trade-name “Consumers” and not to prohibit use of defendant’s corporate 
name “Consumers Company.” 

On prior appeal, Appellate Court purposely refrained from suggesting form of decree on 
theory that decree could be more appropriately fashioned by Court below. 

TRADE-NAMES AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 

Since on former record, there was no showing that either plaintiff’s corporate name or 
its trade-name “Consumers” had acqured secondary meaning, and defendant was found 
guilty of no fraud, palming off, or bad faith, serious question would arise as to Court’s 
authority to enjoin defendant’s use of corporate name adopted long prior to plaintiff’s use 
of similar corporate name. 

Point of demarcation between trade-name “Consumers” and defendant’s corporate name 
“Consumers Company” may not always be capable of exact ascertainment but it was such 
narrow legal gap which enabled plaintiff to prevail. 


Appeals from Northern District of Illinois. 
Unfair competition suit by Consumers Petroleum Company against Consumers 
Company. Both parties appeal from judgment granting injunction. Reversed. 


Albert E. Jenner, Jr., Edward H. Hatton, Harry G. Hershenson, and James B. 
McKeon, of Chicago, Ill., for plaintiff. 

Joseph B. Fleming, Carl S. Lloyd, and Lloyd M. Bowden, of Chicago, IIl., for de- 
fendants. 


Before Major, Chief Judge, Durry, Circuit Judge, and LinbLey, District 
Judge. 


Major, C. J.: 


The controversy before us is the aftermath of a suit brought by Consumers 
Petroleum Company (plaintiff) against Consumers Company of Illinois (defend- 
ant) for unfair competition in the marketing of fuel oils in the Chicago metro- 
politan area. From a decree dismissing the complaint for want of equity, an ap- 
peal was taken to this court which, with one judge dissenting, reversed the Dis- 
trict Court “with directions to proceed in accordance with the views herein ex- 
pressed.” Consumers Petroleum Co. v. Consumers Co. of Illinois, 169 F. 2d 153 
[38 T. M. R. 861]. A mandate issued pursuant to this opinion was filed in the 
court below on January 13, 1949. On March 3, 1949, that court entered a decree 
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purportedly in conformity with the mandate and opinion of this court, which so far 
as presently material provides: 

The defendant, Consumers Company, a Delaware corporation, its officers, agents, 
representatives, clerks, servants, workmen, salesmen, and employees be and they, each and 
all, are herewith and henceworth perpetually restrained and enjoined from using in any 
manner whatsoever the corporate name “Consumers Company” or the name “Consumers” 
or any similar or like names or derivative or abbreviation thereof, whether or not accom- 
panied or coupled with other words or symbols or any other word or symbol, or mark 
deceptively similar, or any name, legend, or mark of which the name “Consumers” forms 
a part in marketing, selling, or offering for sale, advertising, vending, distributing, or 
merchandising fuel oil at retail in the City of Chicago and the Chicago metropolitan areas. 


From this decree both parties have appealed, the defendant in No. 9859, and 
the plaintiff in No. 9860. 

The contention advanced on both appeals is that the decree is not in conformity 
with the mandate and opinion of this court. The primary issue raised by the de- 
fendant, which we shall first consider, is that the court erred in enjoining the de- 
fendant from the use of its corporate name in the sale and distribution of oil, the 
effect and purpose of which admittedly is “to put the Consumers Company out of 
the fuel oil business in Chicago.” The court stated that it was imposing this drastic 
restraint upon the defendant against its better judgment and only because it was 
required to do so by the holding of this court. If the defendant’s position be ac- 
cepted, we are confronted with the further issue as to the scope of the injunction 
to which plaintiff is entitled. 

From the argument which took place below and from the colloquy between the 
court and counsel, as well as the argument here, it appears that more confusion 
resulted from our opinion than was caused by defendant when it entered the fuel 
oil business. Without any thought of proclaiming it is a masterpiece or a model 
for clarity, we are convinced that it is not reasonably susceptible of the criticism 
to which it has been subjected. The opinion must speak for itself and what we 
have held, of course, is now binding not only on the court below but on this court 
as well. The most pertinent criticism is that we failed to distinguish between the 
trade-name “Consumers” and the defendant’s corporate name. This criticism can- 
not be overlooked because it goes to the heart of the instant controversy. Our 
asserted failure to make this distinction, so it appears, was the basic premise upon 
which the court concluded that it was required to enjoin the defendant from the 
use of its corporate name. The court below stated, “In the opinion the Court of 
Appeals uses the words ‘trade-name’ twenty-five times, and in all cases, as being 
synonymous with corporate name.” Our reading of the opinion fails to reveal the 
situation thus discerned by the lower court and leads us to wonder whether it is 
this or that court which is confused and which has failed to distinguish between 
the trade-name and the corporate name. 

The opinion taken in its entirety plainly discloses, so we think, that the issue 
with which we were concerned and which we decided was that the defendant in 
1938, when it commenced the sale of fuel oil under the trade-name “Consumers,” 
engaged in unfair competition. This was on the theory that plaintiff had previously 
appropriated and put to use such trade name. In the beginning we set forth the 
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position of the respective parties and the issue for decision (169 F. 2d 155 [38 
T. M. R. 861]). Relative to the plaintiff’s position, the opinion states, “Further, 
it is claimed that the defendant subsequently appropriated the trade-name ‘Consum- 
ers’ in the sale and distribution of fuel oil and that as a result the public has been 
confused by such use, which constitutes unfair competition and resultant damages 
to plaintiff’s business, good will and reputation.” As to the defendant’s position, we 
stated, “The defendant denies that it wrongfully appropriated the trade-name 
‘Consumers’ in connection with the sale and distribution of fuel oil; in fact, its 
theory is that it had a right to utilize this trade-name in connection with the sale 
of fuel oils since the incorporation of its predecessor in 1913, and that the appro- 
priation of such trade-name by plaintiff in 1925 was wrongful.” We continued, 
“Each side, however, disclaims responsibility for the confusion and each asserts 
that it was the result of the wrongful act of the other in appropriating and using 
the trade-name ‘Consumers’ in connection with the sale and distribution of fuel oil.” 

It thus hardly seems open to question but that the issue considered by this 
court was whether the defendant had a right to use the trade-name “Consumers.” 
As Judge Minton stated in his dissenting opinion (page 165 [38 T. M. R. 874]), 
“The word ‘Consumers’ is the only word in issue here.” That such was the issue 
is accentuated at numerous points in the opinion. “In fact, defendant’s contention 
is predicated on the theory that fuel oil and hard fuels are of the same general 
descriptive class and that the defendant having first adopted the trade-name ‘Con- 
sumers,’ plaintiff wrongfully took such trade-name when it commenced its dealings 
in fuel oil in 1925” (page 158 [38 T. M. R. 866]). “It was only when the de- 
fendant engaged in the fuel oil business under the trade-name in controversy that 
the confusion arose” (page 159 [38 T. M. R. 867]). After reviewing and quoting 
from numerous cases designed to show that a person or corporation has a property 
right in a trade-name first appropriated and put to use, we stated (page 161 [38 
T. M. R. 870]): 


From these authorities and others which could be cited, it appears to be an established 
principle that a person or corporation can acquire a property right in a trade-mark or 
trade-name only by use of such mark or name in connection with goods of the same de- 
scriptive class. Applying this principle, we are of the view that the defendant acquired 
no property right in the trade-name “Consumers,” as applied to fuel oil, for the reason 
that it did not use such name in that connection until 1938, and long prior to that time 
the trade-name had been appropriated and used by the plaintiff in connection with such 
business. As a corollary, plaintiff in 1925 had a right to appropriate and use the name in 
connection with fuel oil. 


The substance of our holding is embodied in the statement (commencing on 
page 162 [38 T. M. R. 871]): 


We, therefore, are of the view that defendant’s use of the trade-name “Consumers” 
in connection with the sale of fuel oil commenced in 1938 was a violation of plaintiff’s 
right to the use of such trade-name and that it amounted to unfair competition. Further- 
more, we disagree with the lower court’s conclusion that plaintiff’s long delay in taking 
action against the defendant constitutes laches barring all relief, or that it is barred by 
estoppel. In our view of the case, there was no occasion for plaintiff to institute an action 
against the defendant until 1938, when the latter commenced the use of the trade-name 
in connection with its fuel oil business, which was the direct cause of the confusion in that 
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line of business; in fact, it is doubtful, under the authorities heretofore referred to, 
if plaintiff could have maintained an action prior to that time. Certainly it could not have 
done so during the period of 1925 to 1927, because defendant was not engaged in the fuel 
oil business during those years in any capacity. From 1927 to 1938, the plaintiff suffered 
no harm for the reason that defendant’s limited fuel oil business was not conducted under 
the name “Consumers” but under trade-names of the Standard Oil Company. No question 
is raised but that plaintiff subsequent thereto and in apt time served a notice on the de- 
fendant protesting the latter’s right to the use of the name “Consumers” in connection 
with its fuel oil business, and that suit was thereafter appropriately instituted. 


Does this language leave any room for doubt but that it was defendant’s use of 
the trade-name “Consumers” which we condemned and held to be unfair com- 
petition? And is there any reasonable basis for plaintiff's contention, agreed to 
by the court below, that our holding was designed to prohibit the defendant from 
the use of its corporate name? We think both questions must be answered in the 
negative. Unfortunately, there are two or three sentences in the opinion which, 
if standing alone, might form the basis for the inference that we were striking 
at the corporate name, but certainly the opinion taken as a whole does not lend 
itself to such a result. It is admitted that we did not expressly hold that defendant’s 
use of its corporate name was wrongful and, in our view, such a result cannot 
reasonably be inferred. Certainly no such result was intended. The use by the 
defendant of its corporate name was not treated or considered as an issue and the 
confusion shown was not the result of such use but was occasioned by defendant’s 
use of the trade-name “Consumers.” On the former record, there was no show- 
ing that either plaintiff's corporate name or its trade-name “Consumers” had ac- 
quired a secondary meaning, and it was conceded and found that the defendant was 
guilty of no fraud, palming off or bad faith. Under such a situation, we think a 
serious question would arise as to the authority of a court to enjoin defendant’s 
use of its corporate name adopted long prior to the adoption and use by plaintiff 
of a similar corporate name. At any rate, our attention is called to no authority 
which under similar circumstances has imposed such a drastic remedy. 

Of course, it must be recognized that the point of demarcation between the 
trade-name “Consumers” and defendant’s corporate name, due to their similarity, 
may not always be capable of exact ascertainment. But there is a legal gap between 
the two names and it was this gap, narrow as it may be, which enabled plaintiff to 
prevail in this court. As noted, no complaint was made by the plaintiff of defend- 
ant’s use of its corporate name in the sale of oil from 1927 to 1938, during which 
time its oil was sold under trade-names other than that of “Consumers.” It was 
only when it in 1938 commenced the use of such trade-name that confusion re- 
sulted. 

When the case was here before, we purposely refrained from suggesting a 
form of decree on the theory that such a decree could be more appropriately fash- 
ioned by the court below. So that there will not be any further misunderstand- 
ing, we think we should now be more specific. Both the plaintiff and the defendant 
at the request of the court submitted a form of decree. The form proposed by the 
plaintiff, with certain modifications on the part of the court, was adopted and is 
the decree appealed from. We conclude and hold that the decree adopted is not 
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in conformity with the opinion and mandate of this court and is, therefore, er- 
roneous. Furthermore, we are of the view that the decree proposed by the defend- 
ant, referred to as Court Exhibit No. 2, is in conformity with the opinion and man- 
date of this court and that it affords plaintiff the maximum amount of relief and 
protection to which it is reasonably entitled. In making this observation we do not 
intend to limit the court to the precise phraseology of the proposed decree but do 
so for the purpose of indicating that in our judgment it is in compliance with our 
mandate. 

Plaintiff in its appeal attacks the decree in numerous respects, predicated in 
the main upon the contention that the decree unduly limits and restricts the relief 
to which it is entitled under our opinion and mandate. In view of what we have 
said, and inasmuch as the decree must be reversed and another decree formulated, 
we see no point in discussing or deciding the issues thus raised by the plaintiff. 

The decree appealed from is reversed and remanded, with directions that it be 
vacated and that a decree be entered in conformity with the views herein expressed. 


THE BROWNING KING COMPANY OF NEW YORK, INC. v. BROWN- 
ING KING CO., INC., Er AL. 


Nos. 9779-9780—C. A. 3—July 12, 1949 


Courts—ConFiict oF LAws—APPLICABLE Laws 

State law held controlling in trade-mark infringement and unfair competition suit, where 
case is in federal court for diversity of citizenship only. 

TRADE-MARKS AND TRADE NAMES—ACQUISITION OF RIGHTS—GENERAL 

Trade-marks and good will are integral parts of and go with business and cannot be 
transferred in gross. 

Fact that plaintiff acquired part of going business in New York and New Jersey does 
not operate to preclude the use of name by purchaser of Browning King business elsewhere. 

TRADE-MARKS AND TRADE NAMES—ABANDONMENT—GENERAL 

Intent to abandon may be proved by lack of continued use and other circumstances. 

When concern goes out of business, the good will is destroyed and trade name abandoned, 
no rights arise by succession from later sale of good will as separate item. 

TRADE-MARKS AND TRADE NAMES—CONCURRENT UsSE—TERRITORIAL DIVISIONS 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScCOPE OF RELIEF—PARTICULAR 
INSTANCES 

Defendants’ use of “Browning King” name per se in Philadelphia market held not a 
tort against plaintiff operating in part of New York and New Jersey. 

If defendants acquired nothing at separate sale of Pennsylvania business by state court 
receiver, trade name lies in public domain and defendants or anyone else are entitled to 
use it subject to qualification that in such use there must not be any deception of the public. 

APPEALS—Scope oF REVIEW—GENERAL 

Trial court’s findings as to deceptive advertising by defendants and attempt to trade on 
plaintiff’s good will through use of confusingly similar mark held amply supported by the 
record and scope of decree held not too broad. 


(See also 38 T. M. R. 561.) 

Appeal from Eastern District of Pennsylvania. 

Trade-mark infringement and unfair competition suit by The Browning King 
Company of New York, Inc. against Browning King Company, Inc., Benjamin 
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Wilkes, and Joseph Wilkes. Both parties appeal from judgment for plaintiff. 
Affirmed. 


Bernard Eskin, Abraham L. Freedman and Wolf, Block, Schorr & Solis-Cohen, 
of Philadelphia, Pa., and George Trosk, of New York, N. Y., for plaintiff. 
Frank Fogel, A. D. Caesar, and Charles W. Rivise, of Philadelphia, Pa., for de- 

fendants. 


Before Maris, GoopricH and Katopner, Circuit Judges. 
GoopricH, C, J.: 


This is an action for common law trade name and trade-mark infringement 
and unfair competition. The plaintiff, a New York corporation with stores located 
in New York and New Jersey, seeks to enjoin the defendants, a Pennsylvania 
corporation with stores in Pennsylvania and Florida, and the corporation’s prin- 
cipal shareholders and officers from using the name “Browning King” and cer- 
tain trade-marks associated with that name. It asked also that defendants be 
enjoined from representing that their stores are factory outlets for the same mer- 
chandise sold at higher retail prices in other stores, including those of the plaintiff. 
The District Court enjoined the defendants from continuing the alleged unfair 
practices, but did not enjoin defendants’ use of the name “Browning King” and 
certain of the trade-marks associated with that name. Both sides have appealed. 

We note at the outset that the case is in federal court for diversity of citizen- 
ship only. Pennsylvania law controls. Anheuser-Busch, Inc. v. DuBois Brewing 
Co., — F. 2d — [39 T. M. R. —], (C. C. A. 3, 1949). We do not, however find 
in our consideration of this case any point on which the law of Pennsylvania 
differs from rules prevailing elsewhere. 

This lawsuit has its beginnings in the bankruptcy of the Browning King cloth- 
ing business which operated seventeen stores in thirteen states under one control- 
ling corporation for many years until 1934, In that year the assets of the enterprise 
were sold, and the stores in the various cities were acquired by separate purchasers. 
The plaintiff's predecessors acquired the New York and New Jersey stores, and 
the right to use the name “Browning King” and the trade-marks of Browning 
King clothing in those areas. Excluded, however, from the plaintiff’s purchase 
was the store at Ithaca, New York; also the part of the Browning ning business 
having to do with the sale of uniforms. The defendant corporation claims it 
acquired similar rights at the sale of the Browning King store in Philadelphia. 
This the plaintiff disputes. 

The plaintiff's appeal charges error on the part of the Trial Judge because he 
did not enjoin the defendants from using the trade name “Browning King & Co.” 
and the trade-marks related to it. Plaintiff says, first, that a trade name cannot 
be conveyed in gross as this one was, if conveyed at all to these defendants. It 
says, second, that even had it been so conveyed, the defendants have lost their 
right to use the name by abandonment. And, third, plaintiff says that the evidence 
to support any transfer to or use by the defendants is exceedingly flimsy and should 
not be credited. 
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We do not doubt the correctness of the plaintiff’s legal proposition that trade- 
marks and good will cannot be transferred in gross. They are an integral part 
of a business and go with a business.’ It is settled, too, that an intent to abandon 
may be proved by lack of continued use and other circumstances.* We agree, 
also, that the evidence is not, to us, very clear or convincing that there was con- 
tinuity of use by the defendants. 

But all this does not add up to a use of the Browning King name of which the 
plaintiff can complain. The plaintiff may, no doubt, use the Browning King name 
in New York and New Jersey, where it bought going businesses. But the plain- 
tiff has no exclusive right to the Browning King name even in the state of New 
York. The part of the business which had to do with the making and sale of 
uniforms was transferred to a concern other than the plaintiff. Nor did plaintiff 
get the Browning King store in Ithaca, New York. But even had plaintiff acquired 
exclusive right to the Browning King name in New York, that fact does not operate 
to preclude use of the name by the purchaser of the Browning King business 
somewhere else. 

The sale of the Pennsylvania business however, was a separate affair carried 
on by the Pennsylvania state court receiver. He sold the merchandise out in par- 
cels. If, as plaintiff contends, nobody acquired, through the receiver’s sale, the 
right to the trade name, good will and trade-marks of the corporation known as 
Browning King & Co. of Philadelphia} then, we take it, the trade name is not 
the exclusive property of anyone. It lies in the public domain.* Defendants 


or anyone else are entitled to use it, subject to the highly important qualification 
that in such use there must not be any deception of the public as to the identity 
of the merchant with whom customers do business. 

The necessary conclusion, therefore, on this part of the case is that the use of 
the Browning King name per se is not a tort against the plaintiff. It cannot there- 
fore, have the use of the name by the defendants enjoined. The Trial Judge was 
right in his conclusion on this phase of the case. 


1. Adam Hat Stores Inc. v. Monroe Shirt Co., 143 F. 2d 993 [34 T. M. R. 264], (C. C. P. A. 
1944) ; American Broadcasting Co. v. Wahl Co., 121 F. 2d 412 [31 T. M. R. 237], (C. C. A. 2, 
1941); Restatement, Torts, Section 755 (1938); 1 Nims, Unfair Competition and Trade- 
Marks, Section 17 (4th ed. 1947). Cf. 2 Callmann, Unfair Competition and Trade-Marks, 
Section 78.1, p. 1045 (1945). Andrew Jergens Co. v. Woodbury, Inc., 273 F. 952 (D. C. D. 
Del. 1921), aff’d 279 F. 1016 (C. C. A. 3, 1922), and American Crayon Co. v. Prang Co., 
38 F. 2d 448 (C. C. A. 3, 1930), are in accord with the rule stated. In those cases the principle 
is merely applied to a transfer of a portion of a business with the right to use the trade name 
as to the products of that portion. 

2. Tygert-Allen Fertilizer Co. v. J. E. Tygert Co., 191 Pa. 336, 43 Atl. 224 (1899) ; Manz 
v. Phila. Brewing Co., 37 F. Supp. 79 [31 T. M. R. 102], (D. C. E. D. Pa. 1940; Restate- 
ments, Torts, Section 752; (1938) ; 2 Nims, Unfair Competition and Trade-Marks, Section 408 
(4th ed. 1947) ; 2 Callmann, Unfair Competition and Trade-Marks, Section 79 et seq. (1945). 

3. When a company goes out of business, the good will is destroyed and the trade name 
abandoned. No rights arise by succession from a later sale of the good will as a separate 
item. Any new rights in the name must be established by the new user. Reconstruction 
Finance Corp. v. J. G. Menihan Corp., 28 F. Supp. 920 [29 T. M. R. 495], (D. C. W. D.N. Y., 
1939) ; Storm Waterproofing Corp. v. L. Sonneborn Sons, Inc., 31 F. 2d 992 (D. C. D. Del., 
1929); 1 Nims, Unfair Competition and Trade-Marks, Section 17, p. 87 (4th ed. 1947). On 
the subject of abandonment by non-user in a particular territory, see United Drug Co. v. 
Rectanus, 248 U. S. 90 (1918) ; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 (1916) ; 
2 Nims, op. cit. supra, Section 408, p. 1270. 
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We pass, therefore, to the questions which are presented in the defendants’ 
appeal. The Trial Judge found the defendants guilty of certain matters of decep- 
tion and enjoined them against their continuance. The defendants, realizing 
that a recognition of the right to use the Browning King name is a Pyrrhic victory 
if their advertising style is to be cramped by the limitations put on the use by the 
Trial Judge, have cross-appealed. 

The principal point the defendants make is that the findings adverse to them 
are clearly erroneous and call for reversal under Rule 52(a). The Trial Judge 
found, and it is not disputed, that the defendant corporation advertised “Browning 
King” products in a nationally circulated magazine, with a list of prices higher 
than those charged in its stores. These higher prices were identified as “nationally 
advertised prices.” The advertisement gave the locations of the defendants’ stores 
in the Philadelphia area, identifying them as “Factory Showrooms in the East.” 
It also invited merchants to apply for Browning King “franchises . . . . if not 
represented in your city.”” This advertisement was then used as a basis for exten- 
sive local advertising calculated to create the public impression that merchandise 
sold nationally in Browning King stores could be bought at lower prices in de- 
fendants’ stores because they were factory outlets. Large signs identified these 
stores as “Factory Showrooms.” Price tags carried the higher “retail” price and 
below it the lower “factory showroom” price. 

All this is clear from the record. There is ample support also for the finding, 
which defendants vigorously attack, that they were not manufacturers and that 
they did not sell clothing at manufacturers’ or wholesale prices. It is true that 
defendants offered some testimony that clothing was contracted out for manu- 
facture and that sales were made to wholesalers and retailers, There was proof, 
however, only of isolated manufacturing or wholesale transactions, aside from 
transfers between defendants’ own stores or those in which they have an interest. 
There is no doubt that defendants’ own business was almost entirely if not all 
retail. Finally, the testimony concerning defendants’ adoption of the mark 
“Windsor Hall” with labels similar in detail to plaintiff’s mark “Windsor House,” 
leaves no doubt of the correctness of the Trial Judge’s finding on this point that 
the defendants were endeavoring to trade on the value of the plaintiff’s name. 

The unfairness of defendants’ practices in the situation where totally unrelated 
business units, all retail stores, were using the same names and marks in different 
areas is too plain for extended discussion. We conclude that the findings of the 
Trial Judge are well supported by the evidence, and that the scope of the decree 
is not too broad. 

Defendants also contend that plaintiff is barred from obtaining relief because 
of its laches, that its president is unworthy of belief, and that, in an equitable pro- 
ceeding, it comes into court with unclean hands. We think there is no merit in 
these contentions, and mention them only to indicate that they have not been over- 
looked. 

The judgment of the District Court will be affirmed. 





39 T. M.R. SMITH v. BABBITT 


LANDON P. SMITH, INC., etc. v. B. T. BABBITT, INC. 
No. 5615—C. C. P. A.—June 28, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

The words “Red Devil’ held confusingly similar to “Red Devil Cleanser” (the word 
“cleanser” being disclaimed) with pictorial representation of a red devil, above and to 
the left of which appear the words “Show me the Dirt,” used on similar goods. 

The goods of the parties would be known and called for by the words “Red Devil”; the 
dominant parts of each of the marks are identical and the statute prohibits registration as 
against the prior user. 

TRADE-MARKS—GooDS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 

Metallic pot cleaner held goods of same descriptive properties as cleanser or cleaning, 
scouring or washing powder. 

TraDE-MARKS—ACQUISITION OF RIGHTS—EXPANSION OF GoopDs 

On facts of record, applicant’s contention that its use of “Red Devil” on pot cleaners 
constituted normal expansion of its prior business, entitling it to registration, held not 
valid. 

OpposITIONS—EVIDENCE—J UDICIAL NOTICE 

Judicial notice held properly taken that washing powders and pot cleaners are purchased 

through same channels and used together at kitchen sink for same general purposes. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by B. T. Babbitt, Inc. against Landon P. Smith, Inc. 
(name changed to Red Devil Tools). Applicant appeals from decision sustaining 
notice of opposition. Affirmed. 


Walter C. Ross (William L. Edmondston of counsel) for appellant. 
Emery, Varney, Whittemore & Dix (Manvel Whittemore, Charles F. Miller, Jr., 
and Edmund H. Parry, Jr., of counsel) for appellee. 


Before Garrett, Chief Judge, and Jackson, O’CoNNELL, and JOHNSON, 
Associate Judges. 


O’ConNELL, J.: 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents, 75 U. S. P. Q. 143, affirming the decision of the 
Examiner of Interferences sustaining appellee’s notice of opposition to the regis- 
tration of the term “Red Devil” as a trade-mark “for Bodies of Intermingled 
Metallic Ribbon-Like Abrasive Elements for Hand Use for Cleaning and Scouring 
Metallic and Other Surfaces” which include a metal body, copper colored pot 
cleaner. 

A petition for reconsideration of his decision was denied by the commissioner. 

Appellee’s opposition was based upon the alleged ownership of its trade-mark 
consisting of the notation “Red Devil Cleanser,” above which appears the pictorial 
representation of a red devil and above to the left of which appear, in small 
print, the words “Show me the Dirt,” for use as a cleanser or cleaning, scouring, 
or washing powder. The word “cleanser” was disclaimed. 

Appellant alleged continuous use of its mark on the described goods since 
June, 1937. The earliest registration of the mark upon which appellee relied 
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was issued January 5, 1926, upon an application filed August 3, 1925. That 
registration was renewed January 5, 1946. 

Appellant took testimony and its testimony and the exhibits of the parties in 
the said opposition proceedings were made part of the present record. Appellee 
took no testimony but introduced certain documents as exhibits in accordance 
with a written stipulation between the parties. Each of the parties filed a brief 
and was represented at final hearing. 

It is conceded by counsel for appellee that appellant had engaged in the hard- 
ware business and used its mark on numerous articles, not related to the goods here 
in issue, prior to the use by appellee of its mark on the instant goods. In that 
aspect of the case, the record discloses a letter, appellee’s Exhibit No. A, written 
to appellee by appellant on March 9, 1936, which embodied an agreement for the set- 
tlement of certain prior opposition orought by appellee against appellant and provided 
for the future and concurrent use of the trade-mark “Red Devil” by the respective 
parties on any of appellant’s goods which were not like the goods then sold by 
appellee. That letter, however, has been in nowise relied upon by the tribunals 
of the Patent Office nor by counsel for the parties to this appeal. 

Appellant argues that the involved marks are not confusingly similar; that the 
goods do not possess the same descriptive properties; and that appelleee has not 
sustained its burden of proof. 

The court is unable to agree with appellant’s contention that the distinguishing 
and dominant features of appellee’s mark consist of the pictorial representation of 
the outstretched arms of the depicted devil holding a can and a brush, and the 
words “Show me the Dirt” and “Cleanser.” The word “cleanser,” as herein- 
before stated, has been disclaimed by appellee apart from the mark, and in a legal 
sense the words “Show me the Dirt” are mere surplusage. The goods of the 
parties would be known and called for by the words “Red Devil.” Those two words 
are identical with the two words for which appellant seeks registration and are the 
dominant part of each of the marks. Accordingly, the statute prohibits the regis- 
tration of the mark as against the prior user thereof on goods of the same descrip- 
tive properties. Skol Company, Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 
F. 2d 200, 67 U. S. P. Q. 96. 

The evidence in the record discloses that appellant had previously used the 
mark containing the notation “Red Devil” on various tools for various trades, 
such as putty knives, wall-scrapers, wood-scrapers, and the like, which would be 
normally purchased and used by painters, paper hangers, carpenters, and other 
tradesmen, whereas appellant’s pot cleaners here in issue are such as would be 
usually and normally purchased by housewives for use in the kitchen in cleaning 
and scouring pots and pans and for the same purpose as appellee’s cleaning and 
scouring powder. The examiner and the Commissioner of Patents were clearly of 
that opinion, and both concluded that appellant’s pot cleaners and appellee’s 
powders might well be used for the same household chores and held accordingly 
that the instant goods are of the same descriptive properties. 

We are compelled to agree with the holding of the tribunals of the Patent Office 
hereinbefore described as well as their holding that, since appellee was the first 
to use the mark on the class of goods here in issue, appellant’s registration of the 
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mark is prohibited by the mandate of the statute. United Battery Mfg. Co., Ltd. v. 
United Metal Box Co., Inc., 24 C. C. P. A. (Patents) 1220, 90 F. 2d 260, 
33 U. S. P. QO. 614; Oppenheim, Oberndorf & Co., Inc. v. President Suspender 
Co., 3 F. 2d 88. 

Appellant’s contention that the use of the mark “Red Devil” on pot cleaners 
occurred in the normal expansion of its business and that, accordingly, appellant 
is entitled to the registration of the mark prior to the registration of appellee’s 
mark is not a valid contention, under the circumstances of this particular case. In 
re Continental Motors Corp., 30 C. C. P. A. (Patents) 1054, 135 F. 2d 1017, 
wv VU. 5S. P.O. Ba 

With respect to appellant’s contention that appellee offered no evidence to the 
effect that washing powders and pot cleaners are frequently purchased through 
the same channels and used together at the same kitchen sink for the same general 
purpose, we agree with the holding of the Commissioner of Patents that judicial 
notice may be properly taken to that effect. 

In view of the conclusions hereinbefore expressed, we deem it unnecessary 
to discuss other points raised by counsel for the respective parties, and the decision 
of the Commissioner of Patents is accordingly affirmed.’ 


VALPO COMPANY v. SOLIS, ENTRIALGO Y COMPANIA 
No. 5569—C. C. P. A.—June 28, 1949 


CANCELLATIONS—CONFUSING SIMILARITY—GENERAL 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Citation of prior decisions held of little value in cancellation proceedings because each 
case must rest upon its own distinctive facts. 
Likelihood of confusion is largely a matter of opinion. 
The marks of both parties must be considered in their entireties in determining ques- 
tion of confusing similarity. 
TRADE-MARKS—DOMINANT FEATURE—PARTICULAR INSTANCES 
Appellant’s contention that the word “Love” dominates both marks not sustained; neither 
party is entitled to preempt field with respect to marks having “Love” as portion thereof. 
TraDE-MarKS—Marxs Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Forbidden Love” held not confusingly similar to “Love Lane,” used on similar goods. 


Appeal from Commissioner of Patents. 

Trade-mark cancellation proceedings by Valpo Company against Solis, Entri- 
algo y Compania. Petitioner appeals from dismissal of petition for cancellation. 
Affirmed. 


James R. McKnight and Robert C. Comstock for appellant. 
Max Wall for appellee. 


Before Garrett, Chief Judge, and Jackson, O’CoNNELL, and JoHNsoN, Asso- 
ciate Judges. 


1. By reason of illness, HATFIELD, Judge, was not present at the argument of this case and 
did not participate in the decision. 
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JoHNSON, J.: 


This is an appeal from the decision of the First Assistant Commissioner of 
Patents reversing the decision of the Examiner of Interferences sustaining the 
petition of appellant to cancel the appellee’s trade-mark registration No. 334,967 
of May 19, 1936, for the trade-mark “Forbidden Love” for perfumes and other 
cosmetics. 

In its petition for cancellation, appellant alleged that it is the owner of trade- 
mark registration No. 220,922, issued to appellant on November 16, 1926, for 
the notation “Love Lane”; that appellant has used its said trade-mark “Love 
Lane” on perfumes in interstate commerce for several years prior to January 23, 
1934, the date of use first alleged by appellee on its trade-mark “Forbidden Love” ; 
that the goods recited in appellee’s registration No. 334,967 for the notation 
“Forbidden Love” are of the same descriptive properties as appellant’s perfumes ; 
that the outlets for the goods of both parties hereto are beauty shops, drug and 
department stores, and that said goods are sold in the same places over the same 
counters by the same salespeople, to the same class of purchasers ; that the appellee’s 
trade-mark “Forbidden Love” is so similar to appellant’s trade-mark ‘Love Lane” 
as to be likely to cause confusion and deceive purchasers as to the origin of the 
goods, and will result in damage and injury to appellant. The appellant also alleged 
on information and belief that appellee “has not and is not now using said trade- 
mark ‘Forbidden Love’ and has abandoned the same.” 

In its answer to appellant’s petition to cancel, the appellee admitted that cer- 
tificate of trade-mark registration No. 220,922 was issued to appellant on Novem- 
ber 16, 1926; that the goods recited in appellee’s certificate of registration No. 
334,967 are as alleged by appellant in his petition for cancellation; and that the 
goods bearing appellee’s trade-mark “Forbidden Love” are sold to and through 
beauty shops and drug and department stores and through other channels as 
alleged by appellant. As to all other allegations of appellant’s petition to cancel, 
the appellee’s answer either states it is without knowledge or belief and leaves 
appellant to its proof thereof, or denies each and every substantial matter or thing 
alleged by appellant. 

Appellee’s answer also alleged that “it has used and is now using its trade- 
mark ‘Forbidden Love’ upon or in connection with the goods set out in its 
Certificate of Registration No. 334,967, in international, interstate and intrastate 
commerce, and that it has not abandoned said trade-mark nor intended to abandon 
the same.” 

No testimony was taken by either party. Both parties filed briefs and were 
represented by counsel at the hearings. 

Appellant relied upon a certified copy of its registration No. 220,922 of Novem- 
ber 6, 1926, for the trade-mark “Love Lane” for perfumes, filed after due notice 
under Rule 154 (e) of the Rules of Practice of the United States Patent Office. 

The vital issue before us is whether the marks are confusingly similar. If they 
are confusingly similar, injury to appellant would be likely to result from the regis- 
tration of appellee’s mark, and in that event, it should be cancelled ; but if the marks 
are not confusingly similar, appellant was not injured, and the action of the first 
assistant commissioner should be sustained. 
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Both parties have cited many cases involving trade-marks ; however, the cita- 
tion of prior decisions is of little value in cancellation proceedings for the reason 
that each case must rest upon its own distinctive facts. Likelihood of confusion 
from alleged similar marks is largely a matter of opinion. Lever Brothers Co. 
v. George A. Hormel & Co., 36 C. C. P. A. (Patents) —, — F. 2d —, 81 
U. S. P. Q. 314, and cases cited. 

Appellant contends that “the word ‘Love’ is the dominant word of each of the 
trade-marks ‘Love Lane’ and ‘Forbidden Love’; .. . . that appellee has taken the 
dominant word ‘Love’ from appellant’s mark ‘Love Lane’ and combined it with 
another term. The word ‘Love’ still dominates both ‘Forbidden Love’ and ‘Love 
Lane’ and its dominance in both marks renders confusion in trade likely.” 

Appellant’s contention is to the effect that it is entitled to the exclusive use 
of the word “Love” in connection with perfumes and that any word used either 
before or after the word “Love” would be sufficiently similar to appellant’s trade- 
mark as to be likely to cause confusion. 

We think that neither party can successfully contend that it is entitled to pre- 
empt the field with respect to marks having “Love” as a portion thereof, and thus 
exclude all others from the use of any mark composed in part of the word “Love.” 
See Miles Laboratories, Inc. v. Foley & Co., 32 C. C. P. A. (Patents) 714, 144 F. 
2d 888, 63 U. S. P. Q. 64. 

An examination of the marks here involved shows appellant’s mark to be out- 
lined in the shape of a heart with the “V” of the heart forming the letter “V” 
of the word “Love,” the base of the letter “L” of the word “Love” extending 
in a straight horizontal line across the center of the heart outline, while above this 
horizontal line and to the left of the “V” is the letter “O,” and to the right of the 
“V” is the letter “E.” The word “Lane” appears below the horizontal line acress 
the center of the heart outline and follows the contour of the lower portion of the 
heart outline. Appellee’s mark consists of the plainly printed words “Forbidden 
Love.” 

The marks of both parties must be considered in their entireties and when thus 
considered we agree with the first assistant commissioner that “The two expres- 
sions, viewed as a whole, differ in appearance and have no similarity in meaning. 
The word ‘Love’ is of course common to both; but it comes first in petitioner’s 
mark, and last in respondent’s, and is combined with radically different words.” 

We have carefully considered appellant’s brief and the argument of counsel, 
but are of the opinion that the marks here involved are not confusingly similar. 

For the reasons stated, the decision of the first assistant commissioner is 
affirmed. 


O’CoNNELL, J., dissenting : 


The goods of the parties are identical and their trade-marks substantially so 
in significance. Appellant, admittedly, has used its mark “Love Lane” in the 
sale of perfume for many years prior to appellee’s entry into that field with its 
mark “Forbidden Love.” The goods are sold through beauty shops, drug and 
department stores, and to the general public, which in making purchases of 
perfume is not required to stop, look, and analyze the features of the contested 
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marks so as to prevent the newcomer from palming off its merchandise as that of 
appellant. Van Camp Sea Food Co., Inc. v. Westgate Products Co., 18 C. C. P. A. 
(Patents) 1311, 48 F. 2d 950, 9 U. S. P. Q. 417; Magitex Co., Inc. v. John 
Hudson Moore, Inc., 33 C. C. P. A. (Patents) 956, 154 F. 2d 177, 69 U. S. 
P. Q. 133. 

The word “Love” is the dominant part of each of the marks here in issue, 
and the law is well settled that trade-marks, or the dominant part thereof, which 
merely describe the goods with which they are used, or the character or quality 
thereof, or the purpose for which they are used, cannot be registered, since any 
one is entitled to use such descriptive words in describing a product of the same 
kind which he offers for sale to the public or any part thereof. In re General 
Permanent Wave Corporation, etc., 28 C. C. P. A. (Patents) 1099, 118 F. 2d 
1020, 49 U. S. P. Q. 184; Miles Laboratories, Inc. v. Foley & Co., 32 C.C. P. A. 
714, 144 F. 2d 888, 63 U. S. P. O. 64; In re W. A. Sheaffer Pen Company, 
34 C. C. P. A. (Patents) 771, 158 F. 2d 390, 72 U.S. P. Q. 129. 

The prevailing opinion cites the Miles Laboratories case, and appropriates 
the doctrine thereof as a basis for holding that “Love” is not a coined or fanciful 
word but one merely descriptive of merchandise consisting of perfume. The term 
“Vita” in the Miles Laboratories case was the dominant part of the marks, and 
the court there properly held that “Vita” was merely descriptive of the vitamin 
product to which the marks were applied. 

Reference to the dictionaries discloses that “love” is nowhere therein defined 
as perfume nor as possessing any characteristic of perfume. Moreover, there is 
no evidence of record, as there was in the case of Parfumerie Roger & Gallet, 
etc. v. John Wanamaker, 57 App. D. C. 267, 20 F. 2d 283, upon which the 
commissioner erroneously relied below, 74 U. S. P. Q. 193, in reversing the proper 
decision of the Examiner of Interferences upon the facts presented. The word 
“Love” is in nowise descriptive of the merchandise here involved but is purely 
arbitrary in meaning when applied to perfume and, in the total absence of evidence 
to the contrary, there is no basis for holding that “Love” is merely descriptive of 
perfume or a function thereof. 

Had appellee wished clearly to indicate the origin of its goods, there are 
innumerable words which it might have selected or coined, any one of which could 
not be open to the challenge of confusing similarity to appellant’s mark. In view 
of the facts of record, it is impossible to escape the conclusion that appellee in 
adopting the mark “Forbidden Love” hoped and expected that it would reap the 
advantage of appellant’s good will, built up by the successful sale of its product 
over a long period of years, and thereby profit by the confusion in trade by reason 
of the similarity of its mark to that of appellant. See Steinreich v. The Coca Cola 
Co., 21 C. C. P. A. (Patents) 722, 67 F. 2d 498, 19 U. S. P. Q. 288. 

The decision of the Commissioner of Patents, for the reasons hereinbefore 
stated, should be reversed.* 


1. By reason of illness, Hatrietp, Judge, was not present at the argument of this case 
and did not participate in the decision. 


a 
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CHESTER H. ROTH CO., INC. v. ESQUIRE, INC. 
No. 39-748—U. S. D.C. S. D. N. Y.—July 1, 1949 


ConTRACTS—DiIvIsion OF Fretps—CoNncurRRENT UsE 
Contract providing for concurrent use of the mark “Esquire” by both parties, specifying 
particular uses to which each party might put mark, and providing for joint efforts to 
protect mark against outside infringement, held valid and not against public policy, nor 


void for champerty or maintenance. 
Trape-Marks—ASSIGNMENT—GENERAL 
Sale of entire capital stock of going concern held not a sale of the trade-mark in gross. 
CoNTRACTS—INTERPRETATION—PARTICULAR INSTANCES 
Agreement of the parties held not to prohibit extension of plaintiff’s use of mark to 
seamless hosiery, nor to require plaintiff to use drawing of “Pickwickian” character in 
advertising; and use of “Esquire Socks” on order blanks and building directory held not 
to violate provisions of agreement prohibiting use of “Esquire” by plaintiff as part of 
corporate name. 
Plaintiff held not responsible for unauthorized advertising used by retail stores. 
DECLARATORY JUDGMENT—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff held entitled to judgment declaring agreement valid and binding on both 
parties; declaring plaintiff entitled to use “Esquire” only in connection with men’s hosiery, 
knitted wear, scarfs and mufflers; declaring that plaintiff indicate in its own advertising 
the source of merchandise by showing its name as manufacturer or distributor; denying 
injunction and damages to defendant; and awarding costs to plaintiff. 


Declaratory judgment suit. by Chester H. Roth Co., Inc. against Esquire, Inc. 


in which defendant counterclaims for injunction and damages. Judgment for 
plaintiff. 


Mock & Blum (Asher Blum and Alex Friedman of counsel), of New York, N. Y., 
for plaintiff. 

Cravath, Swaine & Moore (Bruce Bromley, Harold R. Medina, Jr., and Albert 
Rosenblum of counsel), of New York, N. Y., for defendant. 


Coxe, D. J.: 


This is an action, commenced January 21, 1947, for a declaratory judgment 
determining the rights of the parties in the use of the word “Esquire” as a trade- 
mark. 

The plaintiff is a New York corporation engaged in the manufacture and sale 
of men’s socks under the name “Esquire” ; it claims title to the mark in succession 
to Nickels & Lauber, Inc., a Pennsylvania corporation (hereinafter referred to 
as “Nickels & Lauber (Pa.)” which obtained federal registration on May 15, 1923 
of the word as a trade-mark for “hosiery, scarfs, neckties and mufflers.” The de- 
fendant is a Delaware corporation engaged in the publication of a nationally 
known monthly magazine entitled “Esquire”; its predecessor registered the name 
on June 5, 1934 as a trade-mark for a “monthly magazine.” Both registrations 
were made under the Trade-Mark Act of 1905, and the Nickels & Lauber regis- 
tration was renewed as of May 15, 1943. 

On July 21, 1938 a predecessor of the plaintiff entered into an agreement with 
a predecessor of the defendant relating to the separate and concurrent use of the 
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mark by the respective parties. It is the contention of the plaintiff that this agree- 
ment is void for champerty and maintenance, as being against public policy, and 
for lack of consideration. The defendant, on the other hand, insists that plaintiff 
has not obtained good title to the mark, that the agreement has been breached by 
the plaintiff, and that the defendant is entitled to judgment against the plaintiff 
restraining any further use of the mark by it, together with damages. 

Nickels & Lauber (Pa.) was organized in 1917, and in that year it com- 
menced the manufacture and sale of high quality men’s full-fashioned socks, in 
Philadelphia. “Full-fashioned” socks are those which have a seam running along 
the bottom of the foot and up the back of the leg, and they ordinarily sell at higher 
prices than seamless socks of the same general grade. The name “Esquire” appears 
to have been adopted for the product in 1922. During the period from 1922 to 
1938 the socks were nationally advertised as “Esquire Hose,” both by Nickels & 
Lauber (Pa.) and by various retailers in different parts of the country, and there 
was a fair national distribution of the hose. In the Nickels & Lauber advertise- 
ments its name appeared as the manufacturer, but in none of the retailer adver- 
tisements did its name appear. The name was always omitted from the boxes 
and labels. The advertisements generally contained a drawing of a man’s head, 
referred to as a “Pickwickian” character. 

The defendant is the successor of Esquire Publishing Company, which began 
the publication in May, 1933, of a monthly magazine entitled “Esquire,” with a 
subtitle or heading “The Magazine for Men.” Originally the magazine dealt solely 
with men’s fashions and was sold to men’s stores and department stores with men’s 
departments. Soon the editorial scope of the magazine was broadened to include 
pictures, cartoons, general articles, and comments on women’s wear, and the maga- 
zine was placed on sale on newsstands and also sold by subscription. From 
10 percent to 15 percent of the magazine was, however, always devoted to men’s 
fashions. Manufacturers and mechandisers of both men’s and women’s apparel 
advertised in its columns, about half being concerns in the men’s field. 

The defendant and its predecessor have spent large sums in promotional ex- 
penses of all sorts, advertising the magazine and creating for it a reputation as 
a guide and authority on subjects concerning merchandise, services and customs 
of interest to men, which has resulted in increasing the net paid circulation of the 
magazine from about 150,000 in 1934 to a maximum of over 700,000 in 1944. 

The defendant had no knowledge of the existence or use of the trade-mark 
“Esquire” by Nickels & Lauber (Pa.) until the end of 1934. In the summer 
of 1935 Mr. Nickels, the secretary of Nickels & Lauber (Pa.), approached defend- 
ant’s officers and told them that the popularity of the Esquire magazine had 
been causing him trouble in the protection of his trade-mark, and suggested that 
they cooperate for the mutual protection of their respective rights. The result 
was that they entered into an agreement on December 31, 1935, which was sub- 
stantially identical with the agreement of July 21, 1938, now under attack by 
plaintiff. 

On July 7, 1938 Nickels & Lauber ( Pa.) sold and assigned to Nickels & Lauber, 
Inc., a New York corporation (hereinafter referred to as “Nickels & Lauber 
(N. Y.),” for the sum of $46,351.22, its entire business, including its hosiery inven- 
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tory, machinery, supplies, good will, and the trade-mark “Esquire,” and Nickels & 
Lauber (Pa.) was thereupon dissolved. Nickels & Lauber (N. Y.) was a wholly- 
owned subsidiary of Mock, Judson, Voehringer Company, and appears to have been 
organized for that purpose. 

The Mock Company was a manufacturer of women’s hosiery; it had a plant 
at Siler City, North Carolina, where it proposed to manufacture men’s full-fashioned 
hosiery by mass production, selling the output through Nickels & Lauber (N. Y.). 
Mr. Nickels went with Mock to the plant at Siler City. The project, however, 
was not successful, and at the end of 1938 Nickels left and returned to Philadelphia 
and organized a new company, Nickels & Nickels, Inc., which resumed manufac- 
turing and selling the same type of men’s full-fashioned hosiery under the name 
of “Croydon.” 

In the meantime, the agreement of July 21, 1938 was executed. This agree- 
ment was between Nickels & Lauber (N. Y.) and Esquire-Coronet, Inc., a pred- 
ecessor of defendant, which will be referred to as the defendant. The agreement 
refers to the 1935 agreement and recites that Nickels represents that, since June 1, 
1922, it and its predecessor have continuously used the word “Esquire,” in combina- 
tion with an illustration (the Pickwickian character), as shown on certain labels 
attached, as a trade-mark for “men’s hosiery, men’s knitted neckties, men’s scarfs 
and men’s mufflers.” It further recites that thereafter the defendant began to use, 
and has since continuously used, the word “Esquire” as a trade-mark for “a peri- 
odical issued by it, which from the very beginning assumed to be an authority upon 
and an interpreter of styles in men’s wear, and to identify” the defendant and its 
periodical “as an authority upon and an interpreter of styles in men’s wear, and 
also as a trade name for its business’; that since the appearance of the magazine, 
many persons have adopted and used the word “Esquire” as a trade-mark, style 
mark, or trade name in connection with the various articles and businesses, for the 
purpose of trading upon and profiting by the good name, fame and reputation of 
the defendant and its magazine, as an authority in connection with articles of inter- 
est to men, which celebrity and reputation is identified by the word “Esquire,” 
and that the acts of such persons also, in many cases, infringe the trade-mark rights 
of Nickels in its trade-mark, and give it a good cause of action for trade-mark 
infringement and unfair competition ; that “it is to the interests of both parties that 
these unauthorized and unfair uses of the word ‘Esquire’ be enjoined”; and that 
the parties desire to cooperate for such purpose, and also “to define their respective 
rights in the word ‘Esquire’ as a trade-mark.” 

The pertinent requirements of the agreement are: 

(1) Nickels agrees not to use its trade-mark “in any manner other than as 
shown on the labels, . . . . to use said trade-mark solely and only in connection 
with men’s hosiery, . . . . men’s knitted neckwear, men’s scarfs and men’s muf- 
flers, .. . . never to extend the use of its said trade-mark to any other articles or 
business, and never to use the word ‘Esquire’ as part of its corporate name,” 
and “to use its best efforts to prevent any likelihood of confusion between its said 
products bearing its said trade-mark, and the products or services sold” by the 
defendant. 

(2) Nickels agrees, upon request of the defendant, to file suits for an injunc- 
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tion, accounting and damages against any person using the word “Esquire,” or 
any word confusingly similar thereto, as a trade-mark in connection with any 
article of men’s wear, or as a name under which to do a men’s wear business, and 
to file Patent Office proceedings to prevent the registration of “Esquire” for goods 
of the same class to which Nickels applies its trade-mark, or to cancel any registra- 
tions that may have been obtained, and the defendant agrees to pay all the costs of 
prosecuting such suits or proceedings, including any costs or damages that may be 
assessed against Nickels, and also including the fees of Nickels’ attorneys, pro- 
vided that the defendant shall have the right to select them. 

(3) Inasmuch as Nickels used the word “Esquire,” together with the (Pick- 
wickian) illustration, for its products before the defendant began to use the word, 
the defendant agrees not to interfere with its use by Nickels upon its products 
in the manner shown by the labels, and Nickels agrees not to interfere with the 
right of the defendant “to use the word ‘Esquire’ as its corporate name, to identify 
itself as an authority in connection with articles of interest to men, as a trade- 
mark for its magazine, . . . . and aiso in any manner to indicate that it approves, 
sponsors, vouches for or designs any articles of interest to men, including the 
articles upon which Nickels uses its said trade-mark.” 

(4) The agreement shall be binding upon the successors and assigns of the 
parties. 

Defendant has corresponded with nearly 1,000 alleged infringers of the trade- 
mark “Esquire,” protesting against their use of the word, or has instituted pro- 
ceedings in the Patent Office or in the courts. In about 700 cases these protests or 
proceedings were successful, resulting in discontinuance of the use of the word. 
Only 3 or 4 were unsuccessful. The others are still pending. 

On December 20, 1938 the Mock Company sold to plaintiff all the capital 
stock of Nickels & Lauber (N. Y.) and an account receivable of $10,244.40 which 
it had against the latter, for the sum of $20,537.39, plus an additional amount of 
not less than $7,500, or more than $10,000, and warranted that Nickels & Lauber 
(N. Y.) had not abandoned the trade mark. The balance sheet, annexed to the 
agreement, shows assets, exclusive of the trade-mark, consisting of accounts receiv- 
able of $19,273.88, merchandise and supplies inventories of $1,634.55, and liabili- 
ties of $371.04, exclusive of the account payable to Mock of $10,244.40. 

Mock also agreed in the sales agreement not to sell to anyone, except plaintiff 
or its subsidiary, any full-fashioned men’s hosiery until July 1, 1939, and plaintiff 
agreed to purchase from the Mock Company all its requirements of men’s full- 
fashioned hosiery until that date. Under this arrangement 26,000 dozen pairs 
were purchased. All this, together with the inventory which had been acquired 
in December, 1938, was disposed of by the end of 1940, under the name of “Esquire.” 
No more full-fashioned men’s hosiery was thereafter manufactured or sold, but 
plaintiff then began to sell, under the name of “Esquire,” seamless men’s hosiery 
which was manufactured for it by an independent concern. These sales increased 
from about $165,000 in 1941 to about $2,000,000, in 1944, and in each year 
thereafter. 

After 1938 Nickels & Lauber (N. Y.) was operated as “Nickels & Lauber Divi- 
vision” of plaintiff, selling only “Esquire” men’s hosiery, until November, 1946, 
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when Nickels & Lauber (N. Y.) was merged into plaintiff, and the trade-mark 
together with the good will and business connected therewith, was formally assigned 
to plaintiff. 

Plaintiff was originally only a mill selling agent, but by 1938 it became a finisher, 
taking the hosiery in the grey from the manufacturer, preparing it for the market, 
and selling it. It did not become a manufacturer until 1944, since which date it 
has been both a manufacturer and a distributor. After it acquired control of the 
“Esquire” trade-mark in December, 1938, that mark was used for its best styles, 
colors and patterns. Today it is the only mark used by it on nationally advertised 

® men’s hosiery, and its sales of such hosiery constitute about half in dollar value 
of its total sales. It has never used the mark on anything but men’s hosiery. 

In every year after 1938 plaintiff sold men’s hosiery under the name “Esquire” 
throughout the United States. The boxes, wrappers and labels used by Nickels & 
Lauber (N. Y.) were continued until they were re-designed in 1939 or 1940. The 
new labels were, except in color and the omission of the word “full-fashioned,” 
similar in all respects to the original labels, both having the same style of lettering 
and containing a man’s head, the Pickwickian character. Neither the old nor the 
new boxes, wrappers and labels disclosed the name of either plaintiff or Nickels & 
Lauber (N. Y.) as the manufacturer—in line with the custom of most manufac- 
turers. 

In September, 1940, and May, 1942, there were conferences, without result, 
between plaintiff's attorney and defendant’s president with reference to the agree- 
ment of July 21, 1938 as it affected plaintiff's right to use the trade-mark, espe- 
cially in its advertising, plaintiff's attorney insisting that plaintiff had the right to 
advertise “Esquire” hosiery in any manner that it might choose, and defendant 
threatening suit if any action by plaintiff should, in its opinion, violate the agree- 
ment. 

Since 1941, Montgomery, Ward & Co., a large mail order house, has taken 
about one-third of plaintiff’s entire output of men’s seamless hosiery. It listed the 
hosiery in its catalogue, having a circulation of about 5,000,000 copies yearly, under 
the name of “Esquire,” and sold it in its retail stores. 

In October, 1942 plaintiff began to advertise “Esquire” hose in trade papers, 
the Post Exchanges (a trade paper for U. S. Army Post Exchanges), and the 
New York Times Magazine, which had a weekly circulation of over 1,000,000 
copies. The New York Times advertisements (three in 1943 and 1944) were 
the only advertisements addressed to the consuming public until 1947. Plaintiff 
also made allowances to retailers, who applied them to the cost of their own 
advertisements of “Esquire” socks, but plaintiff exercised no supervision over the 
retailer advertisements, merely making suggestions. A few of plaintiff’s early 
advertisements referred merely to “Esquire Men’s Hose,” or to “Esquire Hose,” 
but most contained the Pickwickian character and the words “Nickels & Lauber, 
Inc., a division of Chester H. Roth Co., Inc.” 

After the merger of Nickels & Lauber (N. Y.) into plaintiff, in November, 
1946, plaintiff substituted for the words “Nickels & Lauber, Inc., a division of 
Chester H. Roth Co., Inc.” the words “Esquire Sock division of Chester H. Roth 
Co., Inc.,” and the Pickwickian character was dropped. Plaintiff then, in 1947, 
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embarked upon an extensive nation-wide advertisng campaign, expending over 
$500,000 in monthly full-page advertisements in Life, The Saturday Evening Post, 
and several trade papers, in which the words “Esquire Socks, the smartest thing 
on two feet,” were prominently displayed. This continued after this suit was in- 
stituted on January 21, 1947, until at least May, 1948, shortly before the trial. 
Some of these advertisements did not show the name of the manufacturer 
of the socks; some, especially in the trade papers, gave the name of plaintiff 
or the Esquire Sock divison of plaintiff. 
In the meantime, plaintiff had written defendant on August 21, 1946: 


This is to notify you that we consider this agreement (of July 21, 1938) void, and 
that we will no longer operate thereunder or fulfill the same. It is our intention to use 
our registered trade-mark “Esquire,” free from the restrictions of the aforesaid agreement 
in toto. We shall be pleased to accept service. 


First. As to the validity of the agreement of July 21, 1938. This agreement 
was merely a re-writing of the earlier agreement of December 31, 1935, and it 
substituted Nickels & Lauber (N. Y.) as a party in place of Nickels & Lauber 
(Pa.), the original party. In general, the agreement (1) provided for concurrent 
use of the mark “Esquire” by both parties; (2) specified the particular uses to 
which the mark might be put by each party, and (3) provided for joint protection 
of the mark against infringement by outsiders. There was no lack of consideration 
for the agreement, as the covenants undertaken by the respective parties were 
mutual. And agreements for the joint and concurrent use of trade-marks have 
been upheld by the Federal Courts. Waukesha H. M. Springs Co. v. Hygeia S. D. 
Water Co., 7 Cir., 63 F. 438; California Packing Corp. v. Sun-Maid Raisin 
Growers, 9 Cir., 81 F. 2d 674 [26 T. M. R. 255], Cert. den. 298 U. S. 668, and 
California Fruit Growers Exch. v. Windsor Beverages, Ltd., 7 Cir., 118 F. 2d 149 
[31 T. M. R. 121]. 

But it is contended by the plaintiff that the agreement is void for champerty and 
maintenance, and as being against public policy. Champerty and maintenance are 
defined in the Restatement of the Law of Contracts (Section 540(1)(b) as follows: 


Maintenance means the maintaining, supporting or promoting of litigations of another. 
Champerty is the division of the proceeds of litigation between the owner of the 
litigated claim and a party supporting or enforcing the litigation. 


Here there is no champerty, for the agreement contains no provision giving the 
defendant any share in the proceeds of any litigation which Nickels & Lauber 
(N. Y.) might institute at the defendant’s request and successfully prosecute. 
Neither is the agreement void for maintenance. Both parties had obtained federal 
registration of the “Esquire” mark, although applied to different kinds of mer- 
chandise. Other persons were commencing to use the mark in such manner as 
to trespass upon the rights of both parties. It was therefore to their mutual 
interest that the mark be protected from invasion, and the mere fact that one of 
the parties undertook to defray the expense of litigation in the joint interest of 
both was not “maintaining, supporting or promoting of litigation of another.” 
Nor is the agreement contrary to public policy. I think, for these reasons, that 
the agreement is valid and binding on the parties. 


# 











39 T. M.R. ROTH CO. v. ESQUIRE 709 


The plaintiff, however, takes the position that it is at liberty to use the mark, 
without any restrictions, on women’s hosiery and in the entire field of men’s and 
women’s haberdashery and wearing apparel. The difficulty with this contention 
is that by the very terms of the agreement the plaintiff is restricted in the use of 
the mark “solely and only in connection with men’s hosiery, . . . . men’s knitted 
neckwear, men’s scarfs and men’s mufflers,” and never to extend such use “to any 
other articles or business.” 

Second. As to plaintiff’s title to the trade-mark. It is the defendant’s con- 
tention, on this branch of the case, that the sale to the plaintiff by the Mock Com- 
pany on December 20, 1938, of the entire capital stock of Nickels & Lauber (N. Y.) 
did not carry any rights under the trade-mark, because Nickels & Lauber (N. Y.) 
was not at the time a going concern. The facts already recited are a complete 
refutation of this contention. They plainly show that Nickels & Lauber (N. Y.) 
was actually in business, using the mark in the sale of full-fashioned socks, and 
had assets and a good will. Furthermore, the transaction was merely a sale of 
the entire capital stock of Nickels & Lauber (N. Y.); it was in no sense a sale 
of the mark in gross. See Mutual Life Insurance Co. v. Menin, 2 Cir., 115 F. 2d 
975; American Broadcasting Co. v. Wahl Co., 2 Cir., 121 F. 2d 412 [31 T. M. R. 
237]. The case of Reconstruction Finance Corp. v. J. G. Menihan Corp. (D. C., 
W. D., N. Y.), 28 F. Supp. 920 [29 T. M. R. 495], cited by the defendant, is not 
at all analogous. 

Third. The question remains whether the plaintiff has breached the agree- 
ment (a) in changing from full-fashioned hosiery to seamless hosiery after 1940; 
(b) in discarding the Pickwickian character in its advertising and on its boxes 
and labels, and (c) in not using its “best efforts to prevent any likelihood of con- 
fusion” between its products and the products or services of the defendant. 
With respect to the change to seamless hosiery, there is no prohibition whatever 
in the agreement against its doing so; and the plaintiff had a clear right to extend 
the use of the mark to “products which would be reasonably thought by the buying 
public to come from the same source if sold under the same mark” [35 T. M. R. 
277|. Standard Brands v. Smidler, 2 Cir., 151, F 2d 34, 37. See also Standard 
Brands v. Eastern Shore Canning Co., 4 Cir., 172 F. 2d 144, 146 [39 T. M. R. 203]. 
The evidence relating to the Pickwickian character shows that its use was con- 
tinued on the boxes and labels when they were re-designed by plaintiff in 1939 or 
1940, and nothing appears in the record to indicate that any change was made 
after that time. However, after 1946 the use of the Pickwickian character in plain- 
tiff’s advertising was completely discarded. The agreement contains no provision 
whatever concerning the nature of the advertising to be done by the plaintiff, and 
I cannot see, therefore, how the failure of the plaintiff to use the Pickwickian 
character is of any importance, except possibly for its bearing on the question of 
confusion. 

With respect to the charge of confusion, the defendant relies mainly on the 
discarding of the Pickwickian character, the omission in plaintiff’s own advertis- 
ing of the name of plaintiff as the manufacturer of the hosiery, and the asserted 
use of the word “Esquire” as plaintiff’s corporate name. As to the discarding of 
the Pickwickian character, no more need be said other than that the character is 
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not part of the registered trade-mark, and the agreement does not require its use 
in advertising. The omission in plaintiff’s own advertising of the name of plain- 
tiff as the manufacturer or distributor of the hosiery may have resulted in likelihood 
of confusion, but this is implicitly recognized in the agreement itself, and is insuffi- 
cient to justify a judgment for defendant either for an injunction or for damages. 
S. C. Johnson & Son v. Johnson, 2 Cir., 116 F. 2d 427 [31 T. M. R. 82]; s.c. 
upon subsequent appeal, decided June 2, 1949 [39 T. M. R. —]. See also Tri- 
angle Publications v. Rohrlich, 2 Cir., 167 F. 2d 969, 973-974 [38 T. M. R. 516, 
657]. This action, however, is for a declaratory judgment determining the rights 
of the parties in the use of the word “Esquire” as a trade-mark, and I think that 
under the agreement plaintiff should be required to indicate the source of the mer- 
chandise by showing its name as the manufacturer or distributor of the product 
in its own advertising. 

The contention regarding the corporate name is directed to plaintiff’s order 
blanks addressed solely to “Esquire Socks,” to the use of the term “Esquire Socks 
division of” plaintiff, to the listing of “Esquire Socks” in the directory of the 
building in which plaintiff has its offices in New York, and to the use of the word 
“Esquire” in advertisements by retail stores. All that the agreement prohibits 
is the use by plaintiff of the word “Esquire” “as part of its corporate name.” Here 
the corporate name of plaintiff is “Chester H. Roth Co., Inc.,” and it surely needs 
no argument to prove that such incidental uses of the word “Esquire” have no 
relation to plaintiff’s corporate name. Furthermore, the plaintiff is not respon- 
sible for unauthorized advertising by retail stores. 

There may be a judgment declaring that the agreement of July 21, 1938 is 
valid and binding on both plaintiff and defendant ; declaring that plaintiff is entitled 
to use the word “Esquire” only in connection with men’s hosiery, men’s knitted 
neckwear, men’s scarfs and men’s mufflers; declaring that plaintiff indicate in its 
own advertising the source of the merchandise by showing its name as the manu- 
facturer or distributor of the product; denying the relief sought by defendant for 
an injunction and damages; and awarding costs to plaintiff. 


SAPERSTEIN v. GRUND 
No. 864—U. S. D. C. S. D. lowa—June 29, 1949 


Courts—Conriict oF Laws—ApPpLicaBLE Law 
State law controls unfair competition suit in federal court based on diversity of citizenship. 
Iowa law held in harmony with general rules regarding piracy of trade names and unfair 
competition. 
Unrarir CoMPETITION—DEFENSES—LACHES AND ESTOPPEL 
On facts of record, plaintiff held not guilty of laches in asserting rights against defendant, 
who acted with knowledge that he was simulating plaintiff’s trade name and proceeded 
by gradual and progressive encroachment. 
TravE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 
“Harlem Globetrotters” and “Globetrotters” held to have acquired secondary meaning 


identifying plaintiff’s organization. 
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Unratr CoMPETITION—EvmENCE—GENERAL 
Use of “Famous Globetrotters” and “Original Globetrotters” indicates defendant’s pur- 
pose to deceive; and such use has caused confusion between plaintiff and defendant organi- 
zations. 
Unrarir CoMPETITION—ScoPe OF RELIEF—PAaRTICULAR INSTANCES 
Plaintiff held entitled to injunction restraining defendant from using the name “Globe- 
trotters” in designating his basketball team, and to costs. 


Unfair competition suit by A. M. Saperstein against Robert Grund. Judgment 
for plaintiff. 


Allan R. Bloch, of Chicago, Ill., and Talbert Dick and Morton S. Adler, of Des 


Moines, Iowa, for plaintiff. 
Irvin Schlesinger and John Connolly III, of Des Moines, Iowa, for defendant. 


Dewey, D. J.: 


The above entitled action was tried on its merits at Des Moines, Iowa, and 
submitted to this court for decision. 

Plaintiff in the early part of 1928 organized a colored basketball team which 
was first designated as the “New York Harlem Globetrotters,” but later was called 
the “Harlem Globetrotters,” and at all times since has carried that name. Plain- 
tiff has at all times been the owner of the team and has equipped it with a distinc- 
tive uniform which he has endeavored consistently to maintain. 

It was organized as a professional colored basketball team and soon thereafter 
and at all time since has been considered a championship team. It developed and 
became identified with a style of play, marked with comic antics by the players 
which became very popular with the sport fans, at first locally and afterwards 
nationally. 

The Globetrotters organization has grown until it engages in many different 
sport activities, such as in baseball, with a team which also carries the name “Harlem 
Globetrotters.” 

The organization has a regular training camp and has spent large sums of 
money in developing the organized athletic groups with very successful financial 
results. The basketball team or teams under the name of “Harlem Globetrotters” 
have played in many of the states of the Union as well as in Canada and Mexico and 
possibly in other foreign countries. 

About the year 1935 a basketball team, either owned or formerly owned by 
the plaintiff, disbanded at Des Moines, Iowa, and at that time was playing under 
the title of the “Famous Globetrotters.” The uniforms of these players were 
demanded and recovered by the plaintiff but the team continued to function and 
was afterwards taken over by the defendant, and at all times since has played under 
the name of the “Famous Globetrotters,” with headquarters at Des Moines, Iowa. 

During the war both teams were inactive, but thereafter each team has been 
very successful and the defendant’s team began to play basketball games outside 
of the State of Iowa and even in the foreign countries which had been or were 
being played in by the plaintiff's organization. 

Since the war the defendant’s team has not only come into competition with 
the plaintiff’s team but, by reason of the designation of “Famous Globetrotters,” 
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has created some confusion among sport writers and basketball fans as to the 
two organizations. 

Plaintiff has brought suit in this court alleging a claimed piracy of the name 
of “Harlem Globetrotters” by the defendant, and he asks in his petition in this 
court for damages and also for an injunction to restrain the defendant from the 
use of the name “Globetrotters” that has caused confusion; but, during the trial 
and in the arguments, the plaintiff disclaims any desire to recover damages. 

The evidence is extensive and no benefit would be attained by going into it in 
detail, but some facts stand out prominently. One is the success of the efforts 
on the part of the plaintiff in forming and promoting his Harlem Globetrotters 
into a very successful financial organization ; in the studied clowning and entertain- 
ment of the club; and its ability to win games as a professional basketball team. 

A second outstanding fact is the use of the name “Famous Globetrotters” when 
there existed a much more famous Globetrotters organization. This would tend 
to confuse the sports fans as to whether the defendant’s team or the plaintiff’s 
teams were in fact that famous Harlem Globetrotters team. 

The third fact that stands out is that the defendant not only used the word 
“famous” in describing his basketball team, but also used the word “Original” 
in his advertisements and on the letterheads; thereby also tending to create con- 
fusion between his team and the team of the plaintiff known as the “Harlem Globe- 
trotters.” 

Defendant claims in his argument that the plaintiff can not recover because 
the words “Harlem Globetrotters” have not acquired a secondary meaning that 
entitled his to protection; that the name “Famous Globetrotters” is so distinct 
as not to be confused with “Harlem Globetrotters” ; that the plaintiff has known of 
the defendant’s organization since 1935 and has not taken any formal action to 
prevent the use of the name but has permitted the defendant to spend a large 
amount of money in playing his team under that name and has acquiesced in the 
name for such a length of time that the plaintiff is now barred by estoppel and 
laches from obtaining the relief demanded. 

Defendant also claims that the plaintiff does not come into court with clean 
hands and is therefore not entitled to relief. 

Defendant also claims that under the rule of Erie R. R. v. Tompkins, 304 U. S. 
64, the laws of the State of Iowa prevail. 

It does appear from the recent decisions of the United States Supreme Court 
and the trend of the decisions that this case is controlled by the laws of the State 
of Iowa. But I find the laws of the State of Iowa in harmony with the general 
rules regarding claimed piracy of trade names and unfair competition. 

In Sartor v. Schaden, 125 Ia. 696, 700, is the statement: 


Courts will protect trade names or reputations, although not registered or properly 
selected as trade-marks, on the broad ground of enforcing justice and protecting one in 
the fruits of his toil. This is all bottomed on the principle of common business integrity, 
and proceeds on the theory that, while the primary and common use of a word or phrase 
may not be exclusively appropriated, there may be a secondary meaning or construction 
which will belong to the person who has developed it. In this secondary meaning there 
may be a property right. 
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And that court continued (on page 701): 


. if it appear that such confusion has been or is likely to be producced, that there 
have been actual sales of one product for the other, that there have been actual mistakes 
of one for the other, or if there be such similarity of the two brands as that one may 
readily be mistaken for the other, a case is made out. 


And further at page 702 is the statement: 


The use of the word in other States or in other parts of this State by persons who did 
not compete with plaintiff is not controlling on the issue of unfair competition. There 
cannot be unfair trade unless there be competition, and in many cases, if not in most, this 
competition is of necessity local. 


These principles of law were later confirmed by the cases of Motor Accessories 
Mfg. Co. v. Marshalltown Motor Material Mfg. Co., 167 Ia. 202; Atlas Assurance 
Company v. Atlas Ins. Co., 138 Ia. 228; Dyment v. Lewis, 144 Ia. 509; and Lennox 
Furnace Co. v. Wrot Iron Heater Co., 181 Ia. 1331. These cases state generally 
the law as I understand it controlling the issues here. 

Defendant contends that as the plaintiff has made no objections to the use of 
the term “Famous Globetrotters” and has permitted the defendant to expend large 
sums of money in developing his team under that name, that he should now be 
estopped from a recovery in this suit and is guilty of laches. However, the evi- 
dence establishes that the competition did not amount to very much until after the 
war and this would be too short a time to hold the plaintiff guilty of laches. 

If the defendant spent money in developing his team under the name of “Famous 
Globetrotters” it was with knowledge on his part that he was simulating the name 
of plaintiff's team. 

The defendant had a right to use all of his resources in developing a team 
similar to that of the “Globetrotters.” Plaintiff did not have a monopoly on pro- 
fessional basketball teams or on comic antics of the players. The error of the 
defendant was in continuing the use of a similar name after the clubs came into 
competition and in permitting the use of advertising that tended to mislead the 
public in believing that his team was that belonging to the plaintiff’s organization. 

“Globetrotters” is a generic word that is not subject to a trade-mark name 
in and of itself, but its use and development by the plaintiff's team under that 
name gave it a secondary meaning to the public and they were under the belief 
that the “Globetrotters” had to do with a sports organization owned, developed 
and managed by the plaintiff. The use of the word “Globetrotters” therefore in 
designating the defendant’s team tended to deceive the public. 

I find nothing that would indicate any fraud on the part of the plaintiff that 
would smear him with a charge of fraud and prevent him coming into a court of 
equity in this case. 

Defendant by an amendment to his answer asks that he be permitted in any 
event to use the name “Globetrotters” with some descriptive words that would 
clearly indicate a different team from that of the plaintiff's organization. How- 
ever, the evidence discloses that the defendant has permitted by the use of the 
name “Famous” and “Original” the fans and sports writers to become confused 
and plaintiff is entitled to his injunction as against the defendant from the defend- 
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ant’s use of the word “Globetrotters” in designating his team. If the defendant 
had used some designation such as that now suggested by him it might have saved 
him this lawsuit. 

I therefore make the following 

Findings of Facts 

Ist. That plaintiff’s organization has become known under the name of “Harlem 
Globetrotters” since 1928 and has attained a national reputation both as an out- 
standing professional colored basketball team, and as an organization with a 
peculiar style of play which has been very successful in the sports world among 
basketball fans. 

2nd. That by reason of the style of play and prominence of the organization, 
the name “Harlem Globetrotters” has had a secondary meaning that has coupled 
it with the organization of the plaintiff operating out of Chicago and the name 
“Globetrotters” has become associated with this organization both in this State 
and nationally. 

3d. Defendant’s organization has existed since the year 1935 and has been 
operating under the name of “Famous Globetrotters” and since the late war has 
been successful as a colored organization using the style of play and the comic 
antics of plaintiff’s teams. 

4th. That defendant’s encroachment on plaintiff's organization has been gradual 
and progressive. It did not come into competition or create confusion with the 
plaintiff's teams until after the late war. Plaintiff took this action when it appeared 
that the defendant’s team was coming into competition with his organization and 
the public was being confused as to the two organizations. 

5th. That the use of the name “Famous Globetrotters” and “Original Globe- 
trotters” indicates a purpose and intent on the part of the defendant to make the 
basketball fans believe that defendant’s organization was the famous and original 
colored organization putting on the type of play that had been originated and made 
famous by plaintiff’s “Harlem Globetrotters.” 

6th. That the evidence does not establish that the plaintiff has been guilty 
of any unlawful acts that would prevent him coming into this court as a court of 
equity with clean hands. 

And as 

Conclusions of Law 

I find: 

1. That plaintiff has not been guilty of laches in the institution of this suit and 
is not estopped from maintaining this action. 

2. That defendant has either intentionally or carelessly permitted the name 
of his team to give a false impression and to cause confusion between his team 
and those of the plaintiff among sports writers and basketball fans of the United 
States. 

3. Plaintiff is entitled to an injunction as demanded by him in his petition; 
but in denying to defendant the use of the name “Globetrotters” the defendant 
should be permitted to use any other word that can in no way deceive or mislead. 
Defendant can use any term other than “Globetrotters” in designating his basket- 
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ball team that will clearly and unmistakably show that his organization is entirely 
separate and distinct from the plaintiff’s organization. See Atlas Assurance Co. 
v. Atlas Ins. Co., 138 Ia. 228, 235. 

4. Plaintiff is entitled to recover the costs against defendant. 

The attorneys for the plaintiff may prepare a decree in conformity with these 
findings of fact and conclusions of law. To each and every finding of fact and 
conclusion of law the defendant excepts. 





KING PHARR CANNING OPERATIONS, INC. v. PHARR CANNING 
COMPANY, INC. 


No. 777—U. S. D.C. W. D. Ark.—June 13, 1949 


UNFAIR COMPETITION—DRrEss oF GoopDS—PARTICULAR INSTANCES 

Defendant’s labels held confusingly similar to plaintiff’s in vignettes, arrangement, style 
of lettering and color scheme. 

Visual examination and comparison of labels readily disclose the imitation and simulation. 

TRADE-M ARKS—SECONDARY MEANING—PARTICULAR INSTANCES 

Existence of secondary meaning is a question of fact and each case must be determined 
according to its particular facts. 

“King Pharr” held to have acquired secondary meaning identifying plaintiff’s products. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 

Law of trade-marks is part of broader law of unfair competition under which secondary 
meaning marks are afforded legal protection which runs to both injured merchant and the 
public in varying extents depending upon necessities of each case. 

Essence of wrong in trade-mark infringement and unfair competition cases is sale of one 
man’s goods for those of another; practical result is the same and same relief is accorded 
in cases of arbitrary and secondary meaning marks. 

Evidence of fraudulent intent or actual confusion is not required; all that is necessary 
is fact that confusion is likely to result. 

TRADE-MARKS AND TRADE-NAMES—PERSONAL NAMES—GENERAL 

Right to use of personal name is coupled with duty not to use name so as to pass 
off goods for those of another with resulting injury to another and deception of the public. 

Person who has used his surname as trade-mark may transfer same to another and divest 
himself of right to use his name in similar business. 

Since defendant’s controlling stockholder transferred his rights to plaintiff’s predecessor, 
defendant held not entitled to use the name “Pharr” as part of trade-mark. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR IN- 
STANCES 

Plaintiff is entitled to a practical injunction affording effective protection of its trade- 
mark “King Pharr.” 

Explanatory phrase accompanying mark held insufficient in case of inexpensive items 
like canned goods. 

Defendant restrained from using the name “Pharr” in any manner as part of its mark 
upon labels for its goods and ordered to destroy all such labels now in its possession. 

Defendant restrained from using any statement indicating that it is successor to business 
of “King Pharr” established in 1904. 

Portion of complaint praying for injunction against use of defendant’s corporate name 
dismissed and accounting denied with costs to plaintiff. 


Trade-mark infringement and unfair competition suit by King Pharr Canning 
Operations, Inc., against Pharr Canning Company, Inc. Judgment for plaintiff grant- 
ing injunction and dismissing counterclaim. 








716 THE TRADE-MARK REPORTER 39 T. M.R. 


Beekman Aitken, of New York, N. Y., and Cecil R. Warner of Warner & Warner, 
of Fort Smith, Arkansas, for plaintiff. 

J. Clib Barton of Hardin, Barton & Shaw, of Fort Smith, Arkansas, and Byrne A. 
Bowman, of Oklahoma City, Oklahoma, for defendant. 


MILLER, D. J.: 
Statement 


On August 30, 1948, the plaintiff filed its complaint against the defendant, charg- 
ing the defendant with trade-mark infringement and unfair competition. 

On February 4, 1949, the defendant filed its answer in which it denied that the 
plaintiff is the owner of a duly registered trade-mark ; and alleged that the plaintiff 
is estopped from asserting an infringement of a trade-mark and that it is not guilty 
of unfair competition. The defendant also filed a counterclaim in which it alleged 
that the proposed registration of Trade-Mark No. 416,067 on August 31, 1945, by 
plaintiff was illegal and that the said registration should be cancelled for the reason 
that the mark consists of the mere name of a deceased person in simple block letters 
not printed in a distinctive manner ; that the mark is not a technical trade-mark and 
that it is entitled to use the brand and label of ““Pharr’s Finest” and that the use by 
plaintiff of the mark “King Pharr” injured the right of Goodwin Pharr, the principal 
owner of the defendant corporation, in the use of his own name. 

The defendant further states that it opposes the plaintiff's application to regis- 
ter its trade-mark No. 416,067, in the Principal Register of the Act of June 5, 1946. 

On May 11, 1949, the plaintiff filed an answer to the counterclaim and alleged 
that the defendant does not have the legal right to oppose in this Court the applica- 
tion of plaintiff to re-register its trade-mark “King Pharr” in the Principal Registry 
of the Act of June 5, 1946, because such opposition proceedings, if any, may only 
be brought in the patent office and not in the United States District Court and the 
Court is without jurisdiction to hear and determine such question, and plaintiff thus 
moves that the second cause of action alleged by defendant be dismissed. 

The parties from time to time agreed upon certain facts and filed stipulation 
herein on February 25, 1949, and May 12, 1949. 

On May 12, 1949, the case proceeded to trial to the Court upon the various 
stipulations, depositions and ore tenus testimony. 

Prior to the date of the trial the parties had filed trial briefs with the Court and 
at the conclusion of the hearing of the testimony the Court requested the parties 
to file written summaries of their contentions and views on the evidence adduced, 
which written summaries have been filed, although neither plaintiff nor defendant 
has filed any requests for findings of fact and conclusions of law, and the Court, 
after full consideration of all competent, relative and material testimony, stipulations, 
depositions, arguments and contentions of the parties, now makes and files herein 
its formal findings of fact* and conclusions of law,” separately stated. 


1. Findings of Fact. 

1—Plaintiff is a corporation organized under the laws of the State of Alabama, with its 
principal place of business in Laurel, Mississippi, and has canning plants at Cullman and 
Selma, Alabama, and okra plantations at Catherine and Union Town, Alabama. Defendant 
is a corporation organized under the laws of the State of Arkansas with its principal place of 
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business in Van Buren, Arkansas. The amount in controversy exceeds the sum of $3,000.00, 
exclusive of interests and costs. 

There is a substantial claim under the trade-mark laws of the United States, related to and 
joined with the claim of unfair competition. 

2—In 1904, Mr. King Pharr established a canning business at Catherine, Alabama, and 
operated the same as an individual from that date until his death on January 5, 1929, with the 
exception of the years 1916 and 1917 and 1919 and 1920 (the canning plant was rebuilt during 
the latter two years). From 1904 to 1916, King Pharr used a label, on the products packed 
by him (principally okra), described as follows: 


“Dragon Brand” at the top of the label, with letters about 4% inch high, a picture of a 
dragon, and at the bottom in letters about 4% inch high—“King Pharr, Catherine, Ala- 
bama.” On the other side of the label was the same lettering with a picture of some 
okra pods. 

- ya a used “King Pharr” as a trade-mark in 1918, which use was continued by him until 
is death. 

3—During the administration of his estate in 1929 his son, Goodwin Pharr, continued the 
business under the same trade-mark, and, in 1930 upon distribution of King Pharr’s estate, 
Goodwin Pharr, the widow, and daughter formed a corporation known as King Pharr Company, 
Inc., which corporation continued in business up to March, 1933, when Mrs. King Pharr died 
and said corporation was dissolved. 

4—Goodwin Pharr and his sister, Lucille Pharr McBeath, thereafter continued the business 
under a partnership, styled King Pharr Company, until December, 1933, at which time Goodwin 
Pharr acquired the interest of his sister. Goodwin Pharr continued the business as sole owner, 
under the business name of King Pharr Company until the year 1942. 

5—In the latter part of 1942 or early 1943, Goodwin Pharr approached Allison G. Brush 
of Laurel, Mississippi, for the purpose of finding someone to operate his Catherine, Alabama 
canning plant. During negotiations Brush suggested that Julian B. McPhillips, New Orleans, 
Louisiana, be consulted in regard to financing the proposed canning operations. Further nego- 
tiations resulted in a partnership agreement between the three dated May 1, 1943. 

The agreement provided that the signers had acquired a lease of the packing plant, ma- 
chinery, equipment and appliances of the King Pharr Canning Plant located at Catherine, 
Alabama, for a period from the date of the agreement until December 31, 1943; “that the said 
parties have acquired the privilege of using the brands of the said King Pharr Canning Plant 
and the privilege of using the brokers heretofore used by the King Pharr Canning Plant in 
the sale of its output and right of access to the list of customers of the said King Pharr Canning 
Plant which said plant is to be used by the signers hereto for the purposes and in the manner 
hereinafter set forth, the said operations to be conducted by the signers hereto as partners 
under the partnership name of ‘King Pharr Canning Operations’”; A. G. Brush to have full 
supervision of the operation of the said plant; Julian McPhillips to cooperate with A. G. Brush 
in financing the operations; % of the pack to be handled through the Southern Shell Fish Com- 
pany, Inc., (McPhillips being vice president of said corporation) ; no salaries to be paid, but 
each to be reimbursed by partnership for expenses; net profits to be divided between the partners 
as follows: (a) Goodwin Pharr, forty per cent, (b) A. G. Brush, forty per cent, and (c) 
Julian McPhillips, twenty per cent and on expiration of the period of existence, plant and 
equipment, together with betterments, improvements and replacements, be returned to Goodwin 
Pharr. 

6—In August, 1943, the canning plant at Catherine burned, and for the remainder of 1943 
the canned okra products were canned at Laurel, Mississippi, under the above agreement. The 
operations at Laurel were conducted in a plant of the Mayhaw Canning Company, owned by 
Brush, without additional cost to the partnership or Pharr. 

7—Brush, McPhillips and Pharr thereafter, on March 7, 1944, entered into another partner- 
ship agreement. That agreement provided that the said partners would do business under the 
trade-name “King Pharr Canning Operations;” headquarters to be at Laurel, Mississippi; 
“that the said partnership will take over the former King Pharr Company’s canning operations 
now owned by Goodwin Pharr, including its brands, trade-marks, its labels, good will, OPA 
ceiling rights, and other assets;” interest of the partners to be (A) Goodwin Pharr, forty per 
cent, (B) A. G. Brush, forty per cent, (C) Julian McPhillips, twenty per cent; A. G. Brush 
to have full supervision of the operation of the plant or plants; Goodwin Pharr to cooperate 
with Brush; Julian McPhillips to cooperate with Brush in financing the operations; no salaries 
to be paid but expenses to be allowed; partnership to remain in force and effect until dissolved 
by mutual consent, or until death of one of partners. 

Although not stated in the agreement the partners invested, as follows: (1) Pharr—$4,000.00; 
(2) Brush—$4,000.00 ; and (3) McPhillips—$2,000.00. 

8—In the summer of 1944 Goodwin Pharr superintended installation of new equipment and 
rehabilitation at the Selma, Alabama, plant, at partnership expense, and in September of that 
year left Catherine and went to Cullman, Alabama, to operate his dehydrating and fresh sweet 
potato business there, which was separate and apart from the partnership business. 

9—On October 10, 1944, Goodwin Pharr, as King Pharr Company, and Goodwin Pharr, 
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Julian B. McPhillips and A. G. Brush, as King Pharr Operations, entered into a contract 
which provided, inter alia: 

King Pharr Company granted to King Pharr Canning Operations the right to have placed in 
a certain building in Cullman, Alabama, under lease by the former company (Goodwin Pharr), 
vegetable and fruit canning equipment at the expense of the partnership; the canning operations 
to be conducted by King Pharr Company for the partnership, King Pharr Canning Operations. 

10—The financing of the operations of the partnership was handled by Brush and McPhillips 
and, when necessary, those two partners gave their personal notes for credit extended. 

11—In March, 1945, Pharr contacted his partners concerning the purchase by them of his 
interest in the partnership. During subsequent negotiations Pharr suggested that they either 
purchase his interest or sell him their interest. The negotiations culminated in an agreement 
dated March 29, 1945, whereby Pharr sold his interest to Brush and McPhillips. 


The substance of that agreement is as follows: 


Pharr was to sell his interest in said partnership business to Brush and McPhillips 
for the sum of $18,250.00 and to covenant and agree that he would not again engage in a 
business similar to that conducted by the said partnership under the said name of King 
Pharr Canning Operations for a period of seven years from January 1, 1945, at Selma, 
Alabama, and/or Cullman, Alabama, or at any other place within a radius of fifty miles 
of each of said places; Pharr agreed as a part of the consideration to lease to Brush and 
McPhillips his plantation and buildings at Catherine, Alabama, with exclusive option to 
buy the same; and “that Pharr does hereby sell, transfer, set over and deliver to the 
said Brush and McPhillips his entire interest in the partnership business heretofore con- 
ducted under the name of King Pharr Canning Operations, including all moneys, accounts, 
machines, supplies of every kind and description, labels on hand, all products on hand 
and raw materials on hand, together with the good will of the business, the King Pharr 
brands and trade-marks for all food products, privileges, quotas and all assets of the part- 
nership business both tangible and intangible.” 


The sum of $18,250.00 consisted of $4,000.00 for Pharr’s original investment, $10,707.06 for 
the profit to January 1, 1945, and $3,505.51 for the profit through February 28, 1945, making 
$18,212.57. Brush and McPhillips made it the round figure of $18,250.00. 

12—By contract dated the same date, March 29, 1945, Pharr sold to Brush and McPhillips 
his dehydrating plant and all equipment located at Cullman, Alabama, for the sum of $9,000.00. 
Also, by the same contract, he sold manufacturing and supplemental supplies and chattels in 
connection with said plant, therein described, for the sum of $16,385.50. Said contract further 
provides : 

“Said Pharr agrees that the sale of said business and property described in Exhibit 

‘A’ and ‘B’ shall include the goodwill thereof and the right to continue the use of the 

trade name and the use of all labels and trade-marks in connection therewith and 

all quotas assigned to the said business and said Pharr will write such letters to the Gov- 
ernment agencies as may be required to effectuate the purpose hereof.” 


13—Under the same date, March 29, 1945, Pharr joined with his wife and executed a con- 
tract of lease and exclusive option to purchase certain property owned by him in Wilcox County, 
Alabama, and in Marengo County, Alabama. Brush and McPhillips subsequently exercised the 
option to purchase and paid to Goodwin Pharr the consideration of $50,385.00. This is the 
plantation mentioned in finding No. 11. 

14—The remaining partners, Allison G. Brush and Julian McPhillips, continued under the 
partnership name of King Pharr Canning Operations up to August 5, 1946, when they formed 
the plaintiff corporation, King Pharr Canning Operations, Inc. Under date of August 5, 1946, 
the said partnership of Brush and McPhillips assigned to the plaintiff corporation all right, 
title and interest in and to the business of the partnership, including the contract and bill of 
sale from Goodwin Pharr dated March 29, 1945, and set forth in finding No. 11. 

15—Prior to forming the plaintiff corporation, the partnership, King Pharr Canning Opera- 
tions, then composed of Brush and McPhillips, under date of August 21, 1945, registered under 
the Act of March 19, 1920, the trade-mark “King Pharr” in the United States Patent Office, being 
Certificate No. 416,067. 

Under date of September 24, 1946, the said certificate was assigned to the plaintiff, King 
Pharr Canning Operations, Inc., and said assignment is recorded in the Patent Office in Liber 
U208 at page 585 under date of September 24, 1946. 

Plaintiff is also the owner of trade-mark certificates covering the “King Pharr” mark issued 
under State laws, including the laws of Arkansas. It appears from the Arkansas certificate 
that the trade-mark “King Pharr” was registered January 2, 1946, upon the application of 
Julian McPhillips and Allison G. Brush, d/b/a King Pharr Canning Operations, a partnership. 

16—Beginning on July 1, 1945, Goodwin Pharr worked for King Pharr Canning Operations 
(Brush and McPhillips as partners) for 13 months at the Cullman, Alabama, plant of the 
partnership on a salary basis of $4,000.00 per annum. 

17—By letter of July 5, 1946, Goodwin Pharr suggested that he might buy back the “King 
Pharr” label and trade-mark. This suggestion was made in connection with a reduction in 
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price of certain land. The letter was addressed to Mr. Julian McPhillips and apparently the 
land referred to was the plantation under lease and option agreement at the time, which option 
was subsequently exercised by Brush and McPhillips as set forth in finding No. 13. 

18—Goodwin Pharr purchased a canning plant at Van Buren, Arkansas, and formed the 
defendant corporation, Pharr Canning Company, Inc., under the laws of the State of Arkansas 
on June 29, 1946. He is the principal stockholder, owning all shares except qualifying shares 
held by others. During the fall season of 1946 the defendant canned greens, beans and other 
products, but did not start canning okra and okra products until the 1947 season. Since that 
time defendant has canned okra and other vegetable products, all or part of which are canned 
by the plaintiff corporation. 

19—Defendant cans and sells products under brands “Vita-Valley” and “Pharr’s Finest.” It 
purchases its labels from Piedmont Label Company, Bedford, Virginia, the same company which 
supplies plaintiff with its labels. 

The labels of defendant show the same vignettes as appear upon the labels of plaintiff, and in 
arrangement, style of lettering and color closely simulate the labels of plaintiff. 

During the period involved herein defendant’s letterheads bore this heading : 


Since 1904 
PHARR CANNING CO. INC. 


Growers and Canners of 
Southern Fruits and Vegetables 
Van Buren, Ark. 
Brands 
PHARR’S FINEST 
VITA-VALLEY 


20—In the fall of 1946 the plaintiff received letters from the defendant bearing the above 
heading, set out in finding No. 19. 

In August, 1946, McPhillips talked to Goodwin Pharr, at Van Buren, Arkansas, by long 
distance telephone, relative to purchasing for Southern Shell Fish Co., Inc., canned spinach, 
unlabeled, packed by Pharr Canning Co., Inc., McPhillips at that time, was vice president of 
Southern Shell and also vice president of plaintiff, but was acting for Southern Shell. There- 
after McPhillips wrote several letters to Goodwin Pharr, Pharr Canning Company, Van 
Buren, Arkansas, relative to securing products canned by the defendant, as well as to obtaining 
the formula of proportionate quantities for the corn, okra and tomato sauce pack used by the 
partnership when Pharr was a member. 

21—Plaintiff received a letter from its Fort Worth, Texas, broker, E. B. Austin Company, 
dated March 20, 1948, calling attention to discovery in Wichita Falls, Texas, of okra packed by 
the defendant, under “Pharr’s Finest” label, and calling attention to the similarity of labels. 

In addition to the letter referred to in finding No. 20 (bearing the heading set forth in 
finding No. 19) plaintiff had heard rumors of the use of the label, “Pharr’s Finest” and of its 
striking similarity to its own “King Pharr” label, but the above letter was the first official, 
direct and reliable information received to this effect. 

Thereafter plaintiff employed counsel and the use by defendant of the label, “Pharr’s Finest” 
or the use of the name “Pharr” was protested in letter dated April 13, 1948. There followed 
a period of investigation on the part of both plaintiff and defendant, and upon the failure of 
defendant to discontinue such use, this suit was filed August 30, 1948. 

22—Plaintiff and its predecessor firm have sold during the years 1944 to 1948, inclusive, 
and the first two months of 1949, in twenty states, 333,432 cases of goods bearing the “King 
Pharr” trade-mark. Plaintiff does an annual business under the trade-mark of approximately 
$300,000.00. 

The record does not reflect the extent of the sales made by the defendant. 

Both parties sell canned vegetables and both sell okra in various forms, including okra 
alone, okra and tomato puree, and okra with corn and tomato, and both sell the same products 
in the same territories. 

23—The defendant, on its labels, has imitated the labels of the plaintiff by using the same 
vignettes and a strikingly similar arrangement, style of lettering and color scheme. Confusion 
as to source is and will be the natural and probable result of the imitation, for the natural 
consequences of defendant’s act in imitating plaintiff’s labels will be to deceive the ordinary 
purchaser exercising ordinary care. 

A mere verbal description, regardless of thoroughness and accuracy, would not properly 
reflect the similarity that exists between the labels of defendant and plaintiff. Attached to the 
complaint are labels for various products, and the same as well as other were introduced in 
evidence. A visual examination and comparison of the labels will readily disclose the imita- 
tion and simulation. 

24—As for actual confusion, at least one instance appears in the record. The Dixie Wholesale 
Company, Atlanta, Georgia, forwarded to the defendant a check in payment for goods which 
were in fact purchased from the plaintiff. By letter of June 26, 1948, the defendant, by Goodwin 
Pharr, returned the check pointing out the error. 
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J. F. Dorn, New York broker for the plaintiff testified to the effect that after the entry 
of defendant into the New York market, there was a considerable decline in sales by plaintiff 
in that market, and to his personal knowledge eight customers of plaintiff are now purchasing 
their goods from the defendant. However, the testimony is not sufficient to show that the sole 
cause of the loss of customers and decline in plaintiff’s sales was the entry of defendant into 
that market, but due to the similarity of the labels and the use of the name “Pharr,” confusion 
was and is the probable result of the sales by defendant in that area. 

25—Due to the period of time during which “King Pharr” has been before the purchasing 
public, the extensive area of operations (now generally sold in 20 States), advertising in 
connection therewith, and the normal and natural acquaintance of the public with the mark, 
due to continuous association therewith in the market, the trade-mark “King Pharr” has ac- 
quired a new meaning or secondary significance, so that now “King Pharr” identifies, to the 
public, a product in the market and its source. 

26—Because of the nature of the goods and the customers (plaintiff’s products, particularly 
okra, are sold to many colored people and foreign born, especially Greeks) “Pharr” is the 
word that catches the eye of the purchaser. Therefore, “Pharr” is the important word to the 
public in the “King Pharr” trade-mark. 

The ordinary purchaser (for consumption) of canned goods does not carefully examine 
the labels thereof, paying attention only to the trade-marks, so an explanation of the source of 
canned goods under a label with the name “Pharr” in the trade-mark would not prevent confu- 
sion. 

27—Any label with the name “Pharr” in the trade-mark has created confusion as to the 
source of the products, deceived the public, and resulted in the passing off of defendant’s canned 
products for those of the plaintiff, and will continue to do so. 

28—The corporate name of defendant, Pharr Canning Company, Inc., is used upon de- 
fendant’s labels, and elsewhere, in the manner customarily used by all packers or canners, 
for purposes of identification of packer principally, and is not used in any manner to deceive 
the public and pass off the goods of defendant for those of the plaintiff. As long as the cor- 
porate name is not so used by defendant to deceive the public and pass off its goods for those 
of plaintiff, no useful purpose, other than punishment of the defendant, would be served by 
enjoining the use of the corporate name, or by requiring defendant to insert an explanation 
of no connection with plaintiff. 

29—The evidence does not disclose the extent of the sales made by defendant under the trade- 
mark “Pharr’s Finest,” nor does the testimony introduced by plaintiff establish with reasonable 
certainty that it has suffered actual monetary damage by reason of the sales of defendant under 
said mark. The profits, if any, that were lost by the plaintiff because of the sales made by 
defendant are purely speculative in so far as reflected by the evidence adduced by either party. 


2. Conclusions of law. 

1—The Court has jurisdiction of the parties and of the subject matter of this cause. 

2—Trade-mark “King Pharr” has acquired a secondary meaning, so that it identifies to 
the public a product and its source. 

As a result thereof, plaintiff has a valuable right in said trade-mark. 

3—Defendant’s present “Pharr’s Finest” mark and label results in infringement and unfair 
competition with plaintiff’s “King Pharr” trade-mark. 

4—As a result of the agreement of March 29, 1945, whereby Goodwin Pharr sold his interest 
in the partnership, King Pharr Canning Operations, the defendant, of which Goodwin Pharr 
is principal stockholder and controlling head, is divested of any right it might have otherwise 
had to use the name “Pharr” in any manner as a trade-mark of its canned food products. 

5—Defendant should be enjoined from using the name “Pharr” in any manner or capacity 
in its trade-mark (1) since the natural result of such use, regardless of vignette or label 
arrangement, will be to create confusion as to source, deceive the public, and pass off the goods 
of the defendant for those of the plaintiff; and (2) the agreement, set forth in finding of fact 
No. 11 and referred to in conclusion of law No. 4, divested defendant of any right which would 
otherwise exist to use of name “Pharr” in a trade-mark or label. 

6—As long as defendant does not use its corporate name, Pharr Canning Company, Inc., 
in any manner to create confusion as to the source, or to pass off its goods for those of the 
plaintiff, it should not be enjoined from using the corporate name for mere identification of the 
packer or canner. 

7—Defendant’s counterclaim should be dismissed as to the first cause of action. The registra- 
tion under the Act of March 19, 1920, was valid for whatever benefits that enure from such 
registration. However, registration does not affect validity of the trade-mark, and for purposes 
of the determination of the merits of the main controversy is entirely immaterial. 

8—Defendant’s counterclaim should be dismissed as the second cause of action. The question 
attempted to be raised thereby is not properly before the Court for determination. 

9—The plaintiff is not entitled to an accounting or to a judgment for damages on account 
of the acts of the defendant. 

10—The plaintiff has acted with due diligence at all times since obtaining definite informa- 
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Discussion 


Defendant asserts that the trade-mark “King Pharr” being merely the name of 
a deceased person in simple block letters, not printed in a distinctive manner, is in- 
valid, and that the defendant has suffered damage by the purported registration. 
Validity of a trade-mark and proper registration (plaintiff’s mark was registered 
under Act of 1920) are not synonymous, and in fact, the registration by plaintiff in 
1945 was a mere formality so far as the merits of this case are concerned and did 
not purport, and plaintiff does not so contend, to establish the validity of “King 
Pharr” as a trade-mark. 

The Court is of the opinion that the registration under the Act of March 19, 
1920, was valid. Armstrong Paint and Varnish Works v. Nu-Enamel Corp., et al., 
305 U. S. 315. However, since, in the final analysis, plaintiff is insisting upon an 
injunction, a remedy available at common law in a proper case, and not upon any 
relief given by and existing solely by virtue of the Act of March 19, 1920, it is imma- 
terial on the question of validity as to whether the registration was proper, since 
validity is not determined or affected thereby. 

In addition to diversity of citizenship and jurisdictional amount, the registration, 
proper or improper, and the claim thereunder is sufficient to give the Court juris- 
diction to the claim of trade-mark infringement and unfair competition. Armstrong 
Paint and Varnish Works v. Nu-Enamel Corp. et al., supra; Title 28, U.S. C., sec. 
1338. 

“King Pharr,” before the man by that name entered the canning business, was 
the name of an individual and as such was not available for appropriation as a valid 
trade-mark. At that time the only significance attached to it was that it was the 
name of the man. However, over a long period of years, because of its use in trade, 
the name has acquired a new meaning or a secondary significance, so that now 
“King Pharr” identifies, to the public, a product in the market and its source. The 
purchasing public has long since forgotten, if it ever knew, the man. Therefore, 
the plaintiff, in using “King Pharr” as its mark, has acquired a valuable right, and 
it is entitled to appeal to this court for the protection of that right. See, for cases 
involving “secondary meaning”: Armstrong Paint and Varnish Works v. Nu-Ena- 
mel Corp., et al., supra; J. A. Dougherty’s Sons, Inc. v. Dougherty, D. C. E. D. Pa., 
36 F. Supp. 149; Little Tavern Shops, Inc. v. Davis, 4 Cir., 116 F. 2d 903; Grocers 
Baking Co. v. Sigler, 6 Cir. 132 F. 2d 498. 


tion of the action of the defendant and has not misled the defendant to its damage in any 
manner and, therefore, is not estopped to assert its rights to an injunction. 

11—A decree i in accordance with the above should be entered, enjoining the defendant from 
using the name “Pharr” in any manner as its mark, or a part of same, upon labels for its 
canned foods and directing that the defendant destroy all labels now in its possession containing, 
as a part of its mark, the word “Pharr,” in any manner as its mark, or a part of same, upon 
labels for its canned foods and directing that the defendant destroy all labels now in its pos- 
session containing, as a part of its mark, the word “Pharr,” and from continuing the use of any 
statement on its stationery or otherwise indicating that the defendant is the successor to the 
business of King Pharr, that was established in 1904. 

Those portions of the plaintiff’s complaint praying for an injunction against the use of the 
corporate name “Pharr Canning Company, Inc.”, on the labels, so long as presently used, and 
for an accounting, should be dismissed. 

The counterclaim of defendant as to both alleged causes of action should be dismissed. 

Costs should be adjudged against the defendant. 
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The existence of a secondary meaning is a question of fact, and being such, each 
case must be determined according to its particular facts. In the instant case, “King 
Pharr” has been used on labels of cans containing vegetables since 1904. True, until 
1918 it was used for identification of packer, but since that date up to and including 
the present, it has been used as a trade-mark. Time is the usual standard but not 
the exclusive one. Barton v. Rex-Oil Co., 3 Cir. 2 F. 2d 402. The period of time 
during which “King Pharr” has been before the purchasing public, the extensive 
area of operations (now generally sold in 20 states), advertising in connection there- 
with, and the normal and natural acquaintance of the public with the mark due to 
continuous association therewith in the market, combine to establish the secondary 
meaning of the “King Pharr” mark. 

The law of trade-marks is ordinarily inseparably connected with the law of un- 
fair competition, with the former being a part of the broader field of the latter. Thus, 
even though a mark has not been registered or is incapfable of becoming a valid 
trade-mark, because it may not be exclusively appropriated by any one person, still, 
in a proper case, one may be protected under the law of unfair competition from the 
acts of another in passing off the latter’s goods or business for the goods or business 
of the former. The protection, of course, runs to the business man or merchant 
injured and to the public, the protection of the public from such deceitful practices 
being of primary consideration. Too, there is the underlying principle of promoting 
honesty and fair dealing. See: Nims, Unfair Competition and Trade-Marks, Vol- 
ume 1, Chapter 11, page 36, for a discussion of the basis of the action for unfair 
competition. 

Since, in the instant case, the plaintiff’s mark has acquired a secondary meaning, 
it now occupies that favored status under the law, whether trade-mark or unfair 
competition, which entitles it to the protection afforded by the law. Of course, the 
extent of that protection varies with the necessities of each case. As stated by the 
Court in Armstrong Paint & Varnish Works v. Nu-Enamel Corp., et al, supra, at 
page 336. 


When a name is endowed with this quality (secondary meaning), it becomes a mark, 
entitled to protection. The essence of the wrong from the violation of this right is the sale 
of the goods of one manufacturer for those of another. 


Thus, whether or not, by acquiring a secondary meaning, a name, otherwise 
invalid as a trade-mark, becomes valid, the practical result is the same and the 
same protective relief is accorded under the law of unfair competition, and it is 
neither necessary nor desirable to split the two in this case. 

It is not uncommon for there to be a conflict of principles or “rights” in cases 
of this sort, and the instant case presents such a conflict. The principal stockholder 
of defendant, Goodwin Pharr (as appears from the findings of fact he owns all but 
qualifying shares in the defendant corporation), insists that he is merely using his 
own name for the conduct of defendant’s business and that he is entitled to so do. 
Assuming at this time that this well recognized right in an individual exists in the 
defendant corporation, because of its stock ownership, it remains that the right is 
coupled with a duty not to use the name so as to pass its goods off for those of 
another with the resulting injury to that other and the deceit of the public, whether 
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the passing off be intentional or the necessary result of selling goods under the name 
“Pharr.” As stated in J. A. Dougherty’s Sons, Inc., Distillers, v. Dougherty, supra: 
It must be noted, though, that while it is true that every man has a right to use his 
own name in his business, it is also true that he has no right to use it for the purpose of 
stealing the good will of another’s business. The right to use a name because of its generic 
signification does not imply a right to use it to destroy good will belonging to another. 
L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88, 35 S. Ct. 91, 59 L.Ed. 142; 
Vick Medicine Co. v. Vick Chemical Co., 5 Cir., 11 F. 2d 33; De Nobili Cigar Co. v. 
Nobile Cigar Co., 1 Cir., 56 F. 2d 324; R. B. Davis Co. v. Davis, supra (11 F. Supp. 
269). In cases concerned with one’s use of his own surname the power of the court is 
properly directed towards the correcting of an abuse of the right to use a personal name 
rather than the denial of that right. Howe Scale Co. v. Wyckoff, Seamans, etc., 198 
U. S. 118, 136, 25 S. Ct. 609, 49 L. Ed. 972. So adjudications precluding use of personal 
names are not properly to be deemed deprivations of rights. 


See, also: Gamlen Chemical Co. v. Gamlen et al. D. C. W. D. Pa., 79 F. Supp. 
622. 

In this case, when Goodwin Pharr formed the defendant corporation in 1946, 
he had actual knowledge of the existence of the plaintiff, of the vegetables canned 
by plaintiff, of the trade-mark “King Pharr,” of the labels of plaintiff, of the trade 
territory of plaintiff, of the canning processes employed by plaintiff, and other 
matters relating to the business which a recent partner would have naturally ac- 
quired while in the business. With this knowledge, he, as principal stockholder in 
complete control of the defendant corporation, proceeded to imitate, very closely, the 
labels of plaintiff, and distribute goods in some or all of the same markets used by 
plaintiff. From these facts, the logical inference is that defendant deliberately in- 
tended to mis-represent and pass off its goods for the goods of the plaintiff. But, 
aside from fraudulent intent, the result is the same, for the action of the defend- 
ant, through Pharr, would necessarily create confusion as to source, deceive the 
public and injure the plaintiff. This is all that is necessary to entitle the plaintiff 
to some relief, a showing of actual confusion being unnecessary. Feil v. American 
Serum Co., 8 Cir. 16 F. 2d 88, 90; Queen Mfg. Co. v. Isaac Ginsberg & Bros., Inc., 
8 Cir., 25 F. 2d 284, 288; Esso, Inc. v. Standard Oil Co. 8 Cir. 98 F. 2d 1, 5, 6; 
Gamlen Chemical Co. v. Gamlen, et al., supra. 

The form of the relief to be granted in cases of this sort, with conflicting princi- 
ples, is particularly troublesome. In deciding the case, the Court has no desire to 
punish the defendant nor does it wish to unduly restrict it in the operation of its 
buisness, but since the plaintiff is entitled to relief, that relief should be sufficient to 
afford protection of its rights to the use of the mark “King Pharr.” To hold that this 
Court may not accord a deserving litigant complete relief, whatever form that relief 
may take, would be to say that the invoking of the jurisdiction of this Court is a 
futile and useless thing. Having decided that this defendant may not use the name 
“Pharr” in unfair competition with the plaintiff or infringe upon the trade-mark 
of the plaintiff, it necessarily follows that if unfair competition and infringement 
be the necessary and natural result of any use of the name “Pharr” as a mark, 
then the defendant may not use the name “Pharr” at all on its labels and in its 
brands. 

“Pharr” is the word that catches the eye of the purchaser, bearing in mind the 





724 THE TRADE-MARK REPORTER 39 T. M.R. 


nature of goods and the customer. The canned goods, particularly okra products, 
are sold to many colored people and foreign born, especially Greeks. But whatever 
the intelligence of the customer, he is not likely to minutely inspect a can bearing 
the name “Pharr’s” or “King Pharr” to ascertain if it be the goods of plaintiff or 
defendant. The character of canned goods refutes such an examination. A differ- 
ent situation exists in the purchase and sale of expensive items, such as safes, pianos, 
and the like. Possibly in the case of the latter type article an explanation accom- 
panying the trade-mark would be sufficient to accord the protection called for, and 
to render justice. It has been held. Donnell v. Herring-Hall-Marvin Safe Co., 208 
U. S. 267; Stark et al. v. Stark Bros. Nurseries & Orchards Co., 8 Cir., 257 F. 9; 
Stix, Baer & Fuller Dry Goods Co. et al. v. American Piano Co. 8 Cir. 211 F. 271. 

The defendant need not have followed the course that it adopted in imitating 
the plaintiff’s labels, in violation of the known rights of the plaintiff. The canning 
business, as other modern businesses, is not so highly personalized as to render it 
unprofitable, other things being equal, when conducted under a label or trade-mark 
not already in established use by another. It most certainly would be to defendant’s 
advantage to trade under a mark with established reputation and good will, but 
this is the very thing that it is the purpose of the law to prevent. 

When consideration is given to the length of time goods labeled “King Pharr” 
have been upon the market; the secondary meaning of “King Pharr ;” the associa- 
tion of Goodwin Pharr (principal stockholder and moving spirit of defendant) with 
the “King Pharr” mark and his participation in the partnership which was a pred- 
ecessor of plaintiff ; the knowledge necessarily acquired during such association and 
participation ; the sale of Pharr’s interest for a valuable consideration ; the formation 
of the defendant corporation and the subsequent adoption by it of the “Pharr’s Fin- 
est” brand and labels; and the natural confusion as to source resulting from such 
adoption, it follows that complete relief can be accorded to the plaintiff only if the de- 
fendant be enjoined from using the name “Pharr” in any manner as a trade-mark 
for its canned goods.® It simply would not be practical to require the defendant 
to print words of explanation as to the source of the goods on the labels, for from the 
nature of the goods and the manner of distribution to the consuming public, common 
sense dictates that this procedure would not provide the relief to which plaintiff is 
entitled. Due to the secondary meaning of the “King Pharr” mark in this case, 


3. Decree. On May 12, 1949, this cause came on for trial before the court without the 
intervention of a jury, the plaintiff appearing by Mr. Beekman Aitken and Mr. Cecil Warner, 
its attorneys, the defendant appearing by Byrne C. Bowman, Mr. J. Clib Barton and Mr. Robert 
Jones, its attorneys. Presentation of evidence was concluded on said date, the cause submitted 
and the parties were directed to furnish briefs in support of their respective contentions. 

Now, upon consideration of plaintiff’s complaint, the answer and the counterclaim of the 
defendant and plaintiff’s answer to said counterclaim, the stipulation of the parties and the 
evidence adduced at the trial of this cause, together with the briefs of the parties heretofore 
submitted, the court makes and files herein its findings of fact and conclusions of law, upon 
which and in accordance therewith, 

Ir 1s CONSIDERED, ORDERED AND ADJUDGED that the defendant, Pharr Canning Company, 
Inc., its agents, servants, employees and all other persons in active concert or participation with 
it, be and are permanently enjoined, restrained and prohibited from using the name “Pharr” in 
any manner as its mark or a part of same, upon labels for its canned foods, and from con- 
tinuing the use of any statement on its stationery or otherwise indicating that the defendant 
is the successor to the business of King Pharr, that was established in 1904; and that the 
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any canned goods of defendant under a label with the name “Pharr” appearing in any 
capacity as part of a trade-mark, would naturally tend to create confusion as to 
source, thus deceiving the public and injuring the plaintiff. 

This is not a case where Goodwin Pharr is using his own surname “Pharr” in 
the sale of canned vegetables, nor is it a case where he has made such use of his 
name and thereafter assigned the mark to the defendant corporation. The Court 
is aware of the distinction made by some cases between the situation where a cor- 
poration is using a surname as a trade-mark, even though it be the name of a stock- 
holder and officer, and the situation where an individual is using his own name. 
See: National Distilling Co. v. Century Liquor & Cigar Co. et al., 6 Cir., 183 F. 
206 ; Vick Medicine Co. v. Vick Chemical Co., 3 Cir., 11 F. 2d 33; J. & P. Coats, 
Ltd. v. John Coates Thread Co., C. C. Minn., 135 F. 177. However, in the instant 
case it is not practical from the standpoint of either party to invoke this principle. 
The defendant corporation, with one chief stockholder, could be dissolved, and it 
might be if the fact that it is a corporation be the only block to the use of the name 
“Pharr” as a trade-mark. A determination based upon this fact would be highly 
unsatisfactory, and in all probability would not result in a final adjudication of this 
controversy. 

Aside from the determination set forth above, which is based upon a consideration 
of the law of trade-marks and unfair competition, the Court believes that under the 
law of contracts, the plaintiff is entitled to the same relief on the question of enjoining 
the use of the name “Pharr” as a trade-mark for defendant’s products. 


On March 29, 1945, Goodwin Pharr sold his interest in the partnership, which 
was a predecessor of plaintiff, for a valuable consideration. The consideration may 
not have been all that one would hope for, but the fact remains that the sale 
was voluntarily made, with full knowledge of the facts, and the transaction was not 
tainted by fraudulent conduct on the part of any one. In all, Goodwin Pharr re- 
ceived approximately $100,000.00. The sale agreement provided : 


that Pharr does hereby sell, transfer set over and deliver to the said Brush and McPhillips 
his entire interest in the partnership business heretofore conducted under the name of 
King Pharr Canning Operations, including all moneys, accounts, machines, supplies of 
every kind and description, labels on hand, all products on hand and raw materials on 
hand, together with the good will of the business, the King Pharr brands and trade- 
marks for all food products, privileges, quotas and all assets of the partnership business 
both tangible and intangible. 


said defendant destroy all labels now in its possession containing, as a part of its mark, the 
word “Pharr,” and the exceptions of the defendant are saved. 

Ir Is FuRTHER CONSIDERED, ORDERED AND ADJUDGED that those portions of the complaint 
praying for an injunction against the use of the corporate name “Pharr Canning Company, 
Inc.” on the labels, so long as presently used for identification of packer and canner, and for 
an ~ ce and for damages, be and are dismissed, and the exceptions of the plaintiff are 
saved. 

It 1s FuRTHER CONSIDERED, ORDERED AND ADJUDGED that the counterclaim of the defendant 
as to both alleged causes of action be and is dismissed, and the exceptions of the defendant 
are saved. 

Ir 1s FurTHER CONSIDERED, ORDERED AND ApDJuDGED that the plaintiff have and recover of 
and from the defendant all of its costs herein expended. 

This June 13, 1949. 

Jno. E. MILLer, 
U. S. District Judge. 
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A person who has used his surname as a trade-mark may transfer or assign the 
same to another and thereby divest himself of the right to use his name in a similar 
business. As stated in Guth v. Guth Chocolate Co., 4 Cir. 224 F. 932. 


It is well settled that a person who has adopted and used his surname as a trade-mark, 
or trade name, may transfer the same with the good will of a business and thereby 
divest himself of the right to use his name in connection with such a business. 


In Richmond Nervine Company v. Richmond, 159 U. S. 293, Mr. Justice Brown 
stated : 


The fact that such a trade-mark bears Dr. Richmond’s own name and portrait does 
not render it unassignable to another. 


In Menendez v. Holt, 128 U.S. 514, the court stated : 


It may be that where a firm is dissolved and ceases to exist under the old name, 
each of the former partners would be allowed to obtain ‘his share’ in the good will, so far 
as that might consist in the use of trade-marks, by continuing such use in the absence 
of stipulation to the contrary; but when a partner retires from a firm, assenting to or ac- 
quiescing in the retention by the other partners of possession of the old place of busi- 
ness and the future conduct of the business by them under the old name, the good will 


remains with the latter as of course. 
.... In our judgment Ryder’s claim to any interest in the good will of the business of 
Holt & Co., including the firm’s trade-marks, ended with his withdrawal from that firm. 


See, also: The LePage Co. v. Russia Cement Co., 1 Cir., 51 F. 941; Ball v. Best, 
C.C. Ill., 135 F. 434. 

The principle of these cases is that one cannot keep for himself the essential 
thing that he has sold, and also keep the price received. Certainly, the defendant 
could not use the trade-mark “King-Pharr.” This would be true even though the 
trade-mark had not been expressly transferred. Menendez, v. Holt, supra. The use 
of “King Pharr” by the defendant, since Goodwin Pharr is the controlling stock- 
holder, would obviously be in derogation of the contract, and a flagrant violation 
of the rights of the plaintiff thereunder (plaintiff succeeded to the rights of the for- 
mer partners of Pharr). Should the defendant corporation, under the control and 
domination of Pharr, be able to do the same thing by merely altering the mark to 
“Pharr’s Finest ?” 

The Court has previously discussed the natural effect of the use by defendant of 
the name “Pharr” as a trade-mark, and that discussion is applicable here, the sub- 
stance of which is that any use of “Pharr” by the defendant would tend to create 
confusion as to the source of the products. | 

It is true that the agreement of March 29, 1945, whereby Pharr transferred his 
interest to his partner, does not specifically provide that Pharr should not thereafter 
use his own name in a competing business, but under the facts of this case, that 
must be the result, whether that result be reached by (1) interpreting the express 
language of the contract as covering this point, or (2) “implying” the same as 
necessarily intended from the language used and purpose to be accomplished by 
the agreement (if there be a difference in (1) and (2)), or (3) by invoking the 
principle of estoppel. The defendant should be held to the agreement entered 
into by its principal stockholder. 
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The execution of this agreement, and the consequent results thereof, makes this 
a materially different case from the one where an individual is entering a field for 
the first time and is conducting his business under his own name. In such a case 
he has a right to use his own name, subject, of course, to the duty not to infringe 
another’s trade-mark or engage in unfair competition, but in the instant case, that 
right, if not expressly destroyed by the agreement, may not be asserted by this de- 
fendant against the plaintiff as a justification for infringing its trade-mark or unfairly 
competing with it. And, the fact that the defendant, a corporation, is using the 
name is immaterial, for Goodwin Pharr may not do through a corporation what 
he could not do himself. 

For this additional reason the defendant should be enjoined from using the name 
“Pharr” in any manner upon the labels of its products. 

The plaintiff contends that the defendant should be enjoined from using the 
trade-name “Pharr Canning Company, Inc.” as well as from using a trade-mark with 
the name “Pharr” therein. 

Generally, the word “trade name” applies to a business and its good will, while 
the word “trade-mark” applies to the commodity to which it is affixed. The de- 
fendant is using the trade name for purposes of identification only upon its labels, 
and as previously stated, from the nature of the goods and customers involved herein, 
minute inspection of the cans are neither customary nor likely. Therefore, as 
presently used, the name of defendant corporation does not create confusion as to 
the source of the products. 

The Court in determining this controversy is not attempting to remove the 
defendant from the canning business, nor to destroy its business because it com- 
petes with the plaintiff. It is only concerned with preventing infringement and 
unfair competition. Neither does the agreement, heretofore discussed, call for a 
different result. 

Therefore, so long as the defendant does not use its corporate name in any 
manner to infringe upon or unfairly compete with the plaintiff, it should not be en- 
joined. 

The facts of this case do not make it a proper one for invoking the doctrine 
of laches. The plaintiff has been reasonably diligent in asserting its rights. Further- 
more, mere delay or acquiescence cannot defeat the remedy by injunction in support 
of the legal right, unless it has been continued so long and under such circumstances 
as to defeat the right itself. Menendez v. Holt, supra. See, also: R. B. Davis Co. v. 
Davis, 2 Cir. 75 F. 2d 499, 500. 





GENADEEN CATERERS, INC. v. HOTEL GENADEEN, INC. 
N. Y. S. Ct., Queens County—June 23, 1949 


TRADE NAMES—ACQUISITION OF RIGHTS—GENERAL 
Plaintiff held to have established rights and good will in trade-names “Hotel Genadeen” 
and “Genadeen Caterers.” 
Defendant purchasers at foreclosure, held not to have acquired plaintiff’s rights. 
TrapE NAMES—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Genadeen” held to fall without the class of words forbidden to be appropriated for ex- 
clusive use as far as hotel and catering businesses are concerned. 
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TRADE NAMES AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Defendant’s use of “Hotel Genadeen” in catering business held an appropriation of 
plaintiff’s rights in that name. 
Defendants enjoined from using the name “Genadeen” in connection with catering business 
or service of food at premises formerly owned by plaintiff. 


Unfair competition suit by Genadeen Caterers, Inc., against Hotel Genadeen, 
Inc. Judgment for plaintiff granting injunction and dismissing counterclaim. 


Curr, J.: 


This suit is based upon a charge by plaintiffs of unfair competition on the part 
of defendants. The parents of plaintiff conducted a restaurant in New York City 
for twenty years (1902-1922) wherein they served only kosher food, adhering 
strictly to the Hebrew dietary laws. In 1922, having purchased the real property, 
they erected a hotel at No. 271 Beach Nineteenth street, Far Rockaway, Queens 
County, which they named “Hotel Genadeen” wherein they continued to provide 
kosher food and no other kind. 

By this time, their children had grown and they collaborated with them in the 
conduct of “Hotel Genadeen.” Eventually (date is not important) the parents 
dropped out and the children carried on alone. Beginning in 1922 and continuing 
through 1939, by the combined operation of the family under the name “Hotel 
Genadeen” wherein kosher food was exclusively sold, an American plan hotel was 
maintained. 

I find that during that period (1922-1939) definite good will treating with serv- 
ing kosher food was established by plaintiffs at said No. 271 Beach Nineteenth street, 
under the name “Hotel Genadeen.” After 1939, renting rooms was the main ac- 
tivity of “Hotel Genadeen” although the kosher food specialty was not abandoned ; 
it was restricted to the Jewish holiday seasons. 

Foreclosure took title to this land and improvements thereon away from plain- 
tiffs’ control in 1938 but plaintiffs continued to operate “Hotel Genadeen” on the 
same premises in the same way as tenants until 1946. It was as early as 1935 
that plaintiff, Genadeen Caterers, Inc., was formed. It operated under the name 
and was known as “Genadeen Caterers.” In the latter capacity, up to 1946, plain- 
tiffs provided the kosher food at the leading New York City hotels and some syna- 
gogues on specific occasions when they were retained, the food always being pre- 
pared at the “Hotel Genadeen” premises. The business of selling and serving kosher 
food increased annually for plaintiffs from $18,980 in 1935 to $166,410 in 1947 
and $132,610 in 1948. 

The evidence was overwhelming that plaintiffs, under the name “Hotel Gena- 
deen” and “Genadeen Caterers” had established up to 1946 and since, an excellent 
and valuable reputation as caterers of kosher food. The year 1946 is important 
because it was in June, 1946, when defendants obtained by purchase the land and 
improvements on which Hotel Genadeen stood; plaintiffs left the premises. De- 
fendants operated the place under the name “Hotel Genadeen Inc.” 

There never was a sale to defendants of the name “Genadeen” in any form, 
although defendants offered evidence and now present argument to sustain their view 
that they had acquired the right to the name. I find that plaintiffs originated, nur- 
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tured and established the names “Hotel Genadeen” and “Genadeen Caterers” and 
that they identified and were symbolical of the high class specialty catering which 
plaintiffs had carried on since the Hotel Genadeen was built by the individual plain- 
tiffs’ parents in 1922. 

In April, 1947, defendants embarked upon the catering of kosher food business in 
direct competition with plaintiffs and that practice has continued to date using the 
name “Hotel Genadeen Inc.” 

I find that defendants, in their catering activities, have appropriated the name 
“Genadeen” from plaintiffs ; that their use of it confuses and deceives the public to 
the detriment and damage of plaintiffs in their catering business. 

There is a vast difference between this case and Stogop Realty Co., Inc., et al. v. 
Marie Antoinette Hotel Co., 217 App. Div. 555, upon which defendants rely. Out- 
standing is the fact that in the above case, the Flanagan heirs conveyed the hotel 
property with the usual clause in the deed “together with the appurtenances and 
all the estates and rights of the (sellers) in and to said premises,” whereas at bar, 
defendants’ predecessor in title obtained his title by foreclosure which deed did not 
include that appurtenance clause. The Flanagan heirs owned and had a right to 
convey the name ; defendants’ vendor never owned and never had the right to convey 
the name. Defendants never acquired the right to use it. 

The argument of defendants that “Genadeen” is a word of common usage like any 
other descriptive word may not be sustained. I must hold that the word, as far as 
this case is concerned, falls without the class of those words which are forbidden to 
be appropriated for exclusive use. 

Judgment with costs will be entered in plaintiffs favor, enjoining defendants 
from using the name “Genadeen” in conjunction with the catering business or the 
service of food at premises, No. 271 Beach Nineteenth street, Far Rockaway, and 
dismissing defendants’ counterclaim. Damages will not be awarded because plaintiff 
has abandoned that relief. 


LEVER BROTHERS COMPANY v. GOLD SEAL COMPANY 
Commissioner of Patents—June 15, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the words “Gold Seal,” centered in conventional repre- 
sentation of a seal, which in turn, is centered in a background bounded by a circle, held 
confusingly similar to “Gold Dust,” used on similar goods, under 1905 Act. 
Fact that marks are displayed with different “environmental background or design” 
is immaterial. 
TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Glass cleaner and polish held goods of same descriptive properties as washing powder, 
under 1905 Act; both are cleaning compounds and fact that one is liquid and the other is 
powder held immaterial. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lever Brothers Company against Gold Seal Co. (Gold 
Seal Company, assignee, substituted). Applicant appeals from decision sustaining 
notice of opposition. Affirmed. 
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Spencer A. Studwell of New York, N. Y., for opposer. 
Paul, Paul & Moore, of Minneapolis, Minn., and Beale & Jones, of Washington, 
D. C. for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the notice of opposition to an application for registration of a trade-mark for “glass 
cleaner and polish,” under the Trade-Mark Act of 1905. The mark sought to be 
registered comprises the words “Gold Seal,” centered in a geometrical design repre- 
senting a conventional seal which, in turn, is centered in a background bounded by 
a circle. 

Opposer relies upon its ownership and prior use of the trade-mark “Gold Dust,” 
as a trade-mark for “washing powder,” and has submitted a number of registrations 
disclosing its trade-mark for said product, contending that it would be damaged by 
the registration of applicant’s mark in view of the confusion in trade clause of sec- 
tion 5 of the Trade-Mark Act of 1905. The Examiner of Interferences has found 
likelihood of confusion pursuant to that section. In addition to the registration of 
record, ownership of which is conceded, a stipulation has been filed identifying one 
of opposer’s containers and indicating widespread advertising and large sales of the 
opposer’s product under the mark. 

Applicant contends that however considered, there is not sufficient resemblance 
either between the marks or the goods that confusion will be likely to result from the 
use of the mark for which registration is sought. “Gold Seal” and “Gold Dust” 
considered by themselves appear to be so similar that there is reasonable likelihood 
of confusion from their concurrent use on goods of the same descriptive properties. 
Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 35 C.C.P.A. 985, 166 F. 2d 
586 [38 T. M. R. 553]. The fact that the marks are displayed with a different “en- 
vironmental background or design” cannot affect this. W. B. Roddenbery Co. v. 
Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

With respect to the goods of the parties, both are cleaning compounds. One 
is a liquid and one is a powder and from the description of the goods in opposer’s 
registrations and from the recommended uses on its packages, opposer’s may be 
used in many applications for which there is no indication that applicant’s would 
be suitable. Opposer’s product is, however, adapted for and recommended for use 
in cleaning and polishing glassware, mirrors, windows and similar uses. The stip- 
ulation of facts states that “Gold Dust” has been used since 1887 by opposer and its 
predecessors “as a trade-mark for a compound in powder form having detergent, 
washing, cleansing and polishing properties and adapted and used for cleaning and 
polishing glassware, mirrors and windows.” ‘They clearly possess the same descrip- 
tive properties. The fact that one is liquid and the other is powder, cannot affect 
this. Barton Manufacturing Company v. Hercules Powder Co., 24 C. C. P. A. 982, 
88 F. 2d 708 [27 T. M. R. 220]; The Proctor & Gamble Co. v. J. L. Prescott Co., 
18C.C. P. A. 1433, 49 F. 2d 959 [21 T. M. R. 314]. 

I accordingly agree with the conclusion of the Examiner of Interferences that 
there is reasonable likelihood of confusion from the concurrent use of the marks 
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involved upon the products of the parties and that the opposition should be sustained. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 


RODDENBERY, Et aL. v. THE CHARLES A. PETERSON COMPANY 


Commissioner of Patents—June 16, 1949 


CANCELLATIONS—PROOF OF USE—GENERAL ; OPPOSITIONS—ProoF oF USE—GENERAL 
Uncontradicted testimony of record on behalf of petitioner for cancellation and opposer, 
supported by certain documentary exhibits, held clear and convincing to establish priority. 
CANCELLATIONS—DEFENSES—ESTOPPEL ; OPPOSITIONS—DEFENSES—ESTOPPEL 
Fact that prior application, by opposer-petitioner, for registration of same mark, was 
rejected ex parte because of registrations of third parties and no appeal was taken, held 
not to constitute estoppel in these proceedings where only question involved is Peterson's 
right to maintain and secure registrations. 
TRADE-MARKS—GoOoDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Shelled edible nuts, raw or salted, held goods of the same descriptive properties as peanut 
butter, pickles and relish, under 1905 Act. 
While the existence of different outlets of trade is entitled to consideration in determining 
descriptive properties of the goods, it is not conclusive since marketing methods are always 
subject to change. 


Appeals from Examiner of Interferences. 

Trade-mark cancellation proceeding by J. B. Roddenbery et al. against The 
Charles A. Peterson Company. 

Trade-mark opposition by J. B. Roddenbery et al. against The Charles A. Peter- 
son Company. 

The Charles A. Peterson Company appeals from decision sustaining both the 
petition for cancellation and the notice of opposition. Affirmed. 


Mida, Richards & Murray and John B. Hosty, of Chicago, IIl., for Roddenbery 
et. al. 
W oodling & Krost, of Cleveland, Ohio, for The Charles A. Peterson Company. 


DANIELS, A. C.: 


These are appeals from the decision of the Examiner of Interferences disposing 
of an opposition and a cancellation proceeding which have been submitted together 
on the same records and briefs, and in which the Examiner of Interferences sus- 
tained both the notice of opposition and the petition for cancelation. 

The registration involved in the cancelation proceeding, No. 419,070, registered 
under the Act of 1905, February 5, 1946 by the respondent The Charles A. Peterson 
Company (hereinafter referred to as Peterson), discloses the word “Capco” for 
“shelled edible nuts, raw or salted.” The word “Capco” also constitutes the 
essential feature of the application for registration Serial No. 488,929 involved in 
opposition No. 26,071, although it is accompanied by certain other wording, regis- 
tration being sought for the same products. 

Petitioner for cancelation and opposer, J. B. Roddenbery e¢ al., (hereinafter 
referred to as Roddenbery) bases the petition for cancellation and the notice of 
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opposition upon the allegations of ownership and prior use of the word “Capco” as a 
trade-mark for peanut butter, pickles, and relish, it being alleged that Peterson was 
not entitled to the registration at the time of filing his application therefor, and that 
Roddenbery was injured by such registration and would be damaged by the new 
registration of this mark, damage being predicated upon the confusion in trade 
clause of section 5 of the Trade-Mark Act of 1905. 

Each of the parties have taken testimony as to their original date of use of the 
marks on the goods. The Examiner of Interferences has found that Roddenbery 
adopted and used the mark for peanut butter, pickles, and relish prior to any 
use of the mark upon nuts proven by Peterson. While Peterson questions this ruling 
and argues that the testimony on behalf of Roddenbery was insufficient, such testi- 
mony is uncontradicted and supported by certain documentary exhibits and appears 
to be clear and convincing as to the date of first use. If it were to be questioned, 
even greater question would arise as to Peterson’s proof and after consideration of 
the evidence submitted, I agree with the conclusion of the Examiner of Interfer- 
ences that Roddenbery was the first to adopt the mark for the products stated. 

Prior to these proceedings and prior to the application of Peterson for registra- 
tion of either of the marks involved, Roddenbery filed an application for registra- 
tion of the word “Capco” for pickles, relishes and table syrup. This was refused 
by the Patent Office in view of certain prior registrations, and Roddenbery having 
taken no appeal, the application became abandoned. Peterson contends that this 
constitutes a determination by the Patent Office that Roddenbery has no rights 
m the mark, and that Peterson’s application having been passed for publication 
over certain of the same prior registrations constitutes determination of the question 
here involved. It is also contended that Roddenbery’s action in acquiescing to the 
refusal of registration constitutes an estoppel. The ex parte determination of the 
Roddenbery application can have no bearing on this case which involves only Peter- 
son’s right to maintain and secure a registration including the word “Capco,” and 
even were Roddenbery’s action in abandoning the application inconsistent, which, in 
my opinion, it is not, this could have no bearing. Crime Confessions, Inc. v. Fawcett 
Publications, Inc., 31 C. C. P. A. 760, 139 F. 2d 499 [34 T. M. R. 42]. 

Peterson places particular emphasis on its contention that the goods of the parties 
are not goods of the same descriptive properties. Under the ruling of the United 
States Court of Customs and Patent Appeals in W. B. Roddenbery Co. v. Kalich, 
34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73], pickles, relishes and peanut 
butter on the one hand, and fresh salted nuts on the other, must be considered to 
possess the same descriptive properties. 

Peterson’s evidence shows that practically all of its nuts are packed in small 
cellophane bags and reach the consuming public primarily through tobacco and 
candy stores, news stands, bowling alleys, drug stores, lunch counters and similar 
outlets. As so sold they are ordinarily displayed upon a card from which they must 
be detached by the consumer, this action opening the cellophane container, and the 
contents would therefore normally be consumed on the premises. Roddenbery’s 
products, on the other hand, are sold through grocery store outlets. Both are, how- 
ever, food products, and while the existence of different outlets of trade is entitled 
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to consideration in determining the descriptive properties of the goods, it is not con- 
clusive on that question, particularly since such marketing methods are always sub- 
ject to change. Nuts, both fresh and salted, are sold in grocery stores, even though 
Peterson’s may not ordinarily be so marketed. The essential characteristics of the 
products are not changed by this method of sale, and persons seeing the one product 
in one place, and the other in another, would be likely to believe that they emanated 
from the same source, particularly in view of the close similarity between peanut 
butter and nuts. 

The numerous decisions relied upon by Peterson in support of its claim that the 
goods do not possess the same descriptive properties have been considered, but do 
not appear as applicable to the products here involved as W. B. Roddenbery v. 
Kalich, supra, and I am constrained to agree with the conclusion of the Examiner 
of Interferences, that the goods of the parties possess the same descriptive properties, 
and that accordingly both the petition for cancelation and the notice of opposition 
must be sustained. 

The decision of the Examiner of Interferences is affirmed. 


SHARP & DOHME, INCORPORATED v. THE ATLANTIC COAST 
FISHERIES COMPANY (EMULSICAPS 
INCORPORATED, AsSIGNEE, SUBSTITUTED) 


Commissioner of Patents—June 17, 1949 


TRADE-M ARKS—MARKS CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Emulsicaps” held arbitrary or at least no more than suggestive as applied to capsules 
sold in bulk to the trade containing medicaments. 
“Mulsavite” held arbitrary or at least no more than suggestive as applied to preparation 
for treatment of dietary deficiencies. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
Marks must be considered in their entireties in determining question of confusing sim- 
ilarity. 
TRADE-MARKS—MARKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Emulsicaps” held not confusingly similar to “Mulsavite,” used on similar goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Sharp & Dohme, Incorporated against The Atlantic 
Coast Fisheries Company (Emulsicaps Incorporated, assignee, substituted). 

Applicant appeals from decision sustaining notice of opposition. Reversed. 


Raymond Underwood and Thomas G. Gillespie, Jr., of Glenolden, Pa., for opposer. 
Albert H. Kirchner, of Washington, D. C., for applicant. 


DANIELs, A. C.: 


The Examiner of Trade-Mark Interferences has sustained this opposition to an 
application to register the word “Emulsicaps,” under the Trade-Mark Act of Feb- 
ruary 20, 1905, as a trade-mark for “capsules sold in bulk to the trade containing 
various medicaments specified by the purchaser.” Applicant appeals. 
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The notice of opposition sets up ownership and prior use of the trade-mark 
“Mulsavite,” as a trade-mark for various preparations for the treatment and pre- 
vention of dietary deficiencies, under the Trade-Mark Act of 1905, and alleges that 
it will be damaged by the registration of applicant’s mark in view of the resemblance 
of the mark as applied to goods of the same descriptive properties pursuant to the 
confusion in trade clause of section 5 of the Trade-Mark Act of 1905. The only 
question raised on this appeal is that of the resemblances of the marks, priority of 
use of its mark by opposer, and the fact that the goods possess the same descriptive 
properties being conceded. 

In sustaining the notice of opposition, the Examiner of Interferences found that 
the marks of the parties : 


.... not only have seven letters in common, but the initial portions thereof “Mulsa” and 
“Emulsi,” aside from other manifest similarities, are practically indistinguishable as to 
sound. As pointed out by applicant, the terminal portions of these marks, “vite” and 
“caps,” are suggestive respectively of the vitamin preparations and capsules in connection 
with which said marks are employed, and it is therefore believed that purchasers would 
primarily rely upon the initial portions thereof, “Mulsa” and “Emulsi,” in identifying the 
goods of the parties as to source. 
It may be that the last syllable of the respective marks if used alone would have 
a suggestive nature, but a careful analysis seems necessary to ascribe any meaning 
to the marks when taken as a whole, and, so considered, each of them appears 
to be arbitrary, or at least no more than suggestive as applied to the goods of the 
parties. So considered, the only common feature between the marks appears to 
be the first four letters of opposer’s mark, (““Muls”) and the same four letters 
following the initial letter “E” of applicant’s mark. Neither of these stands out 
or appears particularly prominent, and it would appear to me that an examination 
of the marks in their entireties, and without particular reference to this syllable, 
would be the only proper approach to determining resemblance, or lack thereof. 
Nor, while proper subject matter for consideration, is the fact that a certain 
number of letters are common in each of the marks, (the Examiner points out 
that the same seven letters occur in each) particularly helpful in this case. While 
applicant’s counsel points out various combinations of the letters making up the 
marks which would result in words which are radically different, it seems sufficient 
to state that in the marks as presented, the seven letters are differently arranged, 
the marks begin and end differently, and the inclusion of the common syllable does 
not stand out or constitute a more distinctive portion of either of the words than 
does any other part thereof. Considered in their entireties, there appears to be no 
similarity of meaning nor similarity of appearance, and even if the Examiner of 
Interferences is correct in finding that “MULSA” and “EMULSI,” the initial 
portions of the marks, are similar as to sound, pronunciation of the complete 
marks in any manner, which it would seem might reasonably be used, would indi- 
cate complete dissimilarity in sound. 
I cannot therefore agree with the conclusion of the Examiner of Interferences 
that the resemblances between the initial portions of the marks is such as 
to render them confusingly similar as a whole, or as to indicate that their concurrent 
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use would be reasonably likely to result in confusion of trade. In view of the conclu- 
sion reached certain further contentions of the applicant need not be considered. 
The decision of the Examiner of Interferences is reversed. 


JOSEPH H. MEYER BROS. v. URBACH (po1nc Business as LLOYD 
MANUFACTURING COMPANY) 


Commissioner of Patents—July 5, 1949 


INTERFERENCES—EVIDENCE—GENERAL 
Senior party having submitted no proofs as to use held limited to filing date. 
Junior party has burden of proof to establish priority by clear and convincing evidence and 
any ambiguity or doubt must be resolved against it. 
On facts of record, junior party’s evidence of prior use held insufficient because of 
ambiguity, absence of explanation of lack of documentary proofs, and lack of evidence that 
the mark was actually used on items for which it is claimed. 


Appeal from Examiner of Interferences. 

Trade-Mark Interference between Joseph H. Meyer Bros. and Jack Urbach 
(doing business as Lloyd Manufacturing Company). Joseph H. Meyer Bros., ap- 
peals from decision awarding priority to Urbach. Affirmed. 


Greene & Durr, of New York, N. Y., for Joseph H. Meyer Bros. 
Leon M. Strauss, of New York, N. Y., for Jack Urbach. 


DANIELS, A. C.: 


This is an appeal from the decision of the examiner of trade-mark interferences 
adjudging that the junior party, Joseph H. Meyer Bros., is not entitled to the 
registration for which it has made application, Serial No. 511,887, filed November 
1, 1946, and that the senior party, Jack Urbach, is entitled to the registration sought 
by his application, Serial No. 508,943, filed September 12, 1946. Both pending 
applications are for registration of a trade-mark under the Trade-Mark Act of 
1905. The application for the junior party seeks registration of the word “Lyra” 
as a trade-mark for “necklaces, bracelets, finger rings, jewelry clips, brooches and 
earrings,” and that of the senior party discloses the same word as a trade-mark for 
—‘simulated pearls and costume jewelry.” No proofs have been submitted by the 
senior party, who is accordingly limited to his filing date, September 12, 1946. 

The junior party produced one witness who testified to its use of the mark be- 
ginning in about 1938. The testimony is, however, vague and general, and refers 
only to alleged use of the mark in connection with simulated pearls. A price list 
stated to have been effective during 1941, and two invoices, both dated in August, 
1941, are the only documentary evidence produced. Each contains reference to 
the word “Lyra” under the heading of “style number,” or “quality,” of “Richelieu” 
pearls. The witness stated that he didn’t know whether there were other price 
lists. There is nothing in either the lists or the invoices to indicate that “Lyra” 
was used as a trade-mark affixed to any goods covered by the invoices or which 
may have been sold pursuant to the price list. The witness did state that a printed 
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tag bearing the name “Lyra” on one side and “Richelieu” on the other was placed 
on necklaces sold by the junior party and that he had seen such tags on necklaces 
actually shipped to jobbers. As to when he saw such tags, no date and no partic- 
ular customer was specified. He further stated that “Lyra” had been used con- 
tinuously since 1937 and 1938, and had not been abandoned, but did not make any 
such statement in connection with his testimony as to the name tags or labels. His 
testimony is uncontradicted, and his credibility is impeached in no way and the 
uncontradicted testimony of the single witness if clear and. convincing may be 
sufficient, but it should be specific and unambiguous. While it is unnecessary in a 
proceeding such as this to produce large quantities of cumulative documentary evi- 
dence, such a meager showing as that of the two invoices and one price list, without 
explanation of the lack of other documentary evidence, or of any evidence to indicate 
specifically that the mark was actually affixed to the goods referred to as of any 
particular date, appears insufficient. The junior party is under the burden of 
establishing its priority by clear and convincing evidence and any ambiguity or 
doubt created by its own record must be resolved against it. Brewster-Ideal Choco- 
late Co. v. Dairy Maid Confectionery Co., 20 C. C. P. A. 848, 62 Fed. (2d) 844; 
B. R. Baker Company v. Lebow Brothers, 32 C. C. P. A. 1206, 150 Fed. (2d) 580; 
Kelly Liquor Co. v. National Brokerage Co., Inc., 26 C. C. P. A. 1110, 102 Fed. 
(2d) 857. The fact that the testimony shows that the mark has not been used on 
other items of jewelry, for which its use is claimed in the application, also casts 
doubt upon the early use of this mark. 
The decision of the examiner of trade-mark interferences is affirmed. 


THE BARBASOL COMPANY v. GILLETTE SAFETY RAZOR 
COMPANY 


Commissioner of Patents—July 6, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 
Razor blades held goods of the same descriptive properties as shaving cream, under 
1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
Similarity in sound or appearance may be sufficient to constitute confusing similarity. 
Fact that opposer’s mark is ordinarily accompanied by design features held not con- 
trolling. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Barbarossa” held confusingly similar to “Barbasol,” used on similar goods, under 
1905 Act. 
OpposITION—DEFENSES—UNCLEAN HANDS 
On facts of record, opposer’s use of registration notice held improper, but not sufficient 
to justify dismissal of notice of oppositon in view of ambiguity of opposer’s notice. 
Equitable defense of unclean hands held not one of the equitable principles made applic- 
able to pending contested cases by Section 19 of 1946 Act. 
Four Roses Products Co. v. Small Grain Distilling & Drug Co. distinguished. 
TRADE-M ARKS—REGISTRABILITY—GENERAL OPPOSITIONS—DEFENSES—GENERAL 
Primary question involved in opposition proceeding is that of applicant’s right to 
registration; and once applicant’s mark is held confusingly similar to opposer’s prior 





39 T. M. R. BARBASOL v. GILLETTE 737 


mark, this alone requires refusal of the application under the statute, irrespective of 
applicant’s defenses as against opposer. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Barbasol Company against Gillette Safety Razor 
Company. Applicant appeals from decision sustaining notice of opposition. Af- 
firmed. 


Harvey, Barber & McKee, of New York, N. Y., for Opposer. 
Philip Colman, of Boston, Mass., for Applicant. 


DaNIELs, A. C. 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining an opposition to an application for registration of a trade-mark 
for “safety razors and safety razor blades,” under the Trade-Mark Act of 1905. 
The mark sought to be registered comprises the word “Barbarossa.” 

Opposer relies upon its ownership and prior use of the trade-mark “Barbasol” 
as applied to safety razors, safety razor blades, and brushless shaving cream. A 
stipulation of facts establishes opposer’s ownership of several registrations of this 
mark, both alone and with other features for the products mentioned and use of the 
mark on such products prior to any date of use claimed by applicant for its mark. 

While applicant contends, and the record establishes, that opposer’s use of its 
mark is in much greater volume upon brushless shaving cream than on razor blades, 
opposer has established prima facie ownership of the mark for razor blades and use 
thereon, and shaving cream and razor blades must, in any event, be considered goods 
of the same descriptive properties upon the record here presented. 

The Examiner of Interferences has found that “Barbasol” and “Barbarossa” are 
confusingly similar within the meaning of section 5 of the Trade-Mark Act of 1905. 
Applicant contends that there is no similarity in sound, in appearance, or meaning. 
With respect to meaning, this contention must be accepted, since ““Barbasol” appears 
to be an arbitrary term without meaning, except as used in connection with appli- 
cant’s goods while “Barbarossa,” under the stipulation of facts, must be accepted as 
a foreign term having the literal meaning of “red beard” and “generally understood 
to signify the Holy Roman Emperor, Kaiser Frederick I, who lived from 1123 until 
1190 A.D.” However, similarity in sound or appearance may be sufficient grounds 
for sustaining an opposition, and the differences in meaning are not so outstanding 
or apparent as to overcome similarity in sound and appearance if it in fact exists. 
As to these elements, applicant states that “barba” is a Latin term for “beard” and 
that “Barba” and similar expressions must be connected with “beard.” Webster’s 
New International Dictionary (Second Edition) defines “barbal” as “of or pertain- 
ing to the beard.” While “barber” and other terms may have been derived from 
the Latin root, the use of “barba” as an integral part of opposer’s mark does not 
appear to be so obviously associated with such meaning that it can be considered 
lacking in significance or should not be given consideration in determining the sim- 
ilarity of the marks with regard to appearance and sound. I am constrained to 
agree with the Examiner of Interferences that the marks are confusingly similar 
within the meaning of the Act. Nor is the fact that opposer’s use of the mark is 
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ordinarily accompanied by certain design features indicative of differences between 
these words. Celanese Corporation of America v. E. I. duPont de Nemours & 
Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 133] ; W. B. Rodden- 
bery Co. v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

A question of “unclean hands” is raised by applicant relating to opposer’s use 
of the phrase “Wrapper (Color and Design) Reg. U. S. Pat. Off.” on its blade 
wrappers or cartons. Neither of the registrations presented shows the wrapper now 
used by opposer, although certain features may be similar. The Examiner of Inter- 
ferences found that “in general arrangement and appearance” the design and colors 
of the wrapper submitted with the stipulated facts correspond with the design and 
wrappers and cartons in registration No. 306,931, and No. 306,904, presented by 
opposer, and that the divergence between the marks shown in these registrations 
and the wrappers is too small to warrant the application of any doctrine of “unclean 
hands.” Registration No. 306,904 contains a statement “no claim being made 
to the exclusive use of the representation of the label” ; while No. 306,931 states “no 
claim being made to the exclusive use of the representation of the carton and blade.” 
In view of the substantial differences between the registrations referred to and the 
wrappers on which opposer prints the above quoted notice, and in view of the dis- 
claimer, I cannot agree with opposer that the use of this notice is proper. It appears 
to me, however, that this does not justify dismissal of the notice of opposition. The 
equitable defense of unclean hands is not one of the equitable principles made 
applicable to pending contested cases by section 19 of the Trade-Mark Act of 1946. 

This is not a case such as Four Roses Products Co. v. Small Grain Distilling & 
Drug Co., 58 App. D.C. 299, 29 F. 2d 959, in which an applicant requesting regis- 
tration has made use of an improper notice of registration. The primary question 
directly involved is that of applicant’s right to registration. Opposer is the owner 
of the trade-mark “Barbasol” and its rights to that mark are established without 
question. It owns a registration thereof No. 316,516, registered August 28, 1934, 
for “safety razor blades” which has reference to color, or design material. This alone 
would require refusal of applicant’s registration once “Barbasol” and “Barbarossa” 
are found to be confusingly similar. 

It is true oppositions have been dismissed in cases such as The Federal Products 
Co. v. Lewis, 57 App. D.C. 338, 23 F. 2d 759, where an opposer has used a mark in a 
manner such as to deceive the public, but in few of such cases has the question in- 
volved been that of the use of trade-mark notice. In view of the ambiguity of 
opposer’s notice and of its rights irrespective of its design material, it does not 
appear to me that any question of “unclean hands” should be applied to permit a 
registration to which applicant is not entitled under the statute. A. F. Part, Inc. v. 
Sormani, 23 C. C. P. A. 773, 80 F. 2d 78 [26 T. M. R. 23]. 

The decision of the Examiner of Interferences is affirmed. 
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S. H. KRESS AND COMPANY v. EXCEL AUTOMATIC PRODUCTS, 
INC. 


Commissioner of Patents—July 11, 1949 


OpposiTION—Proor or UsE—EFFEct oF REGISTRATIONS 
Opposer’s 1905 Act registration held prima facie proof of ownership and use of its mark 
on goods covered by registration. 
TRADE-M ARKS—DOMINANT FEATURE—PARTICULAR INSTANCES 
The word “Dart” held the most conspicuous feature and that most apt to be employed 
by customers in calling for opposer’s goods bearing its mark, consisting of the word “Dart” 
appearing in an oval background with a small arrow or dart extending through the letters of 
the word. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
Similarity in sound alone is sufficient to warrant finding of likelihood of confusion. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
The word “Dot,” the “o” having a target-like appearance with a prominent dot in the 
center thereof, held confusingly similar to the word “Dart” appearing in an oval background 
with a small arrow or dart extending through the letters of the word, used on identical goods, 
under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by S. H. Kress and Company against Excel Automatic 
Products, Inc. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 


Dean, Fairbank & Hirsch, of New York, N. Y., for opposer. 
George D. Richards, of Newark, N. J., and Samuel J. Ernstoff, of New York, 
N. Y., for applicant. 


DANIELS, A. C.: 


Applicant, Excel Automatic Products, Inc., appeals from the decision of the 
Examiner of Interferences sustaining the opposition of S. H. Kress and Company 
to its application for registration of a trade-mark for “safety razor blades” under 
the Act of 1905, Serial No. 505,566. The mark sought to be registered consists 
of the word “Dot,” the “o” having a target-like appearance with a prominent dot 
in the center thereof. This same mark is involved in opposition No. 26,308, de- 
cided concurrently herewith [39 T. M. R. —]}. 

The notice of opposition alleges ownership and prior use of the trade-mark 
“Dart” for razor blades, and registration thereof No. 311,073, registered under the 
Act of 1905 March 13, 1934, and alleges likelihood of confusion between these 
marks in accordance with the confusion in trade clause of section 5 of the Trade- 
Mark Act of 1905. By that registration opposer has shown prima-facie ownership 
and prior use of the trade-mark upon which it relies for “razor blades,” and neither 
ownership thereof, nor priority are questioned. The goods being identical, the 
only question for determination is the similarity of the marks. 

As disclosed in opposer’s registration, its mark consists of the word “Dart” 
appearing in an oval background with a small arrow or dart extending through 
the letters of the word. The most conspicuous feature, and that most apt to be 
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employed by customers in calling for the goods, would be the word “Dart.” W. B. 
Roddenbery v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

While dissimilar in appearance and meaning, similarity in sound alone is sufficient 
to warrant a finding of likelihood of confusion. McKinnon & Co. v. HyVis Oils, 
Inc., 24 C. C. P. A. 1105, 88 F. 2d 699 [27 T. M. R. 254] ; Marion Lambert, Inc. v. 
Edward J. O’Connor, 24 C. C. P. A. 781, 86 F. 2d 980; Celanese Corporation of 
America v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 948, 154 F. 2d 
146 [36 T. M. R. 130, 133]. As to sound the Examiner of Interferences has found 
that “these notations frequently would be indistinguishable in use.” While there 
is no certainty as to how particular words used as trade-marks may be pronounced, 
it seems apparent that in certain parts of the United States these would be indis- 
tinguishable and even aside from regional accent or pronunciation they appear so 
similar that it is probable that they may not be distinguished in pronunciation. 

There is accordingly considered to be reasonable likelihood of confusion from 
their concurrent use on identical goods as found by the Examiner of Interferences. 
The decision of the Examiner of Interferences is affirmed. 


UNITED-CARR FASTENER CORPORATION v. EXCEL AUTOMATIC 
PRODUCTS, INC. 


Commissioner of Patents—July 11, 1949 


TRADE-M ARKS—GOoODS OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
The fact that the goods of the parties may be stamped from sheet metal held not con- 
trolling unless the finished goods have common characteristics which may tend to lead 
purchasers to believe they emanate from common source. 
The fact that goods of the parties are sold in notion department of same stores would 
not indicate that the goods belong to the same general class. 
TRADE-M ARKS—GooDS OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Safety razor blades held goods of different descriptive properties from various types of 
fasteners, attaching devices and connectors used for connecting together a great variety of 
objects whether of wood, fabric, or metal, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by United-Carr Fastener Corporation against Excel 
Automatic Products, Inc. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 


Parry & Miller, of Washington, D. C., for opposer. 
George D. Richards, of Newark, N. J., and Samuel J. Ernstoff, of New York, N. Y., 
for applicant. 


Daniets, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the opposition of United-Carr Fastener Corporation to the appli- 
cation of Excel Automatic Products, Inc., for registration of a trade-mark for 
“safety razor blades” under the Act of 1905. The mark sought to be registered 
consists of the word “Dot,” the “O” having a target-like appearance with a promi- 
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nent “dot” in the center thereof. The grounds of opposition are based upon the con- 
fusion in trade clause of section 5 of the Trade-Mark Act of 1905, alleging that the 
opposer is the owner of the trade-mark “Dot,” both the word and symbol, and that 
the mark has been used by it and its predecessors for “various types of fasteners, 
attaching devices and connectors used for connecting together a great variety of ob- 
jects whether of wood, fabric, or metal.” The ownership of the trade-mark “Dot” 
and the wide use of the trade-mark on various fasteners, clench plates and similar 
articles has been fully established both by testimony and by registrations of the 
marks under the Trade-Mark Act of 1905 for “snap fasteners” and for “separable 
snap fasteners variously applied to articles of manufacture in the industrial arts.” 
Numerous specimens of opposer’s product have been submitted and it is entirely 
established that the mark has been used on such products for many years prior to 
applicant’s claimed use of its mark. The marks being identical, the only question 
for consideration is that of whether or not the goods of the parties possess the same 
descriptive properties within the meaning of section 5 of the Trade-Mark Act of 
1905. It is opposer’s contention that its fastening devices and sheet metal stampings 
are used with a variety of products including clothing, footwear, leather goods, toilet 
kits, radios, electrical appliances, gloves, jewelry, sporting goods, and in the auto- 
motive and aircraft industries, and that they are or have at times been used as 
fasteners on cases for safety razors and clench plates for safety razor strops. It is 
further established that both safety razor blades and a kit of opposer’s fasteners 
are sold in the notion department of one large department store. Opposer further 
points out that the method of manufacture of safety razor blades requires that they 
be stamped from the sheet metal. 

The fact that applicant’s safety razor blades and various products of opposer 
may be stamped from sheet metal is not controlling unless the actual products have 
common characteristics which may tend to lead the purchasing public to believe 
that they emanated from a common source or origin. Opposer’s products are sold 
to both the consuming public (for example the kits of snap fasteners) and to manu- 
facturers for use in connection with their products as, for example, the clench plates 
for use on safety razor strops or snap fasteners used on a safety razor kit. A 
sample of the clench plate used on a razor strop, which is in evidence, indicates that 
opposer’s trade-mark would not be seen by purchasers when the strop is sold to 
the public, and there was nothing in the testimony to indicate that it was so affixed 
to the snap fasteners, which at one time were used on safety razor cases, that it 
could be seen by the public when such razors were purchased. The use of opposer’s 
fasteners or clench plates in connection with these particular products cannot be 
regarded as indicating that purchasers will regard them as coming from a common 
source with razors or razor blades, or as possessing similar characteristics. 

In view of the wide variety of articles which are or include some element stamped 
from sheet metal, the fact that this step appears to be used in the manufacture of 
both articles can be given little weight in considering whether or not the goods 
possess the same descriptive properties. An examination of the specimens sub- 
mitted appears to indicate that the products of the parties differ in every essential 
characteristic. 
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The fact that they are sold in the notion department of one particular store does 
not appear to indicate any likelihood of confusion, but even if it were assumed that 
this was common practice it would not indicate that the goods belong in the same 
general class. Safety razor blades are sold almost everywhere. That a wide variety 
of products may find its way into a notion department is well known. Webster’s New 
International Dictionary defines “notion” in this sense as : 


An ingenious device; any of various articles or wares, esp. small useful ones; a knick- 
knack. 


I accordingly agree with the conclusion of the Examiner of Interferences that “the 
respective goods here involved pertain to distinctively different fields of trade, and 
that they are not related to each other in any manner calculated to lead the purchas- 
ing public to suppose that they had the same source of origin.” They must accord- 
ingly be found to possess different descriptive properties. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


THE BORDEN COMPANY v. GUNDLACH 
Commissioner of Patents—July 12, 1949 


TRADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Fresh homogenized milk held goods of the same descriptive properties as ice cream, water 
ice, sherbet, and similar frozen confections, under 1905 Act. 
The fact that applicant’s homogenized product cannot be used in making ice cream held 
immaterial. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, marks must be considered in their entire- 
ties and descriptive or even disclaimed parts may not be entirely disregarded. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Mel O Rich,” the word “rich” being disclaimed, held confusingly similar to “Melorol,” 
used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Borden Company against George P. Gundlach. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Arthur C. MacMahon, Mansfield C. Fuldner, and John A. Wortmann, of New York, 
N. Y., for opposer. 
Jacobi & Jacobi, of Washington, D. C., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the opposition of The Borden Company to an application of George 
D. Gundlach, under the Trade-Mark Act of 1905, for registration of a trade-mark 
for “fresh homogenized milk.” The mark sought to be registered is the word 
“Mel O Rich,” the word “rich” being disclaimed. 

In support of its claim of damage under the confusion in trade clause of the 
Trade-Mark Act of 1905, opposer relies upon its ownership and prior use of the 
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word “Melorol” as a trade-mark for “ice cream, water ice, sherbet, and similar, 
frozen confections” (registered October 4, 1932, No. 270,907, under the Act of 
1905). 

Prior use of opposer’s mark on an extensive scale has been established, and the 
only question raised on this appeal are the similarity of the marks and of the goods. 
Applicant concedes that the products of the respective parties are the same general 
class, but contends they are specifically different, stating that its homogenized product 
cannot be used in the making of ice cream, and that the products are presented 
to the public differently. Even though applicant’s product may be so processed 
that it is not suitable for use in making ice cream, the products of the parties are 
both dairy products, both sold to some extent to the same customers, and must 
be considered to be not only goods possessing the same descriptive properties, but 
virtually identical for all purposes considered in the registration of trade-marks. 
They certainly resemble each more closely than those considered by the court in 
W. B. Roddenbery v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. 

In arguing that there is no confusing similarity between the marks, applicant 
contends that “Melo” being the phonetic spelling of “mellow” “cannot be considered 
the dominating features of the two marks,” and that accordingly the “analyzing of 
the two marks requires mere consideration of the syllables ‘rol’ and ‘rich.’” The 
precise basis for suggesting that “melo” is descriptive rather than suggestive as 
applied to these products is not apparent, but in any event marks must be considered 
in their entireties, and descriptive, or even disclaimed parts may not be entirely 
disregarded. Applicant’s argument as applied to its own mark is further deficient 
in that it has disclaimed “rich” as’ descriptive and accordingly can hardly contend 
that “melo” is also descriptive without in effect attacking its own mark. Applicant 
contends that the decision in The Borden Company v. Wason Bros. Co., 600 O. G. 
676, 73 U. S. P. Q. 492, is controlling ; opposer contends that The Borden Company 
v. Metropolitan Ice Cream Co., 523 O. G. 812, 48 U. S. P. Q. 324, applies. Neither 
case is regarded as controlling, although I agree with the Examiner of Interferences 
that the facts of this case more nearly resemble those of The Borden Company v. 
Metropolitan Ice Cream Co., supra, than those of the Wason Bros. Co. case. It 
is accordingly my opinion that as applied to goods as intimately related in character 
as those of the parties hereto, the resemblances between “Melorol” and “Mel O Rich” 
are such that their concurrent use in trade would be quite likely to cause confusion 
or mistake. 

In view of the foregoing, it is unnecessary to consider certain ex parte questions 
suggested by an examination of the record and exhibits. 

The decision of the Examiner of Interferences is affirmed. 


SS 
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THE LIEBEL-FLORSHEIM COMPANY v. LITTELFUSE 
INCORPORATED 


Commissioner of Patents—July 14, 1949 


TRADE-M ARKS—CONFUSING SIMILARITY —PARTICULAR INSTANCES 
The letters “LF,” the letter “F” appearing above and within the lower line of the letter 
“L,” held essentially identical with “L-F,” under 1905 Act. 
TRADE-MARKS—GOODS OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Electrical fuses, fuse mountings, fuse clips, circuit breakers, neon pilot lights and lamps, 
telephone annunciators, pilot lights and lamp indicators held goods of different descriptive 
properties from electrosurgical and electromedical apparatus including electric timing switches, 
short wave diathermy apparatus, urological X-ray tables, X-ray Bucky diaphragms, X-ray 
grids, X-ray time switches, X-ray kymographs and ultraviolet lamps, under 1905 Act. 
TRADE-MARKS—SCOPE OF PROTECTION—EXPANSION OF BUSINESS 
Opposer having operated in highly specialized field for over 30 years, during which there 
has been no indication that small electrical products, such as those of the applicant, would 
conflict with the specialized products upon which opposer has used its mark, held that it cannot 
be considered natural that opposer would expand into the field of small electrical articles 
as a natural development of its business nor so probable as to indicate that the goods of the 
parties possess the same descriptive properties. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Liebel-Florsheim Company against Littelfuse 
Incorporated. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Wood, Arey, Herron & Evans, of Cincinnati, Ohio, for opposer. 
Dawson, Booth & Spangenberg, of Chicago, IIl., for applicant. 


DANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
dismissing the notice of opposition to an application under the Trade-Mark Act 
of 1905 for registration of a trade-mark for “electrical fuses, electrical fuse mount- 
ings, electrical fuse clips, electrical circuit breakers, and neon pilot lights and lamps, 
telephone annunciators, pilot lights and lamp indicators.” The mark sought to be 
registered comprises the letters “LF” displayed in a nested form. 1.e., the letter 
“F” appearing above and within the lower line of the letter “L.” 

The notice of opposition alleges that “opposer is engaged in the manufacture and 
sale of electrical equipment, including particularly electrosurgical and electromedical 
apparatus, including electric timing switches, short wave diathermy apparatus, uro- 
logical X-ray tables, X-ray Bucky diaphragms, X-ray grids, X-ray time switches, 
X-ray kymographs and ultra violet lamps.” It further alleges that it owns the trade- 
mark “L-F” as applied to such products, and has used that mark upon them since 
a date long prior to any use by applicant, and further sets up that the mark sought 
to be registered by applicant is identical with its “L-F” trade-mark, and that there is 
likelihood of confusion in trade as to the origin of applicant’s goods from such use. 
Opposer has established extensive use of the trade-mark “L-F” upon the products 
listed above for many years and long prior to any use of its mark claimed by 
applicant for its products. Opposer’s products fall into two general groups, the 
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first being products which are components or elements of other electrical equipment, 
particularly X-ray apparatus manufactured by others, as for example, time switches, 
Bucky diaphragms and grids; and the second being units which are complete in 
themselves, such as short wave diathermy apparatus, and urological X-ray tables. 
It has established large sales of both of these groups of products and extensive 
advertising, its promotion of the one group of products being directed to hospitals, 
doctors and similar users, and of the other group to manufacturers of X-ray equip- 
ment. 

Applicant contends that opposer’s mark is almost always used in a hyphenated 
form displayed upon a scroll or shield, and that the marks differ in appearance in 
view of applicant’s nested arrangement of these same letters. Opposer maintains 
that it has used the mark not only in a hyphenated form displayed upon a shield 
but has used it apart from the shield and in unhyphenated form. Opposer un- 
doubtedly has occasionally used it in that manner, but I am unable to attach any 
importance to this. Both trade-marks consist essentially of the letters “L F,”’ imme- 
diately recognizable as such. The details of manner of display do not appear to 
give rise to any differentiation between them from the facts of this case, and the 
marks are regarded as essentially identical. The only question remaining is that 
of the descriptive properties of the goods within the meaning of the Trade-Mark 
Act of 1905. The differences between applicant’s products and opposer’s electro- 
medical and electrosurgical appliances sold to and used by the medical profession 
appear obvious. As to opposer’s components for X-ray apparatus, which opposer 
contends are more nearly resembled by applicant’s products, the Examiner of Inter- 
ferences has found that they are “in general relatively expensive and complex 
contrivances, designed to meet highly specialized requirements in the particular 
fields of trade stated, to which the opposer’s business is substantially restricted in 
sales and sales promotion.” Applicant’s fuse, fuse mountings and the other products 
listed in the application for registration are small devices useful in any type 
of electrical apparatus in which they would constitute small and incidental elements. 
There appears to be no direct relationship between such products of applicant 
and those of opposer, even though certain of applicant’s products, such as fuses 
or pilot lights, might well be used in X-ray apparatus, or any other electromedical 
apparatus. The products of the parties appear to be entirely different in their es- 
sential characteristics, structure and uses, and it is accordingly believed that there 
is no likelihood of confusion of origin between them. All-American Mohawk Cor- 
poration v. Rollinson, 22 C. C. P. A. 1301, 77 F. 2d 926 [25 T. M. R. 400]; 
Williams Oil-O-Matic Heating Corp. v. Westinghouse Elec. & Mfg. Co., 20 C. C. 
P. A. 775, 62 F. 2d 378 [23 T. M. R. 29]. 

Opposer contends, however, that the applicant’s description of its goods in- 
cludes circuit breakers and that certain of its products, particularly time switches, 
serve to break a circuit. Examination of both the testimony and the time switches, 
as illustrated in one of opposer’s exhibits indicates the substantial differences be- 
tween this time switch and the article conventionally known as a circuit breaker in 
every respect, including size, price and function. While opposer’s time switches, 
unlike most of its products, have been used in some unidentified application in con- 
nection with baking equipment, its essential characteristics are not thereby changed. 
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Opposer further refers to its recent development of certain products such as 
relays used in the control of radio frequency apparatus and a connector to be used 
for connecting high tension cables to X-ray transformers. These, as well as cer- 
tain switches, had not been used commercially with or without the trade-mark, and 
therefore could not be relied upon to establish rights as against the applicant. 
They are, however, obviously highly specialized equipment designed for use in con- 
nection with X-ray and electromedical apparatus, and cannot therefore be considered 
to possess the same descriptive properties as applicant’s goods for the rea- 
sons stated above. Opposer further contends that the goods must be considered 
to possess the same descriptive properties since it might make other products in 
the reasonable and normal expansion of its business. The newly developed products 
above referred to might properly be considered in connection with this suggestion 
if they did in fact appear to resemble applicant’s products. It is clear from the 
evidence, however, that opposer has been engaged in a highly specialized field on a 
large scale since 1917, and that even these developmental products are especially 
designed for this field. Opposer having operated in the highly specialized field re- 
ferred to for so many years, it cannot be considered natural that it would expand 
into the field of small electrical articles, such as those of applicant, or that such 
expansion could be considered a natural or expected development of its business 
or so probable as to give any indication that the goods possess the same descriptive 
properties. Pratt & Lambert, Inc. v. Chapman & Rodgers, Inc., 30 C. C. P. A. 
1228, 136 F. 2d 909 [33 T. M. R. 336], and Goldsmith Bros. v. Atlas Supply 
Company, 32 C. C. P. A. 1001, 148 F. 2d 1016 [35 T. M. R. 130]. Nor during 


those years has there been any indication that small electrical products, such as 
those of applicant, would conflict with the specialized products upon which opposer 
has used its mark. As stated in United Battery Manufacturing Co., Ltd. v. United 
Metal Box Co., Inc. 24 C. C. P. A. 1220, 90 F. 2d 260 [27 T. M. R. 468] 


.... Of course all electrical goods or devices do not belong to the same class. 


The decision of the Examiner of Interferences is affirmed. 


STANDARD BRANDS INCORPORATED v. ISENBERG 
Commissioner of Patents—July 21, 1949 


CANCELLATIONS—BASIS OF RELIEF—GENERAL 
TrADE-MarkK Act oF 1920—Bona Fine UseE—ParticuLtar INSTANCES 

Registrant held to have established “bona fide use” of mark “Standard Brand” under 
1920 Act despite concurrent use of corporate name “Standard Brands Incorporated” on 
similar goods by petitioner during year prior to application. 

Evidence of actual confusion is not required but on facts of record, in absence of actual 
confusion evidence, petitioner held to have failed to establish damage through likelihood 
of confusion. 

TRADE-MaRKS—ACQUISITION OF R1GHTs—Mope oF USE 

Petitioner’s use of corporate name “Standard Brands Incorporated” preceded by expres- 
sions such as “manufactured by” or “distributed by” held not a trade-mark use, nor use 
analogous to trade-mark use. 
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TraADE-MarKS—Marxs Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
TRADE-MARKS—CONCURRENT USE—GENERAL 
“Standard Brand” held not confusingly similar to “Standard Brands Incorporated,” 
accompanied by “manufactured by” or “distributed by,” where substantial period of con- 
current use existed and there was no factual evidence of confusion. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Standard Brands Incorporated against 
Casele Louis Isenberg. Registrant appeals from cancellation of registration. 
Reversed. 


Watson, Bristol, Johnson & Leavenworth, of New York, N. Y., for petitioner. 
Heard, Smith & Tennant, of Boston, Mass., for registrant. 


KINGSLAND, C. 


This is an appeal in a cancellation proceeding under the Act of March 19, 1920, 
from the decision of the Examiner of Trade-Mark Interferences, sustaining the 
petition. 

The trade-mark involved is a composition mark comprising a triangular-shaped 
frame, a conventional illustration of a fish, above which is displayed the notation 
“Standard Brand,” applied to fresh and frozen fish. The registration No. 425,865 
was issued December 3, 1946, under the Trade-Mark Act of March 19, 1920, on 
an application filed November 11, 1944, based on the claimed date of use of 1938. 

The application was originally presented under the Act of February 20, 1905, 
but was originally rejected on prior registrations No. 56,865, granted October 23, 
1906, for the mark “Standard Brand” for pulverized or powdered chocolate and 
cocoa, and No. 180,016 granted February 19, 1924, for the mark “Standard” for 
oleomargarine, both of which registrations were in force at the time the applica- 
tion for the instant registration was filed. 

Registrant first sought to disclaim the words “Standard Brand” but on further 
rejection subsequently converted the application to one under the 1920 Act, and 
the application was then allowed after the reference registrations had been with- 
drawn. 

On this appeal both parties have filed briefs and were represented at the hearing. 

There is substantial agreement that there is no material dispute as to the 
essential facts. 

Petitioner was incorporated in 1929 under the corporate name Standard Brands 
Incorporated. Its business consists in the sale of various food products under a 
number of individual marks, such as Fleischmann Yeast, Royal Baking Powder 
and Chase and Sanborn Coffee, and others. 

The Examiner of Interferences correctly found that 


each of petitioner’s products bears its own particular trade-mark by which it is identified 
to the public. 


The registrant and his predecessors have conducted a business since 1914 
under the name of Standard Fish Company, which includes the procurement, the 
packing and the distribution of fresh and frozen fish both to the retail and whole- 
sale trade throughout the several states of the United States, the retail trade 
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being principally confined to the New England States. The particular composite 
mark here in question was adopted in 1938. 

It is reasonable to conclude that having used the word “Standard” as a part 
of the business name of registrant for many years, that when the composite mark 
was adopted the addition of the word “Brand” was done in conformity with common 
trade practice, and in the absence of any evidence to the contrary, that there was 
no purpose of in any way encroaching upon any rights arising out of the use, 
which petitioner had made of the word “Standard” or of “Standard Brands.” 

Although petitioner took testimony, there is a complete absence of any factual 
evidence that any confusion between petitioner and registrant has occurred. 

Petitioner in support of its alleged right to cancel registrant’s mark relies upon 
the one year bona fide use clause and the confusion in trade clause of the 1920 Act. 

In order to sustain petitioner’s first contention it must be established that regis- 
trant’s mark was not in bona fide use for at least one year in interstate commerce 
at the time of his application for registration. This raises the question as to 
whether the use which petitioner had made of its corporate name at a date prior 
to the adoption and use by registrant of its trade-mark negatives the bona fides of 
registrant’s use of its mark for the required period. 

Petitioner’s use of its full corporate name preceded for example by the expres- 
sions “manufactured by” or “distributed by” were used on the same labels upon 
which the separate trade-marks of petitioner prominently appear. Such a use is 
not either a trade-mark use of the simulating words, or is it a use analogous to a 
a trade-mark use. 

The cases cited by the petitioner and relied upon by the Examiner of Trade- 
Mark Interferences, upon examination, fail to support the contention that peti- 
tioner’s use as a part of its full corporate name of the words “Standard Brands” 
is one that is analogous to a trade-mark use. 

In the cases of Central Iron & Steel Company v. Republic Steel Corporation, 
26 C. C. P. A. 1091, 102 F. 2d 899 [29 T. M. R. 288] ; and Virginia Dare Extract 
Co., Inc. v. Adah Mae Dare, 21 C. C. P. A. 1086, 70 F. 2d 118 [24 T. M. R. 170], 
the common expressions were used by the opposers in a manner other than as a 
part of corporate names. 

In the case of Lever Bros. Co. v. Nobio Products, Inc., 26 C. C. P. A. 1253, 
103 F. 2d 917 [29 T. M. R. 236], the conflict was held to arise from the con- 
current use of a notation by the opposer and the applicant which was distinct from 
a part of its corporate name and with a significance indicative of origin. 

Here, as the Examiner of Trade-Mark Interferences has found and as the 
record clearly indicates, the public purchases petitioner’s products in reliance 
upon its well known and broadly publicized separate marks as applied to its sepa- 
rate products. It must be concluded, therefore, that registrant has established that 
he had a bona fide use of his composition trade-mark, and the features thereof for 
his specific food products for the required period to justify the registration of his 
mark. 

The contention that confusion or likelihood of confusion in trade exists is 
answered by what has already been said except it may be added that although 
registrant’s mark has been in concurrent use applied to its food products with the 
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products of petitioner for over a decade there has been, as stated, no factual evi- 
dence of confusion. While actual confusion is not necessary, certainly the absence 
of evidence of actual confusion, under the circumstances of this case, leads to the 
conclusion that confusion and likelihood of confusion is absent. 

In a case of this kind where the mark involved is not arbitrary—is not of strong 
trade-mark significance—and where there has been a substantial period of concur- 
rent use of the trade-mark with the alleged conflicting mark, and where the alleged 
conflict is between words of the registered trade-mark and those used by another 
only as a part of the full corporate name accompanied by the informative expres- 
sions such as “manufactured by” or “distributed by” the conclusion that confusion 
is likely is not justified. 

In the absence of confusion or likelihood of confusion any element of damage 
necessary to the maintenance of a petition for cancellation has not been established. 

For the reasons stated, the decision of the Examiner of Trade-Mark Inter- 
ferences is reversed, and the petition for cancellation dismissed. 





EVER-DRY CORPORATION v. CONSOLIDATED COSMETICS 
Commissioner of Patents—July 26, 1949 


CANCELLATIONS—PROOF OF DAMAGE—GENERAL 

Any manufacturer of goods, as to which registered mark is merely descriptive, must be 
presumed to be damaged thereby and accordingly entitled to maintain cancellation proceed- 
ing, under 1905 Act. 

TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Ever-Dry” held merely descriptive of toilet preparations to prevent excessive perspira- 
tion. 

Descriptive marks used in sense of describing intended function and purpose of product 
held clearly within prohibition of Section 5 of 1905 Act. 

Ex parte refusal of registration of “Extradri” held proper in view of descriptiveness of 
phonetic equivalent of “dry” as applied to applicant’s goods, consisting of perfumes, powders, 
and similar products. 

CANCELLATIONS—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 

Section 19 of 1946 Act permitting consideration of equitable principles of laches, ac- 
quiescence and estoppel held specifically applicable to this proceeding though brought under 
1905 Act. 

Mere lapse of time is not ordinarily sufficient basis for denying relief in trade-mark mat- 
ters on grounds of laches. : 

On facts of record, applicant held not barred by laches, acquiescence or estoppel from 
cancelling opposer’s registration. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

In determining question of confusing similarity, descriptive suffixes may not be com- 

pletely disregarded ; marks just be considered in their entireties. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Extradri” held confusingly similar to “Ever-Dry,” used on similar goods, under 1905 
Act. 

OpposITIonN—BAsIS OF RELIEF—GENERAL 

Prior use of even a descriptive term in a descriptive sense may be sufficient to entitle 
opposer to prevent a registration giving an applicant prima facie right to use of same term. 
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TRADE-MarKs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Perfume, toilet water, lipstick and face powder held goods of the same descriptive prop- 
erties as deodorant preparation having anti-perspirant and deodorant properties, under 1905 
Act. 


Appeals from Examiner of Interferences. 

Trade-mark opposition by Ever-Dry Corporation against Consolidated Cos- 
metics in which applicant counterclaimed for cancellation of opposer’s registration. 
Both parties appeal from decision sustaining notice of opposition and counterclaim. 
Affirmed. 


Sheridan, Davis & Cargill, of Chicago, IIll., and Lyon & Lyon, of Los Angeles, 
Cal., for Ever-Dry Corporation. 
McKnight & Comstock, of Chicago, Ill., for Consolidated Cosmetics. 


DaNnELs, A. C.: 


Applicant, Consolidated Cosmetics, filed application Serial No. 482,468, April 
23, 1945, seeking registration under the Trade-Mark Act of 1905 of the notation 
“Extradri” as a trade-mark as applied to “perfume, toilet water, lipstick, and face 
powder.” 

A notice of opposition was filed by Ever-Dry Corporation which alleged owner- 
ship and prior use of the trade-marks “Ever-Dry” and “Extra-Dry,” for a deo- 
dorant preparation having anti-perspirant and deodorant properties, setting up 
ownership of a registration of the trade-mark “Ever-Dry” under the Act of 1905 
for “toilet preparations to prevent excessive perspiration,” registered March 9, 1937, 
No. 344,012. It was alleged that the products of the parties possess the same 
descriptive properties, and that applicant’s mark so nearly resembles that of opposer 
that confusion within the meaning of Section 5 of the Trade-Mark Act of 1905 is 
likely to arise. Applicant’s answer to the notice of opposition, in addition to deny- 
ing the essential allegations thereof, set up a counterclaim for cancellation of said 
registration No. 344,012, alleging that the words “Ever-Dry” are merely de- 
scriptive of the goods on which they are used by opposer and for which they are 
registered, and that the opposer and its predecessors were not entitled to the 
registration thereof at the time of filing the application therefor. This counter- 
claim also sets up certain allegations of nonuse and abandonment, as to which no 
evidence has been introduced and which are not referred to in the briefs, so that 
any question of cancellation on that ground apparently need not be considered. 
The Examiner of Interferences has sustained the applicant’s counterclaim, and 
recommended that registration No. 344,012 be cancelled; has sustained the notice 
of opposition and held that applicant is not entitled to the registration for which 
it has made application, and has further found ex parte and without reference to 
the issues of the opposition that the mark for which applicant seeks registration is 
merely descriptive of its goods, and that accordingly it should not be registered for 
that reason. Both parties have appealed. 

The Examiner of Interferences in sustaining the counterclaim for cancellation 
of opposer’s registration held that the words “Ever-Dry” are merely descriptive 
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of the opposer’s goods, and that it was improperly registered. The opposer con- 
tends that the applicant is not entitled to maintain the counterclaim for cancellation, 
since it did not use the words “Ever-Dry” nor any similar words in connection with 
its own anti-perspirant, and is not therefore injured by the registration. It is, 
however, established that applicant has for a number of years manufactured and 
sold an anti-perspirant and deodorant, although under a trade-mark having no 
resemblance to that of opposer, and is therefore a competitor of opposer as to this 
specific product. Under numerous decisions if the mark is found to be merely de- 
scriptive of the goods, any manufacturer of such products must be presumed to 
be damaged thereby, and accordingly entitled to maintain a cancellation proceed- 
ing. Burmel Handkerchief Corporation v. Cluett, Peabody & Co., 29 C. C. P. A. 
1024, 127 F. 2d 318 [32 T. M. R. 306]; The Armstrong Mfg. Co. v. The Ridge 
Tool Company, 30 C. C. P. A. 755, 132 F. 2d 158 [33 T. M. R. 78]; and United 
Shoe Machinery Corporation v. Compo Shoe Machinery Corp., 19 C. C. P. A. 1009, 
56 F. 2d 292 [22 T. M. R. 160]. 

It is established by the testimony and by various exhibits, including opposer’s 
own labels and testimony of opposer’s own witnesses, that an anti-perspirant, 
such as opposer’s, is intended to dry the perspiration from the portion of the 
skin to which it is applied and maintain it in a dry condition for some time, al- 
though not permanently. It is placed, as stated by one of opposer’s witnesses, 
“under the underarm, because it temporarily stops perspiration and the area affected 
remains dry.” Both from the testimony of opposer’s witnesses and from the vari- 
ous advertisements of record and from opposer’s labels, which state that it “Tem- 
porarily Stops and Deodorizes Perspiration” it is clearly intended to perform the 
function of drying the skin and maintaining it in a dry condition. ‘‘Ever” and 
“Dry,” the words making up the opposer’s mark sought to be cancelled, are de- 
fined, in part, in Webster’s New International Dictionary (Second Edition) as 
follows: 


Ever, as used in many idiomatic phrases and constructions with more or less modified 
sense, often constitutes no more than an intensive or emphatic particle. 

Dry ....v..... To make dry; . .. .b To remove (water or moisture) as by 
draining off or causing to evaporate or to be absorbed; to cease flowing or being secreted 
as a natural flow; . . 


In addition to the obvious descriptive character of the terms as applied to the 
product used for the purpose stated, these definitions show clearly that the mark is, 
as found by the Examiner of Interferences, “descriptive of the intended function 
and purpose of the product for which it is used.” 

Applicant contends, however, that even assuming that the words describe the 
function and purpose for which the product is used, it does not refer to any char- 
acter or quality of an anti-perspirant, but is merely suggestive of the hoped-for 
result, it being stated that, under no circumstances can a trade-mark be held invalid 
or subject to cancellation on the mere ground that it is descriptive of the desired 
result of the product’s use. Used in such a descriptive sense, however, it is clearly 
within the prohibition against registration of words which are merely descriptive 
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of the goods or of the character or quality of such goods contained in Section 5 
of the Trade-Mark Act of 1905. Beckwith v. Commissioner of Patents, 252 U. S. 
538, 1920 C. D. 471; Sears, Roebuck & Co. v. Elliott Varnish Co., 232 F. 588, 
Kay & Ess Company v. Coe, 68 App. D. C. 3, 9 F. 2d 552; Andrew J. McPartland 
v. Montgomery Ward & Co., Incorporated, 35 C. C. P. A. 802, 164 F. 2d 603 
[38 T. M. R. 60]; In re W. A. Sheaffer Pen Co., 34 C. C. P. A. 771, 158 F. 2d 
390 [37 T. M. R. 63]; and Ex parte The American Steel and Wire Co. of New 
Jersey, 27 U. S. P. Q. 185. As against this, applicant relies upon the decision in 
In re Irving Drew Co., 54 App. D. C. 310, 297 F. 889, and certain other decisions 
in which that case has been cited. Comments on that case in Kay & Ess Company 
v. Coe, supra, appear to be pertinent, but it must also be noted that the instant case 
is not one in which there is any indirect descriptive meaning or one which requires 
any thought or analysis in determining that it describes the nature and the func- 
tion of the product. In view of the testimony and labels referred to, the holding 
of the examiner as to the descriptive nature of the words must be accepted as cor- 
rect. 

Opposer further contends that even though the mark of its registration may 
have been descriptive, and applicant may at some time have been entitled to claim 
that it was injured thereby, that the counterclaim for cancellation should be dis- 
missed on the ground of laches. That Section 19 of the Trade-Mark Act of 1946 
permits consideration of the equitable principles of laches, acquiescence and estoppel 
in this proceeding even though brought under the Trade-Mark Act of 1905 is ap- 
parent from its specific language. It is clearly shown that opposer has used the 
mark since 1931, and that the registration has been of record since March, 1937, 
without objection by applicant and it is therefore stated by opposer that to sustain 
the counterclaim for cancellation after so long a period is inequitable. Mere lapse 
of time is not ordinarily, however, sufficient basis for denying relief in trade-mark 
matters on the basis of laches. Saxlehner v. Eisner & Mendelson Co., 179 U. S. 
19, and McLean v. Fleming, 96 U. S. 245. See also discussion in Anheuser-Busch, 
Incorporated v. DuBois Brewing Company, 81 U. S. P. Q. 423. From the extent 
of use of opposer’s mark shown by this record, it may be assumed that a competitor 
such as applicant must have known of the widespread sale of its product under this 
term, but until opposer elected to rely upon its registration in opposing the registra- 
tion sought by applicant, there is nothing to indicate that it was under any duty to 
object to the registration whether or not it knew thereof. A term which is merely 
descriptive would clearly be open to use by any newcomer in the field, and such a 
user would not be charged with any delay because of failure to take action with 
respect to the existing registration. Certainly it would be anomalous to hold that 
a newcomer might take action while one already established in the competitive field 
might not. As held in Kellogg v. National Biscuit Company, 305 U. S. 111, 39 
U. S. P. Q. 296, there is no duty on the part of the public to act promptly in adopt- 
ing or using a descriptive term and no delay in exercising that right would pre- 
clude it in later asserting its right to do so. 

It is not therefore believed that any such delay prior to the time applicant be- 
came directly concerned with the improper registration as a result of opposer’s 
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action in opposing its mark can be considered laches. Certainly it does not amount 
to acquiescence or estoppel. This is not a case in which the counterclaim for can- 
cellation is based upon claimed rights of the applicant because of its own exclusive 
rights to the mark, and once it is found that the mark is merely descriptive of the 
products, any registration purporting to give opposer exclusive rights thereto should 
no longer remain of record either as against rights of the applicant or against any 
other manufacturer. I find therefore no basis for the contention that the counter- 
claim should be dismissed because of any principle of laches, acquiescence or estop- 
pel. The decision of the Examiner of Interferences sustaining applicant’s counter- 
claim for cancellation of opposer’s registration No. 344,012, must accordingly be 
affirmed. 

With respect to the opposition to the application for registration of the word 
“Extradri,” the examiner has found that the use by opposer of the term “Ever- 
Dry” was prior to any date of use by applicant of its mark, and that the goods 
possess the same descriptive properties so that opposer is entitled to maintain this 
opposition. Even though “Dry” or its phonetic equivalent “Dri” which is common 
to both opposer’s ““Ever-Dry” and applicant’s “Extradri” is highly descriptive as 
applied at least to opposer’s goods, it may not be completely disregarded in a com- 
parison of the marks as suggested by applicant. ‘“‘Ever-Dry” and “Extradri” do 
not appear to be dissimilar in sound and under the definitions quoted above and 
upon the record submitted appear very similar in meaning as applied to these goods. 
I agree with the conclusion of the Examiner of Interferences that considered in 
their entireties the similarities between “Ever-Dry” and “Extradri,” particularly 
in sound and connotation outweigh any differences between them to such an extent 
that their concurrent use on the goods of the parties is reasonably likely to result 
in confusion in trade. The examiner found that opposer’s own use of “Extra- 
Dry” was not a use as a trade-mark or a use analogous to a trade-mark and that 
accordingly the opposer could not rely upon its proven prior use of these words 
upon the containers of its anti-perspirant, in addition to its use of “Ever-Dry.” 
If doubt existed as to the similarity of “Ever-Dry” and “Extradri” it would appear 
to me that opposer’s own use of “Extra-Dry” even though not used as a trade- 
mark might be sufficient to entitle opposer to maintain the opposition, since prior 
use of even a descriptive term in a descriptive sense may be sufficient to entitle op- 
poser to prevent a registration giving an applicant prima facie exclusive right to 
use of the same term. Trustees for Arch Preserver Shoe Patents v. James Mc- 
Creery & Co., 18 C. C. P. A. 1507, 49 F. 2d 1068 [21 T. M. R. 374]. In view of 
the similarity of ““Ever-Dry” and “Extradri” however, it is not necessary to consider 
this further, and the conclusion of the examiner of interferences that ‘“Ever-Dry” 
and “Extradri” are confusingly similar within the meaning of the Act and that the 
notice of opposition should therefore be sustained is considered to be correct. 

With respect to the ex parte ruling that applicant is not entitled to the registra- 
tion sought in view of the descriptiveness of “dry” as applied to the goods of ap- 
plicant, while I agree with the applicant that it might be descriptive of opposer’s 
goods without necessarily being merely descriptive of those of applicant, the evi- 
dence submitted by applicant itself that the term is used in a descriptive sense as 
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applied to perfumes, powders and similar products, must be accepted at least for 
the purposes of this case. The ex parte refusal was accordingly proper. 
The decision of the Examiner of Interference is affirmed. 


EX PARTE ELECTRIC MACHINERY MFG. COMPANY 


Commissioner of Patents—June 17, 1949 


TRADE-M ARKS—GoOoDS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Alternating current generators held goods of the same descriptive properties as dynamo- 
electric machines and electric generators provided with auxiliary control field windings, under 
1905 Act. 

Where goods of both parties consist of electric generators, the present actual differences 
in size, power or characteristics held immaterial since either party is free to change size 
of its product at any time. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Regulectric” held confusingly similar to “Regulex,” used on similar goods, under 1905 
Act. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

Marks must be considered in their entireties in determining question of confusing sim- 
ilarity. 

Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Electric Machinery Mfg. Com- 


pany. 


Applicant appeals from refusal of registration. Affirmed. 


Ikel Benson, of Minneapolis, Minn., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal to register a trade-mark for “alternating 
current generators,” under the Trade-Mark Act of 1905. The mark sought to be 
registered consists of the word “Regulectric.” 

Registration has been refused in view of a prior registration of the word “Reg- 
ulex,” under the Act of 1905, for “dynamo-electric machines, and particularly elec- 
tric generators provided with auxiliary control field windings.” 

Applicant contends that the goods are dissimilar and that its mark does not 
so nearly resemble that of the prior registration as to be likely to cause confusion 
under section 5(b) of the Trade-Mark Act of 1905. The goods set out in the 
application and in the prior registration are both electric generators. Applicant con- 
tends that in actual practice the prior registrant manufactures only very large 
generators suitable only for use by municipalities and large industrial establishments, 
while its generators are small both in size and power and suggests that by comparison 
with those of the prior registrant its goods are, in effect, toys. While it is ques- 
tioned whether the record actually discloses any such differences in size, power, or 
characteristics of the products, it is not perceived what difference this might make. 
Applicant’s products are clearly not toys, it being stated that they are, or may be, 
transported from place to place by truck. Even though the prior registrant may 
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make such larger generators, there is nothing in the record which suggests that it 
may not make smaller ones, either now, or at some other time, nor is that registra- 
tion, nor any registration which might be issued to applicant, limited to generators 
of a particular size or capacity, and either party might increase or decrease the 
size of its products at any time. The goods must therefore be considered to possess 
the same descriptive properties. 

Considered in their entireties “Regulectric’ and “Regulex” appear to bear 
close resemblance. Applicant contends, however, that “regu” as applied to these 
products, is descriptive. If it has any descriptive significance it appears to me 
to have greater distinctiveness than the balance of applicant’s mark “lectric.”” _How- 
ever that may be, it does not appear to me that applicant’s mark can properly be 
subdivided to bring it within the principle involved in cases such as Miles Labora- 
tories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888 [34 T. M. R. 
335], and considered in their entireties the mark for which applicant seeks registra- 
tion and that of the prior registration appear to possess such close resemblance that 
applicant’s mark must fall within the prohibition of section 5(b) of the Trade-Mark 
Act of 1905. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE PENTWATER MACHINERY COMPANY 
Commissioner of Patents—June 17, 1949 


TRADE-MARKS—WoOrDS INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Picni-kook,” a phonetic spelling of the words “picnic cook,” held merely 
descriptive of portable outdoor fireplaces and tent stoves. 
Since “Pentwater” is disclaimed and application is under 1905 Act, it is unnecessary to 
consider whether that term is primarily merely geographically descriptive. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pentwater Picni-kook,” the words “Pentwater” and “kook” being disclaimed, held con- 
fusingly similar to “Picniking,” used on similar goods, under 1905 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—GENERAL 
Marks must be considered in their entireties in determining question of confusing 
similarity. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Pentwater Machinery Company. 


Applicant appeals from refusal of registration. Affirmed. 
Wilkinson & Mawhinney, of Washington, D. C., for applicant. 
Daniets, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally refus- 
ing an application for registration of the notation “Pentwater Picni-kook” under the 
Trade-Mark Act of 1905, as a trade-mark for “portable outdoor fireplaces and tent 
stoves, using charcoal and wood.” The words “Pentwater” and “kook” are dis- 
claimed apart from the mark as shown. 
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Registration has been refused in view of a prior registration of the word “Pic- 
niking” as a trade-mark under the Act of 1905 for “charcoal camp and picnic stoves,” 
and upon the ground that the applicant’s mark is merely descriptive of the goods. 
Aside from the word “Pentwater,” which has been disclaimed as geographical, being 
the town in which applicant’s place of business is located, applicant’s mark appears 
to be a phonetic presentation of the words “picnic cook.” Since the goods are in 
effect picnic or camping cook stoves, the term is obviously merely descriptive, and as 
such not registrable under the Trade-Mark Act of 1905. Since “Pentwater” has 
been disclaimed and since this application is under that Act, there is no need to con- 
sider certain comments on the fact that ‘“Pentwater” may not be primarily merely 
geographically descriptive. 

Applicant’s mark “picni-kook” must be considered to resemble the mark of the 
prior registration referred to, “Picniking,” to such an extent that applicant’s mark 
must be refused registration under section 5 of the Trade-Mark Act of 1905. Ap- 
plicant’s thorough analysis of the marks and of the possible application thereto of 
such cases as Miles Laboratories, Inc. v. Foley & Company, 32 C. C. P. A. 714, 144 
F. 2d 888 [34 T. M. R. 335], and West Disinfecting Company v. Lan-O-Sheen 
Company, 35 C. C. P. A. 706, 163 F. 2d 566 [37 T. M. R. 657], has been carefully 
considered, but even accepting the contention that the mark of the prior registra- 
tion might well be considered “Picnic King,” the marks must be considered in their 
entireties and when so considered applicant’s mark appears to have such close re- 
semblance to that of the prior registration that confusion in trade would be likely 
to result from the registration sought. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE GIANELLONI 
Commissioner of Patents—July 11, 1949 


TRADE-MARKS—WoOnrDS INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Taste the Taste” held merely a laudatory descriptive expression which does not func- 
tion as a trade-mark under 1946 Act. 
TRADE-M ARKS—GOODS OF THE SAME CLASS—PARTICULAR INSTANCES 
Table syrups for food purposes held practically identical with sugar, under 1946 Act. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
The words “Sugar Bowl,” in conjunction with scroll or ribbon upon which appears the 
words “Taste the Taste,” held confusingly similar to “Sugar Bowl,” the word “Sugar” being 
disclaimed, used on similar goods, under 1946 Act. 
TRADE-M ARKS—REGISTRABILITY—EFFECT OF CONSENT 
Under Section 2(d) of 1946 Act, same rule applies as under 1905 Act to consent of prior 
registrant to application for registration of confusingly similar mark and statutory bar pre- 
cludes registration. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by S. J. Gianelloni, Jr. Applicant 
appeals from refusal of registration. Affirmed. 


M.S. Meem, of Washington, D. C., for applicant. 
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DANIELS, A. C.: 


This is an appeal from the refusal to register a trade-mark for “table syrups 
for food purposes” under the provisions of section 2(f) of the Trade-Mark Act of 
1946 on the Principal Register. The mark sought to be registered consists of the 
words “Sugar Bowl,” underneath which appears a scroll or ribbon upon which 
are the words “Taste the Taste” in much smaller letters. Registration has been 
refused under section 2(d) of the Trade-Mark Act of 1946 in view of a prior 
registration of the words “Sugar Bowl,” (Sugar being disclaimed) for “sugar,” 
registration No. 301,782, registered March 14, 1933, under the Trade-Mark Act of 
1905. The examiner also required disclaimer of the phrase “Taste the Taste.” 

This application was originally filed under the Act of 1905, the words “Taste 
the Taste” being disclaimed as originally filed. Thereafter, the application was 
amended to bring it under the terms of the Trade-Mark Act of 1920 and apparently 
again amended to return it to the Act of 1905. A final refusal to register applicant’s 
mark under the Trade-Mark Act of 1905 was affirmed by the Commissioner’s deci- 
sion of June 9, 1947 (169 Ms.D. 349). Thereafter an amendment was filed to bring 
the application under the provisions of the Act of 1946. Upon such amendment it 
was required that the words “Sugar” and “Taste the Taste” be disclaimed, it being 
explained that syrup is made partly from sugar. An amendment purporting to 
bring the application within the provision of section 2(f) of the Act of 1946 followed. 
Thereafter the requirement of disclaimer as to “Taste the Taste” was repeated with 
no further requirement being made as to the word “Sugar.” The examiner has ap- 
parently withdrawn the refusal on the ground of descriptiveness of sugar in view 
of the provisions of section 2(f) of the Act of 1946. Whether or not this is cor- 
rect need not be considered in the view I take of this case. As to “Taste the Taste” 
however, it is obviously merely a laudatory descriptive expression which does not 
function as a trade-mark, and in the event that further proceedings should indicate 
that this mark is otherwise registrable, the requirement of a disclaimer should be 
adhered to. 

The mark of the prior registration, and of this application constitute the identical 
words “Sugar Bowl,” one'applied to “sugar” and the other to syrup. The products 
to which they are applied are, in my opinion, practically identical. They are sold 
in the same stores to the same customers and to some extent for the same purpose. 
Sugar may be one of the ingredients of syrup. It seems clear that when this same 
mark is applied to such similar goods, it is likely to cause confusion or mistake or 
to deceive purchasers within the provisions of section 2(d) of the Trade-Mark Act 
of 1946. Applicant’s contention is, however, that there can be no confusion since 
the applicant’s mark will be regarded as referring to that part of Louisiana known 
as the sugar bowl, while the mark of the prior registration will be taken in the 
sense of a bowl for sugar. In support of this it is argued that applicant’s business 
is located in the part of Louisiana referred to, while the prior registrant also owns 
and uses a trade-mark which consists of a representation of the physical object 
without the word, and is the owner of registrations thereof. The marks here involved 
are identical and it is not perceived how such a fine distinction would be apparent to 
the purchasing public, or could avoid the likelihood of confusion or mistake or 
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deception of purchasers referred to in Section 2(d) of the Trade-Mark Act of 
1946. 

Applicant also relies upon a consent submitted by the prior registrant while the 
case was being prosecuted under the Trade-Mark Act of 1905. This consent is ap- 
parently granted in view of the fact that applicant did not use or intend to use a 
picture of a sugar bowl in connection with the words. Under the Trade-Mark Act 
of 1905 such a consent was entitled to some weight, but was not controlling when 
in the opinion of the examiner there was reasonable likelihood of confusion. In re 
Laskin Brothers, 32 C. C. P. A. 820, 146 F. 2d 308 [35 T. M. R. 51]. The same 
rule should similarly apply under section 2(d) of the Trade-Mark Act of 1946, 
since where such likelihood of confusion exists it would be incongruous to permit 
two conflicting marks to remain of record in view of the incontestability provisions 
of that Act. In this case the mark of the applicant so nearly resembles the mark of 
the prior registration as to be likely to cause confusion or mistake or to deceive 
purchasers, and registration is accordingly prohibited by section 2(d) of the Trade- 
Mark Act of 1946, and the consent cannot change this. 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE AMERICAN CHEMICAL PAINT COMPANY 
Commissioner of Patents—July 11, 1949 


TRADE-MARKS—W orDs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS— 
TRADE-MarkK Act oF 1946—DEsScRIPTIVENESS—SECTION 2(e) 
“WeeDust,” phonetic equivalent of “weed” and “dust” held merely descriptive of chemical 
preparations for exterminating weeds, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by American Chemical Paint Com- 
pany. Applicant appeals from refusal of registration. Affirmed. 


Caesar & Rivise, of Philadelphia, Pa., for applicant. 


Danie Ls, A. C.: 


This is an appeal from the action of the Examiner of Trade-Marks finally re- 
fusing registration of the word “WeeDust” on the Principal Register, under the 
Trade-Mark Act of 1946, as a trade-mark for “chemical preparations for exterm- 
inating weeds.” The examiner found that the mark is merely a phonetic equivalent 
of “weed” and “dust,” a conclusion which apparently the applicant does not chal- 
lenge, and that it is merely descriptive within the meaning of section 2(e) of the 
Trade-Mark Act of 1946. 

For purposes of argument applicant admits that both “weed” and “dust” are 
separately descriptive, but states that when taken together the connotation of the 
mark cannot be considered merely descriptive. Section 2(e) of the Trade-Mark 
Act of 1946 prohibits registration of a mark which “when applied to the goods of the 
applicant is merely descriptive or deceptively misdescriptive of them”... . “Wee- 
Dust” (Weed Dust) as applied to a chemical preparation to be dusted upon weeds 





39 T. M.R. EX PARTE GOTHAM HOSIERY 759 


appears to me to retain the essential meaning of each of the individual words with- 
out change. Its meaning is apparent without analysis, and it would appear that as 
applied to these goods, not even momentary consideration would be necessary to 
recognize such descriptive connotation. It is a fine powder or dust to be used upon 
weeds, and as applied to a weed exterminator, the words obviously mean that and 
nothing more. The words have no such “element of incongruity which make them 
unusual and unique” as was found to exist with respect to the term of “Mouse Seed” 
for a poison intended for the extermination of mice and rats in W. G. Reardon 
Laboratories, Inc. v. B. & B. Exterminators, Inc., 71 F. 2d 515, 22 U.S. P. Q. 22. 
This appears therefore to come squarely within the prohibition of section 2(e) 
above quoted and registration upon the Principal Register must be refused. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE GOTHAM HOSIERY COMPANY, INC. 
Commissioner of Patents—July 28, 1949 


TRADE- MARKS—DOMINANT FEATURE—PARTICULAR INSTANCES 

Hosiery-clad legs held dominant feature of applicant’s composite mark consisting of two 

hosiery-clad legs posed on a pedestal. 
TRADE-M ARKS—REGISTRABILITY—EVIDENCE 

That stockings are frequently displayed by various exhibits of stocking-clad legs held 
a matter of common knowledge. 

Photostats of certain advertisements of hosiery, apparently from Washington newspapers 
or magazines, filed with his statement by Examiner of Trade-Marks, ordinarily should have 
been presented during prosecution of case before Examiner, rather than on appeal, but may 
be proper to illustrate fact that hosiery-clad legs are, as a matter of common knowledge, 
often used to display hosiery. 

TraDE-MARKS—MARKS INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

Composite mark dominated by two hosiery-clad legs posed on pedestal held merely de- 
scriptive of hosiery and, as a mere representation of the merchandise, incapable of function- 
ing as a trade-mark, under 1905 Act. 

Jantzen Knitting Mills v. West Coast Knitting Mills, 46 F. 2d 182, distinguished. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Gotham Hosiery Company, Inc. 
Applicant appeals from refusal of registration. Affirmed. 


Darby & Darby, of New York, N. Y., for applicant. 
DanizLs, A. C.: 


This is an appeal from the final refusal of an application under the Trade-Mark 
Act of 1905 for registration of a trade-mark for “hosiery.” The mark sought to 
be registered is described in applicant’s brief as comprising : 

A picture mark showing two hosiery covered legs posed in a particular manner upon 
the top of a pedestal. Only the top portion of the pedestal is illustrated and the pedestal 


is shown as being of a particular design. Shoes cover the feet of the hosiery clad legs 
and at the upper welt portion of the stockings covering the legs there is indicated a nar- 
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row contrasting colored stripe which encircles the stockings. These stripes are suggestive 
of applicant’s well-known trade-mark consisting of a golden colored stripe used in upper 
portion of its stockings, and which trade-mark was registered February 18, 1913, under 
registration No. 90,324, and which has been subsequently renewed. 


As shown by the specimens of record a generally oval design bearing the words 
“Gotham Gold Stripe Beautiful Stockings,” superimposed on the word “Nylon” 
appears below the mark above described. The grounds of refusal of registration 
are summarized in applicant’s brief as follows: 


1. Applicant’s trade-mark consisting of a design showing the representation of a pair 
of hosiery covered legs on a pedestal is incapable of functioning as a trade-mark to indi- 
cate origin or ownership. 

2. Applicant is seeking to register as a trade-mark a design feature which, if allowed, 
would preempt the use of this ordinary method of displaying hosiery from similar use by 
others engaged in the merchandising of hosiery. 

3. To permit registration of applicant’s trade-mark, which is clearly dominated by 
a pair of hosiery clad legs, would constitute a violence to the letter and spirit of the 1905 
Trade-Mark Statute which specifically precludes registration of any trade-mark which is 
incapable of distinguishing applicant’s goods. 


Applicant contends on the contrary that the mark sought to be registered “con- 
stitutes a distinctive and arbitrary mark” which is registrable under the Trade- 
Mark Act of 1905. It is stated that the mark “does not merely consist of a rep- 
resentation of hosiery covered legs on a pedestal,” as stated by the examiner, “but 
comprises a fanciful pictorial design arbitrarily selected and which is styled in a 
particular distinctive manner to designate applicant’s product.” The features 
claimed to be distinctive are enumerated by the applicant as follows: 


As pointed out above, applicant’s trade-mark design includes the following arbitrary 
pictorial features. First, there is illustrated a pair of hosiery covered legs which are 
shown in a particular posed position on the top of a pedestal. Secondly, the pedestal is 
only partially pictured and the part thereof which is shown is of a particular design. 
Thirdly, the feet of the hosiery clad legs are provided with shoes of a particular design. 
Finally, the hosiery covering the legs are shown with a stripe therein at the welt portion 
thereof. 


Applicant places much emphasis on the decision in Jantzen Knitting Mills v. 
West Coast Knitting Mills, 18 C. C. P. A. 843, 46 F. 2d 182 [21 T. M. R. 97, 196], 
which says: 


We do not think that appellant has a right to monopolize the figure of a diving girl 
clad in a swimming suit. It is a well-settled principle of Trade-Mark law that a mere 
representation of the merchandise on which the mark is used cannot be adopted as a 
trade-mark. (Bristol Co. v. Graham (C. C. A.) 119 F. 412; Ex parte American Paint 
& Color Co., 4 T. M. R. 40). 

The reason for this rule is that such a mark indicates nothing in the nature of origin 
or ownership of the articles to which it is affixed... . 

A representation of the goods themselves may, however, if incorporated with other 
features of a mark which are sufficiently arbitrary and distinctive as in themselves to indi- 
cate origin or ownership of the goods to which they are affixed, be adopted as a trade- 
mark. (Emphasis added.) 


If, as applicant contends, its mark meets the requirements of the paragraph last 
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quoted, it probably would be entitled to registration, but examination of the mark 
presented indicates to me that it falls far short of meeting these requirements. 
The contention that the hosiery-covered legs “are pictured in an arbitrary and 
distinctive manner,” apparently implies that there is something arbitrary or un- 
usual about either the legs or their posture, which is not borne out by the ocular 
evidence of the drawings or specimens. The legs illustrated are posed in a par- 
ticular fashion—one which appears to be entirely conventional and certainly is 
not in any sense unusual or unique, and appear merely to be an ordinary position 
which might be assumed by an individual in a standing position. The particular 
contour and posture were undoubtedly selected because of their attractive appear- 
ance for display purposes, but anyone displaying hosiery would naturally avoid an 
illustration which was unattractive in appearance. The addition of the pair of 
shoes is a normal and conventional expedient, and so far as is apparent there is no 
particular feature of the shoes selected which would stand out or entitle the appli- 
cant to exclusive rights thereto. A stripe of contrasting color is shown in the welt 
of the stockings. Such a stripe may independently serve as a trade-mark as indi- 
cated by applicant’s registration of a trade-mark referred to in the description of 
the present mark quoted above, but as here presented it is inconspicuous, and if it 
has any effect, merely indicates, as found by the examiner, that it illustrates ap- 
plicant’s stockings. The only feature of the mark presented which might tend to 
differentiate this particular display from any other display of hosiery-covered legs 
is the fact that they are posed on a pedestal. Obviously they must stand some- 
where, and as shown by the specimens, this is such a minor feature of the over-all 
diplay of such hosiery-clad legs as to constitute a mere incidental and subordinate 
element of the entire mark. In any event applicant is making no claim to this 
feature per se, and as presented it is completely dominated by the conspicuous dis- 
play of the hosiery-clad legs. 

It is a matter of common knowledge necessarily apparent to anyone who reads 
newspapers or magazines or passes the show windows of stores selling such 
products, that stockings are frequently displayed by various exhibits of stocking- 
clad legs. Whether or not any such display utilizes the precise position illustrated 
in the specimens of this application, or whether they are displayed upon a particular 
pedestal or some other foundation is a matter as to which no assumption can be 
made. But the mark here presented would, in my opinion, impress any ordinary 
observer, whether careful or casual, as merely a pair of hosiery-covered legs. The 
other features referred to are so subordinate and incidental thereto that the ex- 
aminer must be found to have been correct in holding that this feature dominates 
the mark. Nothing can be more descriptive of hosiery than an illustration of 
hosiery and a mere representation of the merchandise cannot be adopted as a trade- 
mark. Jantzen Knitting Mills v. West Coast Knitting Mills, supra. 

It cannot therefore be found that in this case the representation of the goods 
themselves is incorporated with other features “which are sufficiently arbitrary 
and distinctive as in themselves to indicate origin or ownership of the goods to 
which they are affixed,” as required in Jantzen Knitting Mills v. West Coast Knit- 
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ting Mills, supra, relied upon by applicant. See also Jantzen Knitting Mills v. 
Samuel Herlich and Max Herlich, 24 T. M. R. 48, in which the court said: 










The plaintiff, naturally, does not claim that he has acquired the sole right to show 
pictures of bathing suits in connection with his goods. But if the right of dealers in gen- 
eral to advertise their goods is to be worth anything, they must be allowed to do a good 
deal more than portray the articles themselves. A picture of a deflated bathing suit, even 
if tastefully disposed upon a clothes line or perhaps a dummy, would not prove very at- 
tractive or much of a help in promoting sales. So the plaintiff concedes that others may 
picture bathing suits worn by girls, but, he says, not in the act of diving. Here, however, 
he is atempting to monopolize a characteristic use of the article, and the one which is most 
interesting and attractive from the standpoint of the looker on. 













This is believed to be in conformity with other cases cited by both applicant and 
the examiner which include Jantzen Knitting Mills v. Spokane Knitting Mills, 
44 F. 2d 656 [20 T. M. R. 424]; Ex parte Cooper Underwear Co., 130 M. D. 325; 
Ex parte Thompson Piano Mfg. Co., 130 Ms.D. 311 [1 T. M. R. 523] ; and Oster- 
moor & Co. v. Rose Spring & Mattress Co., 5 F. 2d 268. New York Good Humor 
v. Standard Commercial Body Corp., 145 Misc. 752, 260 N. Y. S. 167 ; affirmed 237 
. App. Div. 859, 261 N. Y. S. 933, deals with an illustration of a different type of 
article, but if on the particular facts there involved it conflicts, it cannot be con- 
trolling in a matter involving statutory registration of a trade-mark. 

The Examiner of Trade-Marks filed with his statement photostats of certain 
advertisements of hosiery which had apparently appeared in the Washington news- 
papers or in magazines at about the time of the preparation of the statement. 
These should ordinarily have been presented during the prosecution of the case be- 
fore the examiner rather than on the appeal, but may be proper as illustrating the 
fact that hosiery clad legs are as a matter of common knowledge often used to 
display, hosiery, as stated above. Applicant, however, points out that included in 
these copies is one of an advertisement of applicant in which the trade-mark in- 
volved in this application is shown, and submits that a comparison of other adver- 
tising of hosiery with that of applicant emphasizes the distinctiveness of appli- 
cant’s trade-mark and the difference between the same and “the usual or common- 
place manner in which hosiery is advertised.” I am unable to note any distinction. 
All of the advertisements show hosiery-covered legs and although none are dis- 
played on a pedestal, nor in the identical position of applicant’s “hosiery clad legs” 
they are strikingly similar thereto. 

It is further noted that the advertisement which shows applicant’s mark ap- 
pearing in a magazine strongly confirms the conclusion reached that this is merely 
a display of the product. Included in the laudatory verbiage as to the quality and 
popularity of Gotham Gold Stripe Hosiery appearing below the illustration of ap- 
plicant’s “hosiery clad legs” the following wording appears: 





































If not obtainable at your local store, use coupon below. 





Following this appears applicant’s name and addresses and below this a coupon 
addressed to the applicant reading : 
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I would like 51 gauge Gotham Gold Stripe Nylon Adjustables* illustrated “On a 
Pedestal.” Please send me through a local store, ————— pairs Gotham Gold Stripe 
Nylon Adjustables in 30 denier, 51 gauge SHADOW, Style 4376 at $1.95 a pair. . 


(The asterisk refers to a footnote setting out a registration and patent notice.) 

If doubt existed as to the nature of the material sought to be registered, which 
in my opinion it does not, this advertisement would refute the claim made by ap- 
plicant that: 


Applicant’s trade-mark does not come within the ordinary picture representation of 
an article offered for sale by a trader and which would be considered basically descrip- 
tive of the characteristics of the article to which it refers and which every other manu- 
facturer would have the right to use in selling its goods. 

On the contrary it is shown to be a mere display of the Gotham Gold Stripe 
Nylon hosiery illustrated, presenting the goods and soliciting orders therefor. 
The decision of the Examiner of Trade-Marks is affirmed. 


ERRATA 


In the June, 1949, issue, 39 T. M. R., at pages 557, 559, 561, 563 and 565, the 
running head should read: 


S.C. JOHNSON & SON, INC. v. JOHNSON 
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